
-

-

m]tco.

----ge-Or Messaii lgna-----

ma)[ma wma @iiwivetseril it:oveil-(Eit nc, .iiwive

99 3PM0:5 199,Th d A t0: ursay ugus,S ten

From: 

eM.Mu y( ;J sF g( ;S nLma me ms ma mo . 

-

n( ;Mima

E-
n( ;G yI ;J sAma ma me . 

E

nE i

n( ma ;P & L s( ma ;A w R z( ma ;D aDiz(

il)

te
;Gma

Kan

dR a

g( ma ;Al tW. z( ma ;Ch Wh

-

e( ;F ff;Do dG eII(ma

E

onn
il)

Os

;J eRma .o( ma ;Z

tron

il)

lna

-

Ar

E

.

id i Jtresen e,

Dite.

a

i h Ctrsoper .

il)

dnre

il)

-E

-

il)

E

-

lroone

E

il)-E

D ilteser ane
u

kilShija ru rae

hlce

il)

G tor

il2)

-E

il)

ttia

ber

-E

-

Lwie.

il)

iosar

E

il)E

E

itpse

lera

du

Alo: a

B iternse
il)

litern

il)

T

-Eiosarma ;J eR o(duil)-l (Eeeer

ma ;JmesR way(-EJ kaco.ail)-i(Etanon

m We me nUtleysBiralcotco.iiwive . 

ma ;B nG Uty( ma

: 

il2)-Ele.ira

tec
il)

jS bu

Dear Shareholders,


As of August 3rd, 1999 the Board of Directors of iviewit.com has approved 
and confirmed Brian Utley as President and COO. Mr. Utley will assume 
leadership of the company and the responsibility for organizing our 
strategic initiatives and licensing opportunities. Brian brings over 
thirty years of management experience from IBM and is highly respected 
within the computer industry. We are fortunate to bring Brian to 
iviewit.com and look forward to his valuable contribution to the success of 
the company. 

Brian can be reached at utley_b@bellsouth.net

mailto:utley_b@bellsouth.net or soon at utley@iviewit.com

<mailto:utley@iviewit.com>.


By phone at work through Goldstein & Lewin at 561-994-5050 or cell at

561-289-8145.


Brian's Personal Resume


Professional History:


President, Diamond Turf Equipment, Inc. July, 1995 to July 1999.


In 1995 the company was engaged in refurbishing obsolete and run-out

golf course maintenance equipment and had annual sales of$250,000. Since

that time the company has been transformed into a manufacturer of new

machines that compete favorably with the best of the market leaders and

expected revenue for 1999 of $6M. The design of the machines was by

Brian and was accomplished while putting together a manufacturing and

marketing team capable of supporting the rapid growth of the company.


President, Premier Connections Inc., November, 1991 to Present.

Premier Connections provides consultation and support services in

computer and related business management. Customers have included IBM

and other small businesses.


IBM, 1955 to 1991.

Brian retired from IBM as Vice-President and General Manager, IBM Boca

Raton.


Prior to his assignment in Boca Raton Brian spent 5 years in Europe as

Group Director for PC's and small Systems. This responsibility covered

all aspects of product management for all European, Middle East and

African countries.
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In 1983 Brian was appointed General Manager, IBM Biomedical Systems and

asked by the IBM President, John Opel, to evaluate develop the long

range strategy for this business unit. Brian subsequently reported to

the President that the Business Unit, while quite viable, should be sold

to a related business in the medical community. Having received approval

to do so, he negotiated a profitable sale for IBM.


Between 1965 and 1983 Brian was the project and Systems manager for many

major IBM computer Systems that earned IBM billions of dollars in

revenue. The most notable of these was the 5E3E and AS4OO, one of IBM's

most technology aggressive development programs ever and still one off

IBM's most popular systems.


Brian entered the IBM laboratories in 1959 and immediately became the

most prominent engineer on his first project with many innovative

designs. Because of this, he was assigned to the German IBM laboratories

to train German engineers in computer technology. He has been awarded a

number of patents the most recent of which was granted in 1998.


From his start in October 1955 to the time he entered the laboratories

Brian was a customer engineer responsible for maintaining IBM equipment

on customer premises. During this time he self-taught computer

technology and transistor theory and developed the first IBM field

course in transistors. This is the accomplishment, which led to his

assignment in the laboratories.


Hobbies:

Brian is a jogger and for 40 years has been an avid glider pilot with

many competitive successes.


Other Activities:

Brian has been a director of the Florida Atlantic University Foundation

Board of Trustees since


1992 and has served as Treasurer, head of the Investment Committee, and

is currently Chairman of the Board.


In addition, he is a director of the Soaring Society of America and

Chairman of the Soaring Society of America Foundation. In the past, he

has served on the Boca Raton Chamber of Commerce Board, the Florida

Philharmonic Board of Directors, and the Florida Governor's Council of

One Hundred and is past president of the Soaring Society of America.


Family:

Brian is married to Sharon, is the father to 5 children and has lived in

Boca Raton since 1988.


Sincerely,


Board of Directors

iviewit.com 
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eliot
Note
Here Utley is not a graduate from college but in the Wachovia Private Placement he states he is, in deposition he states he is not.
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EXHBIT "A" - BRIAN UTLEY RESUME SUBMITTED TO BOARD BY CHRISTOPHER WHEELER
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Administrator
Note
Brian Utley is the sole applicant listed on this application



Administrator
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Administrator
Note
Brian Utley is the sole applicant listed on this application



Administrator
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10158 Stonehenge Circle, Suite 801, Boynton Beach, Fla. 33437iT 561.364.4240iwww.iviewit.com 

 

 
EXHIBIT “B” 

 
Patent Filing Process 

 
(i) a patent attorney’s first contact with a bona fide inventor is where that 
attorney receives a “disclosure” from that inventor, or a series of disclosures, to 
begin the framework of a provisional25 patent application or a non-provisional26 
patent application, and where said inventor certainly was not Utley, Utley was not 
there at the time of the inventions, as the first disclosures were made to Rubenstein 
and, upon information and belief, the patent evaluator of, among others, the 
multimedia patent pools commonly known as Motion Picture Experts Group 
(“MPEG”) 2 and MPEG 4; and  
(ii) from the framework of the first disclosures, a patent counsel then forms 
“claims” to that invention where the claims are meant to precisely identify to which 
areas of protection an inventor gleans from the exact description of his or her 
invention according to the disclosures, and where the drafting of such claims are the 
exclusive affair of patent counsel subject to review by the inventor, and where said 
inventor certainly was not Utley; and  
(iii) once the framework of the invention and the claims are approved by an 
inventor, and in all cases herein, said inventor was not Utley, patent counsel then 
puts forth to a bona fide inventor what is known as the Declaration and Power of 
Attorney document that contains strict requirements according to the law  for 
inventors and where said inventor was not Utley as he took no part in the 
formulation of the invention, took no part in the first disclosures of the inventions, 
took no part, or rather, should have taken only a limited role supporting the 
inventor in reviewing the claims, and, consequently, signing an Oath of the 
Applicant according to the evidence presented below, falls outside the requirements 
of the law in this disingenuous ploy by Respondent and Utley; and 
(iv) once patent counsel has completed all steps in (i) to (iii), and only then, 
patent counsel actually files a patent application with the United States Patent and 
Trademark Office (“USPTO”), and where the damage by Respondent had already 
occurred in (iii); and  
(v) once patent counsel has actually filed an application with the USPTO, from 
time to time, he or she may be called upon to respond to challenges to the inventions 
from the USPTO (commonly referred to as office actions) and where the damage by 
Respondent had already occurred in (iii); and 

                                                 
25 Define provisional 
26 Define non-provisional 
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(vi) and once favorably responded  to and having such responses accepted by 
USPTO to office actions, patent counsel will receive was is known as a Notice of 
Issuance of the patent for the inventions disclosed and where the damage by 
Respondent had already occurred in (iii); and  
(vii) some three months or so after receiving a Notice of Issuance, the USPTO will 
afford the applicant (bona fide inventor or his assignee as the case may be) a granted 
patent, and where the damage by Respondent had already occurred in (iii). 
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llroskauer Rose, et al. vs Iviewit.Com, Inc., et al. 8/22/02 

I reason that you can recall whatsoever why these 

two computers were given the names llitro and 

Bomber? 

A. Well, at their inception, they were 

reasonably current in the state of the art. 

Q .  Okay. So they were basically quick 

and they were high-capacity machines and they 

were desirable; is that what they were? 

A. Well, let me position that. 

Q . Okay. 

A. At the time of their inception, they 

would be considered to be reasonably current in 

the state of the art. But we all kcow at what 

rate the technology moves. 

Q - Okay. So about three nonths after 

they were created, they were no longer state of 

the art? 

A. That's very often the case. 

Q .  Okay. With regard to William Dick 

and Foley & Lardner, do you have any relationship 

or continue a relationship with either Foley & 

Lardner or Mr. Dick? 

A. No. 

Q .  Have you known Mr. Dick in any other 

setting other than related to Iviewit? 

Pat Carl & Associates (763)591-0535 or (800)591-9PCA.(722) - 



',roskauer Rose, et al. vs Iviewit.Com, Inc., et al. 8/22/02 

A. He worked for me at IBM as manager 156 

of the intellectual property department. 

Q . And is that why -- or strike that. 

Did you recommend that Mr. Dick be 

retained for the intellectual property work for 

Iviewit? 

A. Actually, I used Mr. Dick as a 

reference or a consultant to determine who 

Iviewit should consider retaining for its 

intellectual property work. 

Q .. And Mr. Dick was subsequently, Foley 

& Lardner and Mr. Dick was subsequently employed 

for that purpose? 

A. Mr. Dick was never employed by 

Iviewit, but Mr. Dick was retained by Foley & 

Lardner as a senior staff member because of his 

broad experience both before the bench and 

worldwide in intellectual property matters and, 

and he endorsed Foley & Lardner as a competent 

intellectual property company that would handle 

our affairs. I trusted his judgment. 

Q . Now, are you aware of any 

relationship between Iviewit and Real 3D? 

A. Real 3D were brought into the 

picture by Mr. Wheeler. They were a resource by 

Pat Carl & Associates (763) 591-0535 or (800) 591-9PCA .(722) 
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WILLIAM DICK BILLING ENTRIES FOR FOLEY AND LARDNER

Date Firm Partner Partner Partner Notes
4/3/2000 FL Dick Utley Call to arrange meeting for 

4/7/00
57103

4/7/2000 FL Dick Utley Conf Utley re meeting 
cancellation

57103

4/10/2000 FL Boehm Dick Conf re IP matters 57103

4/10/2000 FL Dick Utley Bernstein Meeting with Utley & Bernstein 57103

4/10/2000 
cont

FL Dick Becker Re conflicts check 57103

4/10/2000 FL Dick Draft Engagement Letter 57103

4/10/2000 
cont

FL Dick Boehm Becker Discussion with???? 57103

4/10/2000 
cont

FL Dick Utley Teth Note re sending firm materials 57103

4/13/2000 FL Dick Boehm Re: engagement letter to Utley 
conf

57103

4/21/2000 FL Boehm Dick Becker Office conf regarding patent 
matters????

57103

4/21/2000 FL Becker Dick Phone Dick?? 57103

4/21/2000 
cont

FL Becker Boehm Office conf?? 57103

4/21/2000 FL Dick Utley Meeting?? 57103
4/21/2000 
cont

FL Dick Bernstein Discussion? 57103

4/21/2000 
cont

FL Dick Bernstein Briefly review 8 patent apps in 
attempt to understand scope of 
work needed, request copies of 
materials

57103

4/24/2000 FL Boehm Dick Re patent matters????? 57103



4/24/2000 FL Becker Dick Conf??? 57103
4/24/2000 FL Dick Utley Conf?? 57103
4/24/2000 
cont

FL Dick Becker Boehm Conf re copying material, pick 
up material, sort and send to 
Boehm.

57103

4/25/2000 FL Dick Mantecon Conf re copying of material, pick 
up, sort and send to Boehm

57103

4/25/2000 FL Dick Various 
People???

Meeting w various people 
(WHO??) during visit to pick up 
material

57103

4/26/2000 FL Dick Boehm Becker Note re files 57103
4/27/2000 FL Boehm Dick Re IP file status 57103
4/28/2000 FL Dick Boehm Becker Meeting with? 57103
5/1/2000 FL Boehm Dick Becker Conf re IP portfolio and Iviewit 

tech
57103-0101

5/1/2000 cont FL Becker Boehm Dick Office conf?? 57103-0101

5/1/2000 cont FL Search for patents and 
background art

57103-0101

5/1/2000 FL Dick Utley Communications with Mr. Utley.  
Vague

57103-0101

5/1/2000 FL Dick Becker Boehm Conf call (MAYBE THIS CALL 
IS RELATED TO WHEELER / 
JOAO ANONYMOUS BILLING 
IN PR BILL)

57103-0101

5/2/2000 cont FL Boehm Dick Re schedule meeting 57103-0101

5/2/2000 FL Becker Dick Conf??? 57103-0101

5/2/2000 FL Dick Boehm Discussion re schedule and 
meeting with Utley

57103-0101

5/3/2000 FL Boehm Utley Dick/Becker Travel to Boca and discuss 
various ip matters

57103-0101

5/3/2000 FL Becker Utley Dick/Becker Travel to Boca and discuss 
various ip matters

57103-0101

5/5/2000 FL Boehm Dick Conf re meeting results 57103-0101

5/16/2000 
cont

FL Boehm Becker Dick Re iviewit inventions 57103-0101

5/16/2000 FL Dick Boehm Regarding IP matters 57103-0101

5/30/2000 FL Boehm Dick/Becker Joao Re iviewit Technology and prov 
apps

57103-0101

5/30/2000 FL Becker Dick Boehm Office conf 57103-0101

5/30/2000 FL Dick Boehm/Beck
er

Utley/Bernste
in

Conf.  Forgets Joao 57103-0101

6/9/2000 FL Boehm Dick Conf with Dick re iviewit 
matters.  Vagueness

57103-0101



6/12/2000 FL Boehm Dick Buchsbaum Conf re upcoming investor 
(WHO??) meeting and materials 
required, prepare notes re same

57103-0101

6/12/2000 FL Becker Dick Office conf??? 57103-0101

6/12/2000 FL Dick Buchsbaum Discussion with Buchsbaum 57103-0101

6/12/2000 
cont

FL Dick Boehm Becker Later discussion regarding 
session with investors

57103-0101

6/20/2000 FL Boehm Dick Conf w Dick regarding NDA 57103-0101

6/20/2000 
cont

FL Boehm Dick Utley Revise NDA and send to Utley 57103-0101

6/20/2000 FL Dick Boehm Re NDA and disclosure of 
patent app for eval purposes

57103-0101

7/11/2000 FL Boehm Dick Conf w Dick (WHO DOES NOT 
BILL FOR THIS) re technology 
lics agreements

57103-0101

8/7/2000 FL Boehm Dick/Wachovi
a Securities

Utley/Bernste
in

Conf Bernstein Utley Dick 
Wachovia reps re IP licensing 
matters

057103-0101 
General File

8/7/2000 cont FL Boehm Bernstein Attend to misc 
correspondence regarding 
copies of Video Imaging Apps

057103-0101 
General File

8/7/2000 FL Dick Wachovia Tele conf with Wachovia reps 
(WHO??) and client 
(WHO???) re technology 
licensing strategy

057103-0101 
General File

8/7/2000 cont FL Dick Boehm Tele conf with Boehm re Tele 
conf with Wachovia reps 
(WHO??) and client 
(WHO???) re technology 
licensing strategy

057103-0101 
General File
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CORRECTED VERSION – CORRECTED ON 5/14/2003 
Transcription of Telephone Conference 

Conducted July 31, 2000 
Participants: 

Simon Bernstein, Eliot Bernstein, Maurice Buchsbaum, 
Brian Utley, Doug Boehm, Chris Wheeler 

 
 
 

Note: Square brackets [    ] are used to indicate inaudible or indecipherable 
text. Text found inside brackets indicates transcriptionist’s 
best guess. Since speaker names are not specifically identified, 
transcriptionist has made an attempt to identify based upon 
comments made in conversation but cannot guarantee that each 
speaker has been accurately identified. Note also that this 
recording has numerous instances of participants speaking at once 
or carrying on simultaneous side conversations that make it 
difficult to follow and transcribe the entire line of discussion.   

 
 
Utley:  <begins midstream>...status of the original digital image 

filings, and basically the fact that the original filings 
do not cover the full subject matter of the imaging 
technology; and to wit, one of the omissions, in particular 
in reading the claims section of the provisional and the 
formal filing, relates to the zooming and panning 
capability that is inherent in the technology. This has 
become a topic due to the fact that we are currently in the 
second phase of filing imaging patent protection which is 
driven by the provisionals that were filed later last year, 
between August and December of last year. So the concern 
that were expressed by Eliot in reviewing this is that this 
omission of the zooming and panning capability was 
attributable to a failure, for whatever reason, on the part 
of Ray Joao, the patent attorney of record, in constructing 
and putting together the provisional and formal filing<tape 
cuts out here> did I say it is that right Eliot  

E Bernstein I believe so 
 
Utley Is that your understanding 
 
E Bernstein Correct 
 
Utley  The purpose of this meeting is to review the facts and I think 

there are two particular points that are  
...that are important to moving ahead. The first is: “Given that the filings 

are what they are, and given what we know about the filing 
which is scheduled to take place this week on Wednesday, 
what means do we have to correct the situation; and given 
whatever corrections we find, what then is the impact or 
exposure to iviewit based upon what actions we can take. 
Then, lastly, what, if any, recourse might iviewit have vi 
sa vi the omissions in the original filings Are there any 
other issues, Doug? 

Bernstein: Yeah, just correcting back to Ray Joao's work of the formal 
filing that he filed. Do we have a copy of that? 
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Utley:  I do have that. 
 
Bernstein: I don’t. I’ve got the provisional and I’ve got... 
 
Boehm:  Everything is on the table 
 
Utley:  you should have...the formal. 
 
Bernstein: This one? 
 
Utley:  Yes, that’s the formal. 
 
Bernstein: Okay. 
 
Simon Bernstein:  I just have one question. Does anybody have, or are 

we allowed to get, the files of Ray Joao? 
 
Boehm:  I have them. 
 
Wheeler:  Do you have all of the work that he had? 
 
Bernstein: No, not all of it. 
 
Utley:  What was purported to be in the files? 
 
Bernstein: And he also claimed to us that he destroyed part of his files. 
 
Boehm:  And I have some of his files. I have what was purported to 

be all of the firms’ files. 
 
<Inaudible comment.> 
 
Utley:  Well, there’s a whole history, then, because I tried to get 

complete copies of the files originally, and found out 
later that not only did he not send us all the files, he 
didn’t even mention that there was an extra filing out 
there that we didn’t even know about.  

 
Bernstein: This one that’s in question.  
 
Boehm:  Yep 
 
Simon Bernstein:  You have no notes, no data on...? 
 
Boehm:  No, I have the application. I have things that you could 

get from the US patent office—that I could get from the US 
patent office. I have very few notes. I do have some 
scribbled Ray Joao’s notes, but I think you gave me those 
notes.  

Utley:  I did. I gave you Bill Dick after Bill yourself[   ] the 
notes that I had. 

 
Bernstein: And Ray’s made disclosures to us that he destroyed the documents 

to protect us, which I don’t know what he was thinking. 
 



 3

Simon Bernstein:  Destroyed what documents? 
 
Bernstein: Whatever he had in his files. Other patent copies, copies of the 

drafts as they proceeded...all that he destroyed to protect 
us from something I asked him to explain, and his 
reasoning...because I said to him, you know, usually you 
destroy documents when you are protecting somebody from 
something illegal or something. Have I done something that 
would force you to hurt me possibly? He said it was 
typical, normal, that all lawyers destroy their records.  

 
Simon Bernstein:  If that, in fact, is the case—I’ve never heard of a 

lawyer you know other than Nixon destroying anything the 
work is ours. Am I right Chris when we pay for a lawyer and 
we pay for the work, the work is ours. 

 
Wheeler:  The work product is yours. He may maintain copies of his 

files and everything; or his confidential notes to himself 
are not necessarily yours. But the work “product” is... 

 
Simon Bernstein:  Would you say that anything germane to the issue 

belongs to him? 
 
Wheeler:  Well, I mean if he wrote notes...in sidebars...yeah. 
 
Bernstein: How about revised patents[ ]. How about copies? Works in progress 
 
Wheeler:  But things which would reinforce your patent, obviously, 

that is germane to the strength of your patent yes, you 
would be entitled to copies I don’t think we disagree. 

 
Bernstein: He’s claiming He destroyed all faxes. 
 
Wheeler:  Can I ask you a question? 
 
Bernstein: Yes. 
 
Wheeler:  Just so both of us understand...was this patent done prior 

to his flying down here, or was this patent done as a 
result of his flying down here and having discussions with 
you? I was under the impression that when he flew down 
here—this was before Brian came—I was under the impression 
that followed our meeting with Reel 3-D. I was under the 
impression that he was coming down to discuss, at the very 
least, the video aspect so that you could complete that; 
but were you also completing the imaging patent?  

 
Bernstein: Correct. 
 
Wheeler:  So he went to your [kitchen]? 
 
Bernstein: Right.  And we spent days there 
 
Wheeler:  And the two of you spent all the days... 
 
Bernstein: Correct. 
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Wheeler:  And did he, in front of you, write notes? 
 
Bernstein: Tons. Hundreds 
 
Wheeler:  And did he then produce them on his computer and type out 

certain things? 
 
Bernstein: Yes. 
 
Wheeler:  I was under the impression he was doing that with you. 
 
Bernstein: He did. 
 
Wheeler:  And did you read those? 
 
Bernstein: I did. I did - now going to that same nature, that’s the 

provisional I think we’re talking about... 
 
Wheeler:  Right. 
 
Bernstein: But he flew out here again with me and Brian and went through 

this as he went to file this—this is a 3/23/2000 file—that 
also fails to make mention of. 

 
Wheeler:  So that’s the formal file...the formal one? 
 
Bernstein: The formal file. So both also missed the point. 
 
Wheeler:  I just wanted to know and to put things in proportion, when 

you read the provisionals, because Brian wasn’t with the 
company right now and then, and when there were all those 
drafts, because obviously we didn’t see them... 

 
Bernstein: Well, you saw because we gave you all the documents. I’d get a 

document from Ray and bring it to you so you would have 
records of everything up to that point because I didn’t 
want to keep them at my house. 

 
Wheeler:  The final...the final...but I’m not reviewing the patent. I 

was keep maintaining it as... 
 
Bernstein: Okay, but you have every record... 
 
Wheeler:  Everything you gave me we maintain. We don’t... 
 
Simon Bernstein:  Any notes should be produced... 
 
Wheeler:  We don’t throw away anything.  
 
Bernstein: Yeah, I know. 
 
Simon Bernstein: I know you don’t you’re very thorough. 
 
Wheeler:  So, I’d file it away; so if you gave it to me, it’s in our 

archives.  
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Bernstein: Right. 
 
Wheeler:  I wanted to know, when you read those drafts... 
 
Bernstein: Oh, it was...it was clear 
 
Wheeler:  Answer my question...when you read the drafts, did you see 

the panning and scanning elements? 
 
Bernstein: Yeah, and zooming, up to 1,000 times we thought it was. That was 

the big...you know, we had it in there...as a matter of 
fact, he just said it...somewhere it’s in there up to 1,000 
times, isn’t it? 

 
Utley:  1,700. 
 
Bernstein: Right. That was our old mistaken a number of times. So, yeah, for 

him to miss that, Chris, would be the essence of stupidity. 
 
Wheeler:  So it was in there? 
Bernstein: Absolutely.  
 
Utley:  The zooming, it was in the body, but not in the claim. 
 
Boehm:  But a provisional doesn’t really...doesn’t have to have 

claims. 
 
Utley:  It doesn’t have claims.  
 
Bernstein: But then in our claims of our patent, it’s not there. This is 

what you’re representing, correct? 
 
Wheeler:  So you’re saying that it wasn’t put in the file, but it was 

put in the provisional.  
 
Boehm:  No, I could see where he’s going to argue that it’s there. 
 
Bernstein: Let’s see. Let’s take a look.  
 
Wheeler:  ...what the language of the patent claims are that he 

filed. 
 
Bernstein: Okay, let’s see what he... 
 
Wheeler:  And this isn’t the final decision because I can go back 

right now and amend those claims. 
 
Bernstein: Wow, yes, but we have elements of exposure that creep in correct? 
 
Wheeler:  I’m just telling you the whole thing, then we’ll go back. 

So you did look it over, and there are no claims in the 
provisional?  

 
Boehm:  There are no claims in a provisional. You can file them, 

but they are never examined.  
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Wheeler:  But the zooming and the panning and the scanning element 

was incorporated in that? 
 
Boehm:  Go ahead, Brian. 
 
Utley:  Let me make sure that we say that properly. The provisional 

filing had a claims section which migrated into the final 
filing, but Eliot is correct in saying that the provisional 
does not need a claims section.  

 
Boehm:  The provisional never gets examined, so it doesn’t need the 

claims. It just holds your place in line for one year.  
Bernstein: But then when I look through this...  
 
Simon Bernstein:  Hold on, Eliot, I need to understand this. What 

you’re saying, then, is assuming any negligence on his 
part, to that point the negligence doesn’t become 
realistically damaging to the company until since he 
actually made a claim...since he actually made a 
provisional filing. Which took our place in line. 

 
Boehm:  If the provisional filing covered the invention, your place 

in line is only as good as the subject matter described in 
accordance with the law. 

 
Simon:  Obviously, it should have had the panning and zooming in 

there. 
 
Boehm:  Well, the word “zoom” is in there. 
 
Bernstein: But not really to describe what we’re doing. 
 
Boehm:  But do you see what I’m saying? It’s only to the amount of 

subject matter that and attested where the average person 
skilled in the art could make and use an invention as it’s 
described in this document, and without “undue” 
experimentation, without inventing it himself.  

 
Simon Bernstein:  Right. 
 
Boehm:  Now, this provisional application, you throw it...different 

patent attorneys do different things with it. On one end of 
the spectrum, you do an invention disclosure. Most big 
corporations have invention disclosure forms which leads 
the inventor to write out good disclosures and figures and 
things, and I’ve seen people actually file that invention 
disclosure because if you’re coming up on a bar date, you 
don’t have time to write an application or think about what 
your invention is. All you’ve got to do is get something on 
file, and then hope that it will protect...that whatever 
you had on file covered your invention.  

 
Simon Bernstein:  Is that what we’ve done so far? 
 
Bernstein: No. 
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Boehm:  I don’t want to answer that, but that’s the line. 
 
Boehm:  It’s a grey question, it’s a grey area, I think. 
 
Wheeler:  That’s what we’re aiming to do, that’s what we’re hoping to 

do. 
 
Boehm:  But on one end of the spectrum, you file very minimal work, 

and that’s what Ray did on some of the applications, like 
on the one... 

 
Wheeler:  He was trying to do it in a broad... 
 
Wheeler:  He did say conceptually that his method was to do a broad 

stroke of it. 
 
Boehm:  Right. Well, a broad stroke on drafting the claims.  
 
Wheeler:  Okay. Right. 
 
Eliot Bernstein: He’s got to put the invention in! 
 
Boehm:  That doesn’t happen in a provisional at all, generally. If 

you want to, you can write the provisional claims just so 
you know what you’re doing, and it’s actually used as 
subject matter; but the claims are never examined. It 
doesn’t matter if it’s in proper format or anything, it 
just sits there. Now, if you pick up the provisional a year 
later—it has to be within that year—if it’s a real well 
done application, you just file it. There’s no money 
involved in turning the provisional into a regular filing. 
Oftentimes, with these one-page disclosures, there’s a 
substantial amount of money involved in taking that from 
there to there. The problem is you cannot add subject 
matter to the patent application later on once it’s filed. 

 
Bernstein: Unless it’s really the patent application, correct? 
 
Boehm:  No, the subject matter has to be supported—has to be 

described— 
 
Simon Bernstein:  In the provisional. 
 
Boehm:  Uhhuh To that text, or you lose your filing date.  
 
Wheeler:  But the zooming element, then, is not in addition.  
 
Boehm:  Is not in addition? You mean… 
 
E. Bernstein: It’s not even in there. 
 
Wheeler:  You can’t add subject matter. So if he did describe 

zooming, then it’s not in addition. 
 
Bernstein: Did he, ? 
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Wheeler:  I am asking you whether he did or not? 
 
Boehm:  I’m not clear on what you mean. You can’t add additional 

subject matter after the filing date of an application or 
you’ll lose the right to that filing date. 

 
Wheeler:  The provisional? You can’t add subject matter to the 

provisional?  
 
Boehm:  To any application...any patent.  
 
Wheeler:  But if he did describe the zooming, then the zooming 

element is not an addition in the formal. 
 
Boehm:  Right. It’s supported. If he described it in the original, 

you can base claims on it later. 
 
Wheeler:  And have we said that the zooming is in the provisional?  
 
Bernstein: Nowhere that I can see. 
 
Simon Bernstein: Wait. You’re the lawyer reading another lawyer’s work. Is 

it in there? 
 
Boehm:  Do you have a copy of it? 
 
Bernstein: Yeah, right here. It isn’t in there if it bites you. 
 
E. Bernstein: It’s not in the filing either.  
 
Simon Bernstein:  It’s obviously not in the filing if it’s not in the 

provisional.  
 
Bernstein: No. 
 
Simon Bernstein:  Can you make reference to something...let’s say he 

uses the word “zoom”. 
 
Boehm:  Exactly. I’m pretty sure the word “zoom” is in there, isn’t 

it Eliot? 
 
Bernstein: But what Doug’s saying is that had you written the patent, you 

would have described the invention as the ability to do 
this cool zoom that we all...and just said this is the cool 
part of what we’re doing. What Ray’s missing in the outline 
is the ability for you to put a picture on a Web page. 

 
Wheeler:  He did know that an important element was the fact that 

when we went in and made it bigger, we didn’t pixelate.  
 
Bernstein: It didn’t pixelate.  Not in here at all. 
 
E. Bernstein: Not even mention to that concept.  
 
Bernstein: Complete failure. It’s not. 
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Wheeler:  But if said it doesn’t distort when we zoom... 
 
Bernstein: Nope. Nothing like that. 
 
Wheeler:  That’s the same thing, isn’t it? 
 
Bernstein: Yeah, but he hasn’t said anything...he doesn’t even tell you ... 
 
Wheeler:  What about the panning element, or is that element not 

patentable? 
 
Bernstein: No, that’s part of the whole process is to be able to zoom while 

panning. 
 
Wheeler:  Here it is. “The above process can be utilized in order to 

create higher zoom capabilities with each new depth layer 
of an image...” 

 
Bernstein: No, but that’s a new depth layer which is bringing in another 

hotspot image, so it’s really a completely different 
subject. 

 
Boehm:  Oh. Okay. 
 
Boehm:  Okay. Where is that? 
 
E. Bernstein: I read it to, he’s very crafty you know. 
 
Boehm:  “Where the zoom capacity of up to 1700 times or greater may 

be easily obtained with the [present conventions.]” Are 
they talking about the hotspot now? 

 
Bernstein: No. 
 
Boehm:  No, it’s the general zooming capability.  
 
Wheeler:  So it’s not in addition.  
 
Bernstein: Well, explain to him where it’s missing. 
 
Wheeler:  You guys didn’t put it in the formal...I don’t mean 

you...he didn’t put it in the formal one in the depth in 
that what we want to do it but he could have without it 
being construed as an addition.  

 
Boehm: Yes. 
 
Boehm:  Well play lawyer on you now<Laughs; cannot understand his 

comment.>  
 
Wheeler:  Right - sorry 
 
Boehm:  Whether or not it’s supported is a question that’s going to 

be determined either between you and the 
examiner...probably not, it’s between you and another 
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lawyer someday when the case is litigated. The question is 
And again, the test is: Can the average person skilled in 
the art—the average designer of this type of software—can 
he read this document and make and use of your invention 
without inventing it? That’s the test. Now, whether he uses 
the word “zoom” in here and “magnification” later, that 
doesn’t mater as long as he would have gotten it. If it is 
so simple to build by reading this, you don’t need any 
subject matter. If you’re combining three elements A, B, 
and C, and A, B, and C are standard in the art, and you 
tell them these are standard in the art, go combine A, B, 
and C, that could be a one-page application. The average 
person will pick it up and he could. It’s a patent test. 
Are you with me? The more complex it is, the more you want 
it supported in this text. 

 
Simon Bernstein:  What if it is basically simple, and he just wrote it 

as basically simple, does that support our position anyway 
though? 

 
Boehm:  Does that support our...Sure... 
 
Simon Bernstein:  I mean, if we were to litigate against another person 

that infringes on our... 
 
Boehm:  An infringer.  
 
Simon Bernstein: Supportable for the sake of argument? 
 
Boehm:  Right. Yes. That is a fair argument 
 
Simon Bernstein:  OK so then I don’t know that, at least from first 

blush 
 
Bernstein: That’s the provisional you’re reading though, right?  
 
Boehm:  Aren’t they the same? I think they’re identical, aren’t 

they? 
 
Boehm:  You can check in his notebook.  
Boehm:  Are there differences? 
 
Bernstein: Where did you find that piece that you just read?  
 
Wheeler:  Is the reason...now continue answering my question...is the 

reason we came to the formal in March of this year, which I 
didn’t realize that Joao. I thought that we had agreements 
for doing everything, but apparently Joao filed... 

 
Boehm:  For that one, yes. 
 
Wheeler:  But he didn’t bother telling anybody.  
 
Boehm:  That’s the one that we didn’t find out until way late. 
 



 11

Wheeler:  Okay, perhaps the reason that he did that was that was the 
easiest way to do it and the course of least resistance, 
and he thought he could go back...is there an amendment 
procedure? 

 
Boehm:  Yeah, there’s an amendment procedure. 
 
Wheeler:  That he could do it a few months later or something like 

that?  
 
Utley:  We had a conversation before the formal filing, and, in 

fact, I have my notes here from that conversation. 
 
Wheeler:  Okay. 
 
Bernstein: And you mentioned that there was no zoom. 
 
Utley:  Yeah, I said... 
 
Bernstein: Claim one. 
 
Utley:  Yeah, Here are my notes. This is my original copy. Claims 

do not reference stitching. The patent app does not cover 
providing enhanced digital image with zoom and pan 
controls. It covers for creating enhanced images to show 
zoom and pan functionality without distortion.” Those are 
my notes. 

 
Bernstein: And you told him that.  
 
Simon Bernstein:  Here’s a man that was cognizant of what was necessary 

to be in there. How did a guy to file a patent without any 
of us—obviously, not me, but Eliot, Brian.? 

 
Boehm:  Jim wasn’t around yet. 
 
Simon Bernstein:  Okay, but Chris was and so on and so forth—how did 

they get through the crack that he did this?  
 
Wheeler:  It didn’t get through the crack. Brian addressed it with 

him.  
 
Bernstein: And everything is shredded now, too. Everything else is shredded. 
 
Utley:  Kind of what he was going to do—his time factor—he was 

going to...he didn’t think he would get this in. He would 
submit it and then would turn right around and amend it.  

 
Boehm:  Did he really say that? 
 
Bernstein: Yeah.  
 
Utley:  I wouldn’t say amended, it was because of the stuff that 

was coming... 
 
Bernstein: It was supposed to be in there. 
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Utley:  ...he was going to smash that all together and file it.  
 
Simon Bernstein:  Was that the same time, Brian, that he was leaving 

the firm?  
 
Bernstein: Yeah. 
 
Simon Bernstein:  So would you say that probably… 
 
Utley:  he knew at the time that he probably would be leaving? 
 
Utley:  Right. 
 
Simon:  But he wanted to get all of this in place so he could do 

the billing and get that part of it in... 
 
Utley:  I don’t know that. 
 
Boehm:  Just speculating. 
 
Eliot Bernstein:  What day did you give him those notes? 
 
Simon Bernstein: I don’t ever have to speculate on billing 
 
Utley:  I don’t have my address book with me...I didn’t write the 

date down, but it was the date that he was here. He came.  
 
Wheeler:  He wanted to get it done to take care of you, make sure it 

was filed for you. 
 
Simon Bernstein: That could be too. One other reason is... 
 
Wheeler:  We’re just speculating. 
 
Wheeler:  And I’m not trying to... <Everyone talking at once.> I 

thought he was trying to work on our best behalf, but one 
time or two times that I met him, it seems like he was 
earnestly trying to help. Who knows? Maybe he was 
incompetent. I mean we’re only suggesting that it would 
have been incompetence 

 
Bernstein: Well, the fact that it’s not in your patents, right up front, 

this is the invention, is a gross neglect. And the fact 
that it doesn’t say, “this is what the invention is trying 
to do. This is the feature...” 

 
Simon Bernstein:  The point is not whether it’s gross neglect or not, 

it’s what the damage is if there is...if, one, gross 
neglect is of any import; and two, what is the damage? it 
has caused iviewit. That’s what I think we need to 
ascertain here, and if we can ascertain it.  

 
Utley:  How do we fix it?  
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Simon Bernstein: Of course lets try to fix it, if we can’t fix it then we’ll 
worry about… 

 
Eliot Bernstein: Well 1st lets fix it 
 
<Everyone talking at once.>  
 
Boehm:  Let me go over the procedures so everybody’s clear. Again, 

on one end of the spectrum you file a very sparse, like a 
one-page provisional application, and it’s cheap, and the 
purpose of the provisional is to get you in line...it is to 
protect your date. What you’re trying to do is get the 
benefit of your priority date. When you invented it. When 
you’re in line in terms of whose the next guy that invented 
it. Whose the first inventor? 

 
Simon Bernstein:  Someone comes after you the second day after… 
 
Boehm:  Who’s the first inventor, that’s what you’re after. 
 
Simon:  I understand. I really understand...you don’t physically 

stand... 
 
Boehm:  Not physically in line in the patent office is right, not 

or even in physically in line in order as well. Okay. One-
year letter, the provisional expires and you have to file a 
non-provisional patent application, okay? Many times it’s 
identical. If you do a good job up front, you just file 
that, but you need to put claims on at this time. When I do 
a provisional, I try, if there is money and time up front, 
to do it once up front. I even write the claims. As a 
matter of fact, I don’t even like to file provisionals 
because there’s not much of an advantage. If you’ve got the 
time and the money up front to do a good job, well then, 
just file it as a regular application.  

 
Simon:  Understand that at the beginning, the time and the 

money...I mean, the time was certainly available, but the 
money was a short substance. So it was obvious that Ray 
would be working in a most expeditious way. 

Boehm:  Well, that’s why the.. 
 
Simon: Which might have short-circuited us because of all of the lack of 

funds. 
 
Wheeler:  Well, that’s true because the filing date is 3/24/99 to 

endorse that...that was very early in the game. 
 
Simon:  We did it in your office Chris in your library...in your 

conference room. The only meeting I had with him was while 
we were going to file the patent and that was in your 
office.  

 
Boehm:  Okay, 3/24/99 is the provisional application.  
 
Bernstein: That’s what I’m saying. Well, Chris, 
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Boehm:  So even at a year, he filed the second one with claims. 
 
Buchsbaum: Yeah two things happened during the year. One, the Company was 

doing other things, even though they knew that was coming 
up, and two, I guess there wasn’t a whole lot of money to 
allocate towards doing that much. 

 
Simon:  Here’s what we did. We hired Ray Joao on the monies that 

were raised by the investors; and then when Huizenga was 
coming in with their money, and when that money came in, we 
made a company decision that the first and foremost thing 
was to get the patent filed properly. So the fact that we 
were going to spend more money and get them completed at 
that point had already been made.  

 
Simon: Okay, but prior to that, we were working on short forms. Then 

after that, we started to raise capital, and we always knew 
that the priority was intellectual property, so were going 
to make sure that those got done right. Brian’s been 
working on it ever since, and I felt comfortable...I never 
did feel comfortable with Ray Joao...just an observation. 

 
Boehm:  Hmmm....is it all patent attorneys? <Laughter>  
 
Simon: No, no, there’s nothing wrong. He came in, he’s a nice guy, he 

tried hard, you know, all the nice things, but his work 
always appeared sloppy, okay? And that’s the only thing I 
can say. You’re a patent attorney, you see what he did. If 
I’m wrong, then let me know; but to me, it looked like it 
was a little slipshod. And then he made some statements 
that really bothered me, too, that I don’t think he should 
have made to a client, and that is that he was filing his 
own patent. <Chuckling.> I mean, horseshit personally, I 
haven’t heard of a patent attorney in my life telling me 
that he’s an inventor filing his own patent. It really did 
bother me.  

 
<Everyone talking at once.>  
 
Bernstein: Transmitting video files on a communication network for airlines 

and... 
 
Simon: It probably meant nothing because I don’t think the guy was of 

the nature to be stealing from us, but I don’t know! But 
I’ll tell you this, it did ring a bell. From a pure novice, 
it made me a little nervous. I asked Eliot why he was 
dealing with somebody, but we were assured that this was a 
good firm... 

 
Boehm:  Let me look back in my own spiel...here with the 

provisional. You file a provisional, then within one year, 
you file a regular application with the claims. You can add 
claims to it; but if you add subject matter to it—in other 
words, if the zoom and pan concept wasn’t well described, 
you have lost the benefit of that first phase. Right. Now 
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why is that going to hurt you? Two main reasons. One is if 
you put it on sale—offered it for sale— or you publicly 
disclosed it, there are certain regulations that say you’ve 
got to get something on file, so if you had publicly 
disclosed it, that would protect...getting the application 
on file will protect you from losing your date because of 
public disclosure and offer for sale. I think that’s what 
he was trying to get the earlier dates for.  

 
Simon:  Sure. 
 
Boehm:  I spoke with Ray when I was trying to get all of these 

files, and his comments to me were...when we were on the 
phone—you remember, we were asking him where was this 
stuff, and he said, well, he kept building on and he 
learned more it got in there. After I reviewed these 
applications, I agree that you’re learning more as you go 
along. I’m doing the same thing. So it’s kind of a learning 
curve. 

 
Bernstein: If they ever find a zoom description that adequately 

makes...especially in the claims...I mean, if you’re 
reading the claims... 

 
Boehm:   But Eliot, he’s going to say that the claims are of no 

import right now. All you have to do... 
 
Bernstein: In the filings? 
 
Boehm:  In the filings. I can go amend those right now. We can sit 

down today and re-write them. 
 
Simon:  If it can be amended amend it. There’s no problems. 
 
Boehm:  There’s no problems.  
 
Simon Bernstein:  There’s always maybe a little money that’s been 

duplicated and that’s it.  
 
Boehm:  Here’s the problem, and that’s what I want to get across 

about that. If he’s trying to claim zoom and pan and I 
rewrite the claims to claim zoom and pan, and the examiner 
says, that’s great, but it’s new matter 

 
Bernstein: But it’s in the provisional that you can zoom up to 1700 times. 
 
Boehm:  If my claim is supported by the spec on that date, then 

you’re fine. 
 
Bernstein: Isn’t it? 
 
Boehm:  I can’t answer that without going into the... 
 
Bernstein: But when we read the provisional and we see that, it says... 
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Simon Bernstein:  Before this meeting took place, before we called this 
meeting, aren’t you privy to everything that’s been done? 

 
Boehm:  Oh, sure. I have everything.  
 
Simon Bernstein:  So when Eliot asked you that question, why can’t you 

answer it? 
 
Boehm:  Because there’s no...in my opinion, there’s no clear-cut 

answer, yes or no, on the quality of the work product. It’s 
a judgment call. 

 
Bernstein: So that’s an exposure, and what if the judgment is against us?  
 
Wheeler:  It’s [an examiner] judgment call is what we’re saying. 
 
Boehm:  The damage?  
 
Wheeler:  No, the examiner. <Everyone talking at once.>  
 
Wheeler:  Whether the subject matter is new or not.  
 
Boehm:  The examiner would...hold on...it’s... 
 
Wheeler:  whose judgment call is it? 
 
Boehm:  It could be the examiner’s, if he catches it. If it’s not 

caught, and you get it to patent and you litigate the 
patent, ... at court. Or if the examiner catches it and I 
want to appeal it to the board of appeals in the patent 
office, it’s their judgment call 

 
Wheeler:  Okay, so we go to court and we’re fighting over the patent, 

we would argue that it’s supported by the zoom 1700 in our 
language, and the other side would, say that’s baloney 
that’s too broad you didn’t describe it enough 

 
Boehm:  You didn’t have your invention... 
 
Bernstein: Then you lose. 
 
Boehm:  We would lose only if you had a bar date come in there if 

somebody else invented before you, or if you put something 
on sale...or if we offered something up for sale.  

 
Bernstein: Which we did. 
 
Boehm:  But the offer-for-sale date from our first meeting is not 

until September.  
 
Bernstein: Right. 
 
Boehm:  So the offers for sale won’t normally kick off a foreign... 
 
Simon Bernstein: Could you explain to me what offer for sale means? 
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Boehm:  Sure. As soon as you...you can’t get a patent on a product 
after you’ve been using it for more than a year. As soon as 
you publicly disclose your invention, you’ve got one year 
in the United States to get a patent on file, okay? Even if 
you don’t publicly disclose it...let’s say I’ve got a 
method of making [ ] in my factory, but it never gets 
outside. I’m starting to commercialize it, I’m making money 
off my invention...the commercialization date a year later 
is you can’t patent it in the U.S. So that’s that one-year 
grace period. 

 
Simon Bernstein:  Aren’t we within that period? 
 
Boehm:  Yes. As far as we know, yeah. As far as we know. 
 
Utley:  Yes-yes we are within that grace period 
 
Simon:  Okay, somebody explain to me, what am I doing here? Why am 

I sitting here? Are we saying that Ray Joao, other than 
being sloppy, but there’s not much damage that could have 
been done or can be done because we can fix it, which 
really would make me the happiest to hear that.  

[not in transcript: PSL look at change above although minor it indicates 
perhaps the change in text to match new text] 
 
Utley:  Can I jump in? Let’s just say there are two steps. We’re 

going to make a filing this week; and to the best of our 
knowledge, we have swept up all this in this filing, and 
that will be within the commercialization period. The 
second thing that we’re going to do is we’re going to look 
at filing an addendum to the original formal filing to 
strengthen the claims – broaden the claims ... to the 
maximum extent that we can. 

 
Boehm:  if we need it...if we need it. 
 
Boehm:  It’ll be a lot of this was swept up into the application. 
 
Utley:  What we’re trying to do is protect the date day of March 24 
 
Boehm:  The original... 
 
Utley:  The original date as March the 24th, but filing should 

remain an objective. 
 
Simon Bernstein: Brian, if you broadened the language now, would that be a 

red flag to the commissioner that you should have done it 
earlier? Or should we just say that this has always been 
there? 

 
Buchsbaum:  You mean the examiner of the commission 
 
Bernstein: We’re not going to be able to say it was in the claim.  
 
Simon Bernstein:  What happens when you start those amendments or 

broaden them is you start to admit that you didn’t do it. 
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Boehm:  Um, yes and no. We...I do that all the time. 
 
Simon Bernstein:  It’s common then? 
 
Bernstein: If they do it all the time, then we have to do it. 
 
Simon Bernstein:  But not until I feel more comfortable with it. 
 
Boehm:  We normally have a search done. The patent examiner will do 

a patentability search, and he will come back and reject 
it. The problem is if the claims are too narrow to begin 
with, he will not come back and reject it, he’ll allow it, 
and boom! Now I can’t amend it he’s in. [ ], we’re done. 
But I can file an continuation on it. I can keep dragging 
this out and get broader claims as long as the subject 
matter is... 

 
Wheeler:  So that’s why he stated it broadly versus narrowly? 
 
Boehm:  No. 
 
<Somebody comes into the room to take food/and or drink orders.> 
 
Boehm:  No, but as far as, doing it broadly, if you’re saying to 

claim it broadly it’s our job to claim... as prior art 
which I doubt the claim is as broad as the [ ] allows... 

 
Wheeler:  Right. That’s what I’m saying. 
Boehm:  And this is claimed broadly. 
 
Wheeler:  Right. 
 
Boehm:  And that’s the normal tactic, to claim things broadly, and 

then wait for the examiner to come back and say, “Oh, you 
can’t get it that broad,” and then narrow down your claim.  

 
Wheeler:  Okay, so isn’t that what he was in part trying to do? 

That’s what he’s been saying, yeah. 
 
Boehm:  Yeah. 
 
Wheeler:  Well, would that not be consistent with how patent 

attorneys try to do things? 
 
Bernstein: Well, claim one, if you look at their claim one, Chris, that 

they’ve written, it identifies... 
 
Wheeler:  Who’s they? 
 
Bernstein: Foley & Lardner. It identifies what you’re trying to do. 
[not in transcript: Stephen note how Dicks name is deleted and Foley’s name 

is screwed up, may indicate who was changing this 
transcript] 

 
Wheeler:  Okay, so maybe it should have been written differently. 
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Boehm:  You won’t get two patent attorneys to write the same 

claims. 
 
Bernstein: Well, no, but you try to write the claim, and that’s the teaching 

you and Steve both represented us here, to describe in its 
broadest term... 

 
Boehm:  Right. 
 
Bernstein: ...the invention.  
 
Boehm:  Well, I can’t say that this isn’t broad. This is very 

broad. This might be rejected for indefiniteness...I don’t 
know what it is...but now he’s got the opportunity to go 
back and... 

 
Bernstein: And Brian, you know, there’s print film image in here, it’s all 

supposed to be out of here. 
 
Wheeler:  What you’re telling me is that in your forum of law there’s 

always going back and refining and refining and refining 
that was wrong. 

<Everyone talking at once; two different conversations going on at once.> 
 
Bernstein: This is like he just completely ignored what we said over a year. 

He didn’t do a thing. Nothing. No comments, nothing. 
 
Utley:  Almost nothing between the provisional and the formal 

process. 
 
Boehm:  And some people intentionally file narrow just to get 

something on file. Then they can come back and repair it 
without damage to it. 

 
Bernstein: But you don’t know that because an examiner... 
 
Simon Bernstein:  You’ll never know that until you have a litigation. 
 
Bernstein: And then the question is what potential damage does that... 
 
Simon:  That damage potential and that remedy will be then taking 

place at that time, not now. 
 
Boehm:  That I agree with. Even if we decide something now, you 

won’t know what the outcome is for five and a half months.  
 
Simon Bernstein:  ...wouldn’t happen anyway. You wouldn’t even know 

that.  
 
Utley:  Let me come back where I was. We are going to file on the 

7th, Wednesday. As far as we know, that will cover every 
element of this invention that we have our arms around at 
this point in time. 

 
Boehm:  I believe so, yes. 
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Utley:  And we should go back and address what amendments we can 

make to the claims in the filing of March this year and 
determine within the spec of the filing how broad those 
claims can be. I mean, that’s going to be the test. Within 
the spec of that filing, how much leverage have we got to 
broaden those claims so that we do have a priority date 
which is back about a year ago last March. 

 
Bernstein: So we want to insert everything going into this one into that 

one? 
 
Utley:  No, it’ll be... 
 
Utley:  It’ll be based upon the preamble, if you will, of what’s in 

here. 
Boehm:  We do reference it. As a matter of fact, this is the cover 

page, Brian, of the application we’re going to file. 
 
Utley:  Yeah, you reference it right there. 
 
Bernstein: But you can add claims to that one that you’re referencing that 

would encompass what we have in today’s filing, which is 
really...we do want it in there. 

 
Boehm:  Yes, I can claims to the zoom and pan to get you back to 

the original date in this one since I claim to this onto 
his. 

 
Bernstein: Well, we should do both. 
 
Boehm:  Well, you can’t get two patents on the same invention, so 

it depends on where we want to go. 
 
Bernstein: Well, we want to definitely get it in on his because it gets us 

an earlier date. Correct? 
 
Boehm:  No. It’s a mess with these dates. What will happen 

is...nobody will worry about the date unless there’s an 
occurrence, and that occurrence might... it’s a major 
problem. You won’t find out about that occurrence until you 
sue somebody, and then they go search in Australia, and 
they find a reference that somebody’s done this before in 
the library, and then you worry about the date. Were you 
before him? 

 
Bernstein: Well, that’s what I’m worried about. I’d like to go back to our 

earliest date. 
 
Wheeler:  Can I point out one other thing? I know we look for the 

word...Eliot looks for the word...I know we look for the 
word “zoom,” but there’s also other language in here too. 
Sometimes we get caught up in a word “zoom,” when what is 
zooming other than enlarging or reducing? And he does have 
language in here, “when enlarged or reduced, these pixels 
of the digital image becoming distorted a feature which 
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typically results in the digital image being fixed to an 
original size or being available at low magnification, such 
as, for example, magnification from 200 to 300 times. These 
digital images are also difficult to enlarge to a full 
screen without a tremendous amount of distortion present in 
the end product.”  

Wheeler:  I mean, he’s describing I mean that’s zooming. Reducing and 
enlarging is zooming.  

 
Bernstein: But he’s not putting it in your claims, that’s what he’s saying. 

You see, this is different. 
 
Boehm:  But it doesn’t matter right now 
 
Wheeler:  But it doesn’t have to be if you’ve made mention. The 

opinion is that it doesn’t have to be as long as he’s ...if 
you made mention...if you’ve gone on record of having 
described this 

 
Boehm:  This is the background that’s…problem.  He’s got…. 
 
Boehm:  That kind of invention, right, it’s got to state... 
 
Wheeler:  Well, I didn’t get to that either. 
 
Bernstein: Right. And that’s where it’s not.  
 
Boehm:  I pointed out a couple of things. It’s not as... 
 
Bernstein: Within the claims, the claims I’m reading, you could not... 
 
Boehm:  The claims really don’t matter.  
 
Bernstein: In the patent?  
 
Boehm:  The patent claims on a pending application basically don’t 

matter. 
 
Bernstein: No, the ones he filed. 
 
Boehm:  Yeah, they basically don’t matter. I can go back and change 

them. 
 
Bernstein: Okay. Why? So we want to change back to the original one he’s 

filed, put as much language as we can that we have 
today...oh, it’s all supported. Everything you wrote in 
that new one is supported in this one because it’s the same 
process.  

 
Boehm:  That’s the ultimate problem that Steve and I—Steve is 

Becker, the other patent attorney that actually wrote these 
patents <in audible>—but that’s the ultimate problem that 
we’re worried about, and that’s the problem that you always 
worry about unless you first of all have a handle on the 
invention, inside and outside, and second of all, unless 
you really have a handle on Prior Art so you know where you 
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want to go with this. Then you spend the time and the money 
to do a good original provisional filing. You’ve got a 
pretty good shot that it’s supported then. But when you 
file as, oh, I’ve got to try and cover this base, and when 
you do this kind of stuff, there’s always going to be a 
question of what was supported when. 

 
Bernstein: But that’s fine. It is supported. 
 
Simon Bernstein:  We’re off the subject matter. 
 
Bernstein: So we should definitely claim back to the earlier date? 
 
Boehm:  We may get a rejection, or you may find out in litigation 

five years from now, that none of this was supported. Some 
court may say that you never talked how to do this because 
your software wasn’t in the patent application.  

 
Bernstein: It is, though. 
 
Boehm:  Well, the code isn’t. They might say that these broad 

diagrams and these flowcharts aren’t good enough. There’s 
always that risk.  

 
Bernstein: But we’re trying to say that if they accept it, we want it to be 

to the furthest filing date that we can, which is March 3, 
2000, and that’s where it should lie; and if it’s going to 
get argued let it live or die at that date. 

 
Boehm:  That’s what we’re trying to do right now. 
 
Bernstein: Okay, good. So I’m under the impression from this point that 

we’re going to encompass what we’ve learned what we’re 
filing even in this other one even into the original one so 
we can claim back to a March 3 filing date that claims back 
to our original March patent... 

 
Boehm:  March 24th, yeah, all of that will go back toward what is 

supported in here, in the original. Not supported in ours. 
 
Bernstein: Okay. And it’s all going to be supportable because you’re going 

to be able to pull up an image of the nature that we are 
discussing, and anybody with an eye can see that you’ve now 
done this. 

 
Boehm:  <Inaudible comment.>  
 
Bernstein: Well, you’re going to be able to show your invention, aren’t you? 
 
Boehm:  No, no. 
 
Bernstein: You can’t? 
 
Boehm:  You live or die on what’s in the specs. That’s why... 
 
Bernstein: Then get it in there. 
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Boehm:  Yeah. 
 
Bernstein: You can’t bring it in as evidence what the invention is? 
 
Boehm:  Only outside evidence of what the average level of skill in 

the art is, okay? If somebody says that the flowchart isn’t 
detailed enough, I’m going to go, “Oh, yes it is. Here’s 29 
programmers who are going to testify and say yeah, I can do 
that in my sleep with this document.” So, there’s always 
going to be a battle about the level of support. 

 
Simon:  Maurice and I—that’s why I asked him to come in—Maurice and 

I were talking because neither one of us understands 
patents or how you file them or invention actually. What we 
do understand a little bit about is the theory in business; 
and now that we know that Ray Joao was somewhat sloppy—I’m 
not suggesting that he’s not a fine attorney or anything 
else—you have been...you have reviewed all these patents 
that we have, whether there are eight or ten of them... 

 
Boehm:  There were eight original filings, and then...eight 

original filings. 
 
Utley:  Okay. And then how many do we have now? 
 
Boehm:  Let’s look at the chart right now, but it’s basically. 

We’ve got 17 applications that have been filed. These old 
ones are dead now because they were provisionals, and we’ve 
basically covered all...we pointed out basically covering 
two, maybe three inventions, so there’s not...I mean, if we 
were to start over, maybe you’d do this with two patents, 
maybe one patent. So. 

 
Simon Bernstein:  Who owns them? 
Boehm:  Who owns it? iviewit Holdings, Inc. 
 
Utley:  Owns all of them? 
 
Boehm:  Except for...<Pause, and then text comes in that doesn’t 

seem to be answering this open question.> 
 
?   Video playback over a network  
 
Wheeler:  How did he get in? [not in transcript but this refers to 
Jeff Friedstein on an invention] 
 
 
Bernstein: He’s part of the invention.  
 
Boehm:  An inventor – inventorship. 
 
Boehm:  So I’ve so I’ve got a document right here for him to sign. 

If he signs, then I do a couple of things.  
 
Bernstein: He signed that when you faxed it to him originally. 
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Wheeler:  I have copies of each one of these. Can I get a copy of 

your [ ]? 
 
Boehm:  of this? Sure. 
 
Wheeler:  I have a copy of each one of these, I believe, or most of 

them... 
 
Buchsbaum: Can I ask you a question?  Your saying everybody that has an 
obligation to sign is on the list of names in these patents? 
Boehm:  You preferably don’t...well, unless you have the new 

ones... 
 
Wheeler:  I don’t have the new ones, but... 
 
Bernstein: That’s an old one. That’s old. 
 
Buchsbaum: You’re saying everybody that has an obligation to sign is on the 

list of names in these patents right, because the company 
was part because the Company was doing, is that what you’re 
saying? Because I don’t even know if everybody has signed 
because you may due corporate due diligence for financial 
reasons or if...and they will say has everybody signed off 
on these patents, and if three people don’t...if one person 
hasn’t, he has an obligation to sign? 

 
Boehm:  Brian, have you signed? 
 
Buchsbaum:  Has everybody signed off on these? Brian? 
 
Boehm:  See these tabs [refers to tabs for inventors Bernstein, 

Shirajee, Friedstein and Rosario to sign] right here? 
That’s what I’m trying to do today. As soon as...I’m going 
to have people sign, me sign...all the inventors sign. I’ve 
got to get a hold of Jeff 

Bernstein: I thought we did that when we filed. 
 
Boehm:  You only signed one real document, didn’t you? Did you 

actually a declaration? I know you didn’t sign an 
assignment over but you’re real clean on it because these 
are all based on the original filing , which is assigned to 
iviewit holding already 

 
Bernstein: What’s that mean? 
 
Boehm:   So all of the other inventors would have a helluva problem 

trying to say they owned anything.  
 
Simon: Again, this is a little off the subject matter, but I have asked 

Chris about it before. If something were to happen to 
iviewit, and it were it went into bankruptcy, what would 
happen to those patents? How would those patents [ ]? 

 
Wheeler:  It depends on which at iviewit you’re talking about.  
 



 25

Simon Bernstein: The one that they are held in. 
 
Wheeler:  Well, first of all, holdings is held separately 

versus...we’re operating the company out of a separate 
entity, correct? iviewit.com. So, let me think there... 

 
Buchsbaum: The operating company is iviewit.com.  
 
Simon Bernstein: All I’m concerned about is, for example, that the largest 

creditor...it wouldn’t be a creditor, it would actually be 
an investor...would then... 

 
Bernstein: They’re not a creditor. 
 
Buchsbaum: Okay, then the largest creditor could come in and pierce the 

corporate veil of iviewit.com and say that this is just a 
way of protecting the only valuable asset of the company 
away from creditors. Is there a possibility of that? 

 
Boehm:  Obviously there is. 
 
Wheeler:  There is a possibility, but that’s one of the main reasons… 

But the loan, they made the company who wrote the patent, 
join in as a guarantor anyway on it. 

 
Bernstein: Well, that would be all of us. All of those would be all of the 

investors getting a piece back? 
Wheeler:  No, no, no. On the $800,000 loan, those people, it’s 

secured by the patent.  
 
Simon Bernstein: What about the $600,000...or the other $800,000 loan? 
 
Wheeler:  The others weren’t loans. The others were equity, as I 

recall. 
 
Simon Bernstein: No, no, they have claims. 
 
Bernstein: Well, they’re supposed to be converted to equity, which is 

another issue. 
 
Utley:  But there where note holders 
 
Wheeler:  No, because there was no quid pro quo at that time.  The 

note holders I mean you can’t go back and do it, we had 
that talk Si 

 
Wheeler:  I mean, you can’t go back... 
 
Bernstein: The note? I believe they’re not final, even though we told people 

they would be by this time. 
 
Wheeler:  The note holders took their money in without taking 

security. Now you...<Indecipherable. Everyone talking at 
once.> ...new considerations...I said now you can’t … back 
to a failure to the corporation 
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Simon Bernstein: …Board if everybody that was a creditor found, everybody 
that was a note holder at that point there was no what 
would you call it - problem 

 
Buchsbaum: and that would be protected by the courts anyway usually. The 

court would see this probably as a you know a fraud 
 
Wheeler:  You could have two frauds: fraud of creditors and fraud of 

shareholders. 
 
Simon:  No, Chris I’m not worried about fraud. I’m really concerned 

with the fact that what we did here, the last loan that we 
took in, from... 

 
Bernstein: Crossbow. 
 
Simon:  No, not from Crossbar... 
 
Bernstein: Crossbow. 
Wheeler:  Crossbow 
 
Simon:  ...is secured by the... 
 
Wheeler:  ...the term of the deal, right. 
 
Simon:  And that’s perfectly acceptable to me except that everybody 

else that had loans prior to that at that time should have 
been considered with the same equity because …posses able 
and Chris told me that that was the perfect time to get it 
done 

Bernstein: Yeah, but would Huizenga lose his? 
 
Bernstein: Would Huizenga lose his stake in it to Crossbow? 
 
Wheeler:  No, no, no, it wasn’t...I said that if there was going to 

be new considerations from those people, we all could of…?? 
 
Simon: We all could have put in another $10. I mean, at the time we did 

it with Crossbow, we should have made sure that our other 
people... 

 
Bernstein: Are protected. 
 
Utley:  No, no, no. We would have had to issue new contracts out 

for everyone. 
 
Wheeler:  There would have had to have been some material 

consideration, not just $10. It would have been… 
 
Simon:  So it would have been $10,000... 
 
Wheeler:  Well, then, you could have...Crossbow, we didn’t even talk 

about Crossbow at that moment, and I said you couldn’t go 
back and just collateralize. You couldn’t go back for money 
that you already put in. But if you put in new 
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considerations that you could demand as a condition to be 
collateral. 

 
Simon:   What we should have done, or what we maybe we still 

should do to protect our original group of investors, is to 
have them pony up a few more thousand or whatever you think 
is legitimate, and amend the contracts to protect them as 
well.  

 
Utley:  That’s new subject matter. 
 
Simon:  Well, I only brought it up because it had to do with the 

patents.  
 
Utley:  I know but can we finish the patent discussions before we 

bring up new subject matter.  
Simon:  You can, but I want to make sure that we do finish. 
 
Utley:  No, I agree with you Si.  
 
Si:   The problem is that I made claims to certain people like 

Don Kane, who put op $100,000, who thinks... 
Bernstein: Let’s get back to that. No, let’s get back to it. It’s a definite 

point. There are people.  
 
Buchsbaum: This is a business issue for later. 
 
Bernstein: No, we’re asked by these very people these questions.  
 
Boehm:  Did you get your question answered on the... 
 
Buchsbaum: Yeah, I just wanted to understand...you know, I got an answer. It 

had to do with the obligations Si I was trying to 
understand if somebody does due diligence now with regards 
to understanding what is there and what has to be done, 
like those yellow tabs. [Yellow tabs indicate signatures of 
missing inventors] 

 
Boehm:  Yeah, but after...I find everybody, we can get guys to 

sign. 
 
Buchsbaum: We aren’t that many. I don’t know on that sheet what you have, 

but I don’t think there are that many names.  There’s what 
about five names? 

 
Buchsbaum: Therearen’t that many...you don’t have that many. I don’t know on 

that sheet you have, I don’t think there’s that many names. 
 
Boehm:  No, there’s not. 
 
Boehm:  So we have everybody but Jeff, if we can get Jude and Zak. 
 
Buchsbaum:  You just have to get people around and sign. 
 
Boehm:  No, that should not be and issue. 
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Buchsbaum: That might be questions brought up when people do do due 
diligence. Is everybody else on these? 

 
Bernstein: That’s why we’re closing it. Right? 
 
Boehm:  We’ll record what was in the patent office(…???) can do. 
 
Utley:  The other piece that’s not in any part of the original 

filings, which is the reduction of the technology to a 
disciplined process—the mathematical representations of 
what’s in and how it works and stuff like that. 

 
Wheeler:  (…???) 
 
Buchsbaum: That will also be included in there, right? 
 
Utley:  We’ll put it in the new filing...one of the new filings. 
 
Wheeler:  I form my opinion of everything, and we can talk about post 

solutions but I think Brian wants to get this back on 
track, but to me there’s bad news and there’s good news in 
this. The bad news is, just like anything in life, perhaps 
we would have liked to have tidied up some things better, 
like to have had Mr. Joao tidy them up. The good news is 
considering the state that the corporation was in in the 
early stages and the variable limited resources that it 
had, I’m glad that we have an awful lot on record that we 
do have on record, to be honest with you.  

 
Simon:  As long as it’s not to the detriment of what we thought we 

were filing, I have no...I couldn’t agree with you more. 
 
Wheeler:  But I think I like your approach, and I assume it’s your 

approach, too, in that I assume that you’re doing a fairly 
comprehensive new one, but then you’re going to probably... 

 
Utley:  Claim priority back to the old one. 
 
Wheeler:  Right, but you’re also going to do your amendment because 

now we’re finding out that it’s not an uncommon procedure 
and it’s not a red flag. 

 
Utley:  Two things: the new filing on Wednesday will claim priority 

all the way back for as much as possible back to March 24th 
last year. Second, we will look at the March 24th year 2000 
filing and determine how we should amend that to include 
additional claims and broaden that filing so that it more 
fully represents the knowledge of the invention as of that 
time. 

 
Bernstein: Does it claim all the way back? 
 
Wheeler:  It’ll go all the way back... 
 
Boehm:  as long as you don’t go outside what was described. 
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Bernstein: No, the math is just describing the original invention.  
 
Boehm:  We’ll, I’ll never know the answer to that until it’s 

litigated. 
Utley:  Due diligence. 
 
Bernstein: Right, but from your perspective here, that’s what we’re setting 

up. Correct?  
 
Boehm:  We’re going to try. 
 
Bernstein: Okay. 
 
Boehm:  The question never even gets answered half the time in the 

real world. I will claim priority back on the document, and 
then if the examiner doesn’t care, nobody cares 

 
Bernstein: It gets through.  
 
Boehm:  It gets through. 
 
Wheeler: Would it be a fair assessment—I’m posing this more as a novice, 

not as an attorney here—since we’re not at IBM and we don’t 
sit down at the very beginning and work out all these 
equations and all that, that in an invention such as this 
by a Ma-and-Pa type of inventor, and now since we’re 
getting into the nuts and bolts and really uncovering, in 
essence, what’s behind it, as Brian dissected it as we 
moved along, but that’s all we’re doing? I mean, that Ma-
and-Pa inventors do that as they go along? They add the 
flesh to the bones as they go along? 

 
Boehm:  Boy, that happens, and we try not...we try to minimize the 

amount because if the flesh that you have to add is new 
subject matter and you’ve already sold your invention a 
year ago, you’re dead. 

 
Wheeler: Well no, Let me at it a different way. It does this, but I can’t 

describe how it does this. But now we find out...we tell 
you what it does, now we’re telling you in detail how it 
does it. 

 
Boehm:  Yeah, in terms of we claimed it properly. 
 
Wheeler: So I’m not adding flesh in defense... 
 
Simon:  New flesh. 
 
Wheeler: ...new flesh. I’ve got the box, now I’m disclosing what’s in the 

box including the gears and how it works. 
 
Bernstein: No. 
 
Utley:  No. Here’s what the big difference is. The original filing 

claims a process for print film imaging.  
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Bernstein: Well, that was all stricken, by the way. That’s why I’m having a 
big problem. I was going to get to that next, Brian. 

 
Utley:  Okay, good. 
 
Bernstein: But we have discussed with Ray Joao numerous times to take out 

the references to print images out of this right here. Over 
the course of the year in the 59,000 modifications back and 
forth, we continuously pushed him away from the words that 
I see in this filing, and that’s what’s so disturbing to me 
because we sat here when... 

 
<End Side 1; begin Side 2> 
 
Buchsbaum: That would be conditional, probably.  
 
Simon:  Right, they probably will. 
 
Wheeler:  Their not going to want in fact their going to say take it 

off aren’t they 
 
Utley:  No Crossbow notes would be converted to equity when someone 

else comes in.  
 
Si?   Of course, and that’s gone. And those issues are gone.  
 
Wheeler:  Well, Yeah, so that it was the …it was intelligent way to 

do it...and I’m not... 
 
Buchsbaum: Crossbow would probably manage the million dollars anyway 
 
Wheeler:  By the way, if we did do a deal by which we tried to 

collateralize it even further, then we’d have to have some 
sort of provisions as well to get rid of your collateral. 

 
Simon: Yes, of course. As soon as it converts to equity, it’s gone. 
 
Wheeler:  But I mean, what if you didn’t convert yours to equity[ ]? 
 
Simon: Then you’d have to lose it anyway. 
 
Wheeler:  But at a point.  
 
Utley:  It just becomes a normal stockholder... 
 
Simon: Right.  
 
Wheeler:   It would have to drop away or something. For 

instance, it would drop away when theirs drops away. 
 
Utley:  The stockholders, in the event of a default, the 

stockholders, the distribution that takes place, includes 
all the stockholders according to the rank of the 
preference. So the preferred get first cut, and the common 
stockholders get the second cut, whatever is left for 
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distribution. But of that amount[ ] unless there’s nothing 
to distribute. 

 
Simon:  Not if one of the preferred stockholders has a 

collateralized position and the others don’t. If one of 
these preferred stockholders... 

 
Utley:  There’s no stockholders that have a collateralized 

position. 
 
Simon:  That’s true. 
 
Buchsbaum: You’re talking about the small amount of money, that have any 

value, it should be reasonable value, and those would be 
taken out anyway. 

 
Simon:  Except that we seem to feel that we have an obligation to 

those, to protect the other stockholders who...had all 
good…I think its prudent anybody to ask permission 

 
Buchsbaum: A good way to do it is the way he said to do it, and that’s to 

[?]. 
 
Utley:  Will you look it up and see what it’s going to take to do 

it? 
Wheeler:  I’ll coordinate that 
 
Utley:  I’m not clear. What are we trying to do? Are we trying to 

provide for collateral for new money coming in, or are we 
trying to...? We’re not trying to collateralize money which 
has already been... 

 
Simon: I don’t know. Can you handle the old money the same way? I don’t 

think so. 
 
Wheeler:  We have to see. We might be able to consider it for the 

full amount in the view of the fact that if you had enough 
substantial new consideration, ... 

 
Buchsbaum: The problem is that you may have to go back to Crossbow to do 

that, and you may be better off just to do it on subsequent 
money. 

 
Simon:  Well, but to ask Don Kane to put up $10,000 when he’s got 

$160,000 in the...$135,000 in the company, and then he only 
gets 10%...$10,000 worth of consideration...I’d like to 
protect his whole $165,000, which is what he has.  

 
Buchsbaum: The answer is you go back and ... 
 
Utley:  I don’t think you can do that because that’s equity. It’s 

in common stock. 
 
Bernstein: It’s not equity. It’s a loan. 
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Bernstein:  Don had the stock prior to his putting up the money.  These 
are loans. There’s $400,000 that’s on the books. Then 
there’s another $100,000 besides what he put in originally. 
Sal has a loan on the books of $25,000. Your guy should 
have had a loan on the books for $250,000.  

 
Utley:  No, that’s equity. Okay.  
 
Simon:  At any rate, <tape cuts out[tape does not cut out on my 

tape]>...While I got Chris here I’m going to take advantage 
of his being here. 

 
Simon: One of the issues we tried to do when we raised the last $80,000 

that came form Eliot’s two friends Anderson and Mitch 
Welsch. [ ] 

 
Bernstein: Ken Anderson. 
 
Simon:  It was my knowledge, according to Jerry, that those monies 

were to go to Eliot, and then Eliot was theoretically to 
loan the money to the company so that Eliot would have a 
loan on the books and he would have sold his stock because 
Eliot has some personal needs that he needs to accomplish 
as soon as we get funded or we get some money in here. I’m 
under the understanding again. It could be way off. 

 
Bernstein: How do we work that out, Brian? The 10? A loan? 
 
Utley:  Yeah, that’s better because otherwise you will get taxed. 
 
Bernstein: Will they loan me $10,000 to pay the taxes? 
 
Simon:  Who loaned you? 
 
Bernstein: The company just today? 
Utley:  So I took that as a loan? 
 
Utley:  Yes. 
 
Bernstein: The money went to the company, which spent the money already—the 

stock money—from Ken and Mitch. 
 
Simon:  You haven’t sold any of your stock? 
 
Bernstein: No.  
 
Simon:  You just made an officer’s loan.  
 
Wheeler: Right. 
 
Simon:  Is that how you handle it? 
 
Simon:  You loan the loan back by some method at some point. 
 
Bernstein: Right. Correct. 
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Buchsbaum: That’s the way to do that? 
 
Utley:  Well, there’s no tax impact... 
 
Simon:  but he would have had a [ ] gain. 
 
Bernstein: Right. And there were other things at the time...right, things. 

At the time, the company needed the money and I 
didn’t...not that I didn’t 

 
Simon:  Sure, I just wanted to make sure that it was done. I didn’t 

even know ….???that bank account 
 
Bernstein: Not that I didn’t. 
 
Simon:  Let’s finish up. 
 
Utley:  Eliot, let me summarize. I want to make sure we have an 

agreement of this meeting. Let me interject two final two 
points that we kind of skimmed over. One is you said that 
we want to go ahead and change the claims to go all the way 
back on this US, but we have sort of got covered on the one 
we’re filing? The one we’re filing is a PCT. It won’t pop 
to the US for 18 or 30 months. Or we could file another PCT 
and a US, then the claims would hit the US. In other words 
what I’m saying is it would matter if we do the claims 
here. We could either fix up the claims here or file a PCT 
and a parallel US if you want US patent protection sooner. 
The PCT will split out to US, but not until later. You can 
file a US anytime... 

 
Simon: Let me ask you. You’re not a lawyer, what do you recommend? 
 
Boehm:  Well, it’s more money up front. 
 
Simon: How much money? A great sum of money? 
 
Boehm:  No, it’s another grand to file. 
 
Simon: For what we’ve spent already, let’s do it. 
 
Bernstein: And that protects us better? 
 
Boehm:  Quicker. You’ll get a quicker US patent. It’ll get you in 

line quicker.  
 
Utley:  The other point that you’re making because in this week’s 

filing we are going to claim all the way back... 
 
Boehm:  We’re going to claim all the way back but this is what is 

supported 
 
Utley:  Right. So if we claim all the way back to March of last 

year, do we need to touch the filing that’s already in 
motion? 
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Boehm:  The one that’s out there? 
 
Utley:  Yes the PCT. Do we need to touch that? 
 
Boehm:  No, no. There’s a PCT and a US. 
 
Utley:  Right. 
 
Boehm:  The PCT, we will get a search back. In fact, we should get 

it in a month or so, and then you’ll decide what you want 
to do with that, what foreign country and possibly the US, 
but he files the same thing basically in the US, and now 
it’s in line in the US. 

 
Utley:  Right, right. But what I’m saying is if the new filing that 

we make this week creates priority all the way back and 
embraces all of the teachings of the prior... 

 
Boehm:  Zoom and pan stuff. 
Utley:  Zoom and pan stuff, filings, do we need to go and modify 

and update and amend those earlier filings? 
Boehm:   Those other two. 
 
Buchsbaum: That’s a good question would there be new recommendation?  
 
Boehm:  It depends on two things. One is how quickly do you want to 

get the US for the new filing? This is a PCT that we’re 
preparing right now. If we file the US right away with it, 
then it makes less difference. 

 
Bernstein: Less? 
 
Boehm:  Less difference because he’s in line sooner. That’s all. It 

just depends on how soon you want to get your patent.  
 
Bernstein: Well, we want to go for the sooner. 
 
Utley:  The sooner the better. 
 
Boehm:  The sooner the better then let me play with this 
 
Bernstein: Right. 
 
Boehm:  Plus you’re gonna get an office action back from the patent 

office on him... 
 
Bernstein: On that. 
 
Boehm:  For free. There’s nothing involved. 
 
Bernstein: Right, but it doesn’t claim anything. 
 
Boehm:  I don’t know yet. It claims...he’ll get this blasted. It 

will will be rejected. 
 
Bernstein: Yeah. 
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Boehm:  It will be rejected. The question is do we want to fix 

this, or where are we with the other things? So there’s no 
decisions to be made now on this, it’s just that do you 
want to file a US and a PCT? 

Utley:  The answers yes 
 
Boehm  Yes 
 
Bernstein: And we do want to fix the original work? 
 
Boehm:  We can decide that later. 
 
Bernstein: Well, why would we leave it unfixed? 
 
Boehm:  Because you can’t get two patents on the same thing. So if 

we fix this, you’re not going to get it over here. 
Bernstein: But then we lose the date. 
 
Buchsbaum: No we don’t. 
 
Simon:  That’s what he’s saying. 
 
Buchsbaum: You really don’t lose the date. 
 
Wheeler:  So were not going to…??? 
 
Utley:  Because he’s claiming all the way back. 
 
Boehm:  We may not. It depends on... 
 
Bernstein: May and less, these are words that scare me.  
 
Boehm:  You don’t like that, do you? 
 
Bernstein: No, I do not. 
 
Boehm:  But I don’t think this is the right time to make that 

decision now. 
 
Utley:  What is the right time? 
 
Boehm:  When we get some office action back on this patent. And 

when we hear from the patent office, we’ll sit down say do 
we want to fix this, or do we want to fix this, or have we 
uncovered some killer Prior Art that blows this whole thing 
out of the water? You don’t want to spend money right now 
if you can avoid it.  

 
Wheeler:  We’ve never done a search, have we? 
 
Boehm:  We did a search...I’ve done a search on...<Everyone talking 

at once.> on a dozen patents that really weren’t on point. 
We didn’t find any close Prior Art; and all I can tell 
these... 
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Wheeler:  This was on imaging and video?  
 
Boehm:  Yeah. 
 
Wheeler:  That’s incredible. 
 
Buchsbaum: Yeah, it was huge. 
 
Bernstein: If it is found impossible to do these things, why would people be 

doing them? 
 
Boehm:  I want to make...the tape recorders off, right? <Recorder 

turned off> 
 
Buchsbaum: What does PCT mean?  
 
Boehm:  Patent Cooperation Treaty. It’s a formal filing process for 

filing foreign patents.  
 
Buchsbaum: Oh, that’s the thing with the different countries? 
 
Boehm:  Yeah. So we file one application that splits out later to 

different countries. 
 
Buchsbaum: Two years?  
 
Boehm:  Yes, but we’ll get indicators before that. Our search comes 

in nine months, which is three months from now for the 
first one. But, Brian, they’re searching this claim; this 
claim is crap. You’re not going to get a good search on it. 

 
Buchsbaum: So what? In six months or nine months, we’ll start hearing from 

them? 
 
Boehm:  Yeah. 
 
Bernstein: Well then we should do an alternate search on what you have. 
 
Boehm:  It’s a judgment call. I mean, you asked me this question a 

while ago, and you said what would it take to get me 
comfortable because I’m kind of a pessimist and I’m an 
engineer, so I have that background where I look at it that 
it’s half empty. It would take more searching, and it would 
take more searching inside the technical articles. And it 
would take quite a bit of work. I mean, I guess $5,000, I 
don’t know. It depends on what happens. Then, again, that 
will only raise you to a different level of comfort, that’s 
all. 

 
Bernstein: And then they’ll say the same thing, and for another five grand, 

well get Rays to another indiscriminate level of comfort. 
 
Boehm:  Exactly. But we don’t have to do that because we will be 

getting an article... 
 
Bernstein: Right, from the searches. 
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Boehm:  And from your investors because if I was working for 

them... 
 
Buchsbaum: Let me put it another way. If you have somebody that will take 

this company and auction off the technology, okay? As it is 
existing...as it is unfolding, okay? And as the licenses 
come along. It’s strategy. Some of these people bid on 
that. What are they really bidding on? It’s potentials, 
right? Basically? 

 
Boehm:  Well, no, there’s a present value of the technology. If 

you... 
 
Buchsbaum: Well, not if you don’t have patents issued on it. 
 
Boehm:  Well, sure there is. Sure there is. If he can get a royalty 

based on 2% of their products—or whatever it is—per minute, 
whether or not it is patented, absolutely. 

 
Buchsbaum: My question is at what point does it become...is the efficacy 

there significantly enough from the standpoint of others 
now that would be doing their own review. You know, like, 
say a firm that would do the option. They’d have their 
patent lawyers take a look at what you’re doing to see if 
they think it has a real good value. At what point does 
that come along? Is it six or nine months from now, 
basically? Is that when that probably would start to unfold 
as far as having a real relevant potential value? I’ve been 
trying to get a general..  

 
Boehm:  I understand your question. I guess I would answer... 
 
Buchsbaum: General idea. 
 
Boehm:  If your licensees are spending a lot of money... 
 
Buchsbaum: On your technology. 
 
Boehm:  On your technology, they’re going to have their patent 

attorneys right now, today, go do a search, and they will 
have a good indication. They may come up with Prior Art 
that blows you out of the water. They may find nothing. 
They may not search it. They may say, we don’t care about 
patents; it’s the technology.  

 
Buchsbaum: Reality, though, this is not the...more likely six to nine months 

as some licenses start to unfold here and as things start 
to come back, and that’s when this thing will start to have 
some relevance more than it does right now? From the 
standpoint of the... 

 
Boehm:  That the patent will have relevance?  
 
Buchsbaum: No, no. The technology has a value that can be created in the 

marketplace and turned to bidding. 
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Wheeler:  Well, you can look at the technology as almost value added 

to the company. I mean, the company has worth because of 
the process and what we can provide and we can build it up. 
But it’ll even astronomical more worth assuming that we 
have...that it’s totally proprietary to ourselves. Now some 
companies have great technology that’s proprietary to 
themselves, and it doesn’t earn them money. For instance, 
Wang Laboratories went down the tubes. They had the best 
word processing, and they had the best of everything else. 
And, of course, a lot of their technology is licensed out 
there, as I understand it, to VisionAire and to...they did 
the true ones, and... 

 
Buchsbaum: It’s was also to get to the possible strategy for the company’s 

investors, okay? 
 
Utley:  Right. 
 
Buchsbaum: Or it may be at some point a window of huge value placed on this 

technology where you may take advantage of it. 
 
Wheeler:  Well, and to our investors, we have said, and we can 

continue to say, we are attempting to create a pool of 
intellectual property and protect it. 

 
Buchsbaum: Okay. 
 
Wheeler:  But there can be no assurances that this will withstand the 

test of time. 
 
Boehm:  That is exactly it. And you never want even when it issues. 

You will get a good comfort level when you have a US patent 
issued in your hands.  

 
Bernstein: Why? 
 
Boehm:  Because you’ve had an examination.  
 
Buchsbaum: Because you’ve got some review. 
 
Boehm:  Because you have a presumption of validity. 
 
Bernstein: That’s why I’d like to get that first one corrected because 

that’s the first one that’s going to be examined. 
 
Boehm:  No, we’ve got one...oh, yeah, it is. It’s the US. 
 
Bernstein: And therefore I want that to be approved. The investors are going 

to say... 
 
Buchsbaum:  The first one that we’re going to be issued will be issued 

in May. 
 
Bernstein: And the investors are going to say what happened to patent one. 
 



 39

Boehm:  3/10 of 2000 was when it was filed. Typically a 
year...they’ll get around to it within a year. Maybe it’ll 
issue in. 18 months to two years 

 
Buchsbaum: From right now or from then? 
 
Boehm:  From 3/10. 
 
Bernstein: What is the process speed up? If you can show... 
 
Boehm:  If you can show somebody’s infringing, you can have an 

expedited examination; but that doesn’t always buy you much 
time, and you really have to get into the patent office the 
first time, and I’m not sure we can do that. 

 
Wheeler:  Wouldn’t a good example of one way be that Apple had really 

great patents, and Microsoft was still able to come in and 
duplicate it, even though everyone knows they violated the 
hell out of the patent of Apple. 

 
Boehm:  Um, hum.  
 
Wheeler:  So I mean you could have a good patent and it could still 

go down the tubes. But another one I’m thinking of that did 
stand up was Polaroid had patents and Kodak tried to come 
in and do everything to distinguish, and wasn’t able to and 
got clobbered, right? And there’s probably a lot of every 
variation in between.  

 
Boehm:  Yeah.  Wheeler: [Not in transcript this is strange here]  
 
Wheeler:  Are those the two extremes? 
 
Boehm:  Yeah,  
 
Wheeler:  those would be the two extremes. 
 
Utley:  Especially when it comes to method patents and software 

patents.  
 
   
Wheeler:  Yeah, what was the first thing that Brian 
 
Boehm:  ...and the more patents you have, the less chances. It’s 

like putting out mine fields...less chances people to get 
around you. But if the original concept is broad enough and 
claimed right, Yeah, we can be okay.  

 
Boehm:  But what, the test - I guess what you’re asking for is when 

we have that first claim promised, probably within two 
years of when you filed, which is March 10, 2000, I would 
probably say  

 
Utley  Doug come back, close it out again.  
<Inaudible comment.> 
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Boehm:  There were two points. One was the PCT and I got that in 
correct. 

 
Buchsbaum: Right. 
 
Boehm:  The second point was everybody was saying you don’t destroy 

documents. Lawyers do destroy documents; and in the patent 
realm, it is common practice to get rid of all of our 
attorney notes, but it depends on what the practice is in 
your law firm and your corporation. Most patent attorneys 
who use this practice that I’ve seen, it happens after it 
issues. You never do it before. I don’t even like to do it 
then. I like to do it after all the... 

 
Bernstein: I don’t even understand why you’re destroying it. If you’ve got 

nothing to hide and everything’s on the up-and-up. 
 
Boehm:  But throw in the concept that I’m leaving the law firm. 

Let’s say I’m leaving the law firm, my notes, who’s going 
to follow up and destroy my notes to benefit you, because I 
do want them six months from now. Maybe that’s what he’s 
doing. 

 
Wheeler:  Yeah, he could have done it to protect you. He didn’t want 

them around in the other office. 
 
Bernstein: I don’t know. I don’t know. I don’t even know if he knew he was 

leaving then. 
 
Boehm:  Now it’s intentional! 
 
Utley:  But I want to comeback were going to file PCT and US on the 

new one. We’re going to wait for the old one to get kicked 
back; and when it gets kicked back by the examiners, we’ll 
then determine how we want to amend it. Is that what you 
said? 

 
Boehm:  No, I want to say something on that again. I think if you 

want a patent to pop quickly—if that’s the goal, which 
sounds like it’s a good goal—then, no, I think we should 
amend the claims with a preliminary amendment before the 
examination. 

 
Utley:  A preliminary amendment? 
 
Boehm:  A preliminary amendment. 
 
Bernstein: Encompassing everything we can throw in there? 
 
Boehm:  Yeah, whatever support there is. But a preliminary 

amendment on whatever it is on the... 
 
Bernstein: So we’re going back to the original  
 
Boehm:  So I’ll fix the 119 case yeah 
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Bernstein: March 3, 2000, to encompass what we’ve embraced. 
 
Utley:  When will you be in a position to recommend what that 

amendment will look like? 
 
Bernstein: It should look a lot like the one we just did. 
 
Boehm:  Yeah, that’s... 
 
Bernstein: That’s my guess. 
 
Utley:  When will you be in a position to... 
 
Boehm:  I’d have to...a few days... 
 
Utley:  About a week or so? 
 
Boehm:  Oh, Yeah, within a week, sure.  
 
Bernstein: Okay. That’s good.  
 
<End of meeting.> 
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Bernstein: Patent meeting. 
 
Utley:  ...all [it?] is is a set-top box doing that same function. It acts as a scan 

converter so that you can display on a raster display device as a pixel-
based image. 

 
Bernstein Armstrong: Okay. I wanted to start out by just making that comment because I think as 

we go through this, we just need to be sensitive to how it’s stated so 
that in certain areas we make sure that it’s stated in the way that Brian 
just indicated. 

 
Boehm:  Let’s talk about that a little bit more up front here. Brian, can you give 

me...when you say a display is displayed as a raster, not pixels, a TV 
display versus a monitor? Or both? 

 
Utley:  Both. They operate at different frequencies, they have different scanned 

characteristics; but basically, they are quite similar. In fact, the very 
early monitors were TV screens. 

 
Boehm:  The reason we focused on pixels is because we needed to draw a line in the sand 

where we said something went [eeky]. 
 
Utley:  The technology is pixel based. There isn’t any question about that. 
 
Boehm:  He’s right. I mean, pixels, schmixels. Is there any other way to draw that line in 

the sand and just use pixels as one embodiment; and is there a way to 
define the way you would pre-pack an image when it’s going to be displayed 
on a display in terms of raster? Or anything else that you can think of. 
What we’re doing is pre-packing sufficient information so that no two 
picture elements, whatever the heck they are, are displaying the same 
piece of information. Right? 

 
Utley:  Right. Of course, the trap is as soon as you get into the digital world, you are 

basically in a bit image format unless you use a more complex method which 
basically is you describe... 

 
Boehm:  Which is vector based, you mean? 
 
Utley:  Which is vector based where you describe line segments as vectors, but that’s 

very, very, very much more complex and it does not lend itself at all to 
this kind of imagery that we’re dealing with here. It just doesn’t work. 

 
Boehm:  And it wouldn’t pixelate, obviously, when you magnify it. 
 
Utley:  We’d have other problems.  
 
Boehm:  But you’d have other problems, right. But we’re not worried about covering vector-

based systems in this invention right now. 
 
Bernstein: But should we limit ourselves...but we don’t limit ourselves, either, do we? 
 
Boehm:  I’m thinking that a court could hold that you are, yeah, because we’re talking 

pixels all over the place. We’ve defined some of the claims in terms of 
how to draw that line in the sand in terms of number of pixels versus 
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what’s displayed versus what’s pre-packed in; and maybe the whole string 
of claims wouldn’t make sense unless you were talking in terms of pixels 
or picture elements. Maybe we don’t have the word “pixel” in every claim, 
but my point is that... 

 
Armstrong Bernstein: Is there any way to do it vector based? 
 
Boehm:  Yeah, there are generic ways...we’ll, I’m not sure you want to do it vector based 

because now we can’t draw the line in the sand. 
 
Bernstein: Okay. I was thinking a separate filing if there was a way. 
 
Boehm:  Yeah, but I’m thinking of...you brought up a good point. We’re thinking pixels or 

a digitized image. Technically, a photograph is grains.  
 
Utley:  Right.  
 
Boehm:  Is there a grain-based quality factor that we can tap onto? 
 
Utley:  No, not really. I think the closest...the part of that that [varies] is when you 

do the enlargement of the source photo image. 
 
Boehm:  Maybe we should talk data elements. Is there a... 
 
Bernstein: That’s the word I liked versus this...value data, additional data. 
 
Boehm:  But this is not...in the product, there is a big difference.  
 
Utley:  But because there’s a big [batch] of formulas, you can’t...<unclear; everyone 

talking at once.> 
 
Bernstein: I understand that, I understand that. 
 
Armstrong: But we could use data elements with pixels being an exemplary method for using 

data elements...here’s one example of a data element, it’s a pixel.  
 
Boehm:  The problem with that, though, is somebody could find a piece of Prior Art that 

uses the data for vector based. 
 
Bernstein: Oh, [then we are beat] on vector base? 
 
Boehm:  No, if it’s Prior Art...if it’s done ten years ago...vector based...and you’re 

saying in your spec that your claim language data elements cover is broad 
enough to cover pixel, vector based, and everything. Your claim now reads 
on the Prior Art, and your patent would be invalid. It could be 
interpreted that way. 

 
Bernstein: Brian, were we ever able to do it vector based?  
 
Utley:  Well, there are certain things which you can do vector based.  
 
Bernstein: That you can’t do pixel based? 
 
Utley:  That you can do pixel based as well as vector based.  
 
Bernstein: So we’ve got to be careful that they can’t cross that same line. 
 
Utley:  Certain kind of graphics are done in vector based. For instance, AUTOCAD works on 

a vector-based system. CAD programs are typically vector based.  
 
Boehm:  Does the concept of your invention, of pre-packing the number of picture elements 

so you can zoom it and pan it, does that have anything to do with vector-
based systems? 

 
Armstrong Utley: No. 
 
Utley:  I think, Doug, it really doesn’t. Vector-based systems don’t play here, and I 

don’t think the data elements buy you a thing. 
 
Boehm:  I think it could buy you trouble.  



 3

 
Bernstein: Okay. 
 
Boehm:  A good point in trying to broaden it, and we’ll keep that in mind... 
 
Bernstein: My question is, so does this cover if you could do it on a TV for a set-top box? 
 
Boehm:  I thought it did until... 
 
Bernstein: That’s what I was after. I didn’t know if a pixel was involved in a TV. 
 
Utley:  Not in a direct sense. 
 
Bernstein: In the display sense, though? 
 
Utley:  No.  
 
Bernstein: Because we make a distinction between... 
 
Armstrong: <Inaudible comment.> 
 
Utley:  But I told you that. But you do 
 
Bernstein: Then were covered 
 
Utley  Yeah...everything is carried up to a scane convertor which is simply a translation 

medium to translate from pixels into a raster. 
 
Bernstein: Gotcha. Okay.  
 
Utley:  So you can display all of that on a laptop, and then it’s direct mapping, pixel to 

pixel.  
 
Bernstein: Or you can convert it to whatever you want. 
 
Utley:  Right. That’s right. You can convert it to a NTSC or [PAL] or C-CAM or...HDTV 
 
Bernstein: Or any display. 
 
Bernstein: What about a game? What about a game are we set up to cover a game. 
 
Utley:  Yeah 
 
Armstrong: I think if we look through this, You said that it need’s to be... 
 
Utley:  Any kind of display device... 
 
Armstrong: In it’s invention, it’s a calculation based on pixels, and we just need to be 

careful that the way this is worded doesn’t preclude us from displaying it 
on a non-pixel-based system.  

 
Bernstein: And that’s what he just said. He said that... 
 
Armstrong: He said we’re converting the wordage here because we ran into it a number of 

times. As we all look at it together, let’s just be cognizant of that. 
 
Boehm:  Absolutely. When we go through, we’ll all keep an eye out for it. But when you say 

a non-pixel-based system is a raster system, I really don’t agree with 
that. A raster is derived from the picture elements, right? 

 
Bernstein: From the pixels. That’s what Brian just said.  
 
Boehm:  Yeah. 
 
Bernstein: So we can convert the pixels to any display medium we want. 
 
Boehm:  Yeah, but even if you look at the...when we get to some of the claims, when you 

look at the resolution of the monitors, they talk about pixels.  
Bernstein: Well, that’s what I’m concerned about a little bit.  
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Utley:  Because what they’re referencing when they talk about pixels on the monitor, 
they’re really referencing the scan buffer that scans it out to the 
monitor, and it’s not a representation inherently within the monitor 
itself.  

 
Boehm:  Oh, okay. 
 
Utley:  The monitor has no pixels. But the monitor has a [shatter vast] which, depending 

on the monitor technology, whether it’s a Sony or a non-Sony—a Sony has an 
aperture grill—but they have a three-color dot matrix which has no direct 
connection with a bitmap. 

 
Boehm:  Oh, really? No association to the pixel elements coming in? 
 
Utley:  No, none whatsoever. A standard TV tube...a 17" TV tube has a dot-spacing at a 

[4.?] [4.?] inches, and a good display tube has got a lot of the diodes at 
.26, .27, .28 at the higher resolution, but it’s where it’s visually 
higher resolution, not necessarily what your scan buffer has.  

 
Boehm:  You don’t turn the screen...the gun on and off for each pixel. 
 
Utley:  Right. It’s a continuous beam scan, and you’re modulating the beam. 
 
Boehm:  So I think the best we can do is keep that in mind when we talk about the language 

to converting this over to television display stuff[   ]. 
 
Utley:  Yeah, on this page I did have an additional comment. On line 18 and 19, where it 

talks about ideal image quality requiring a minimum bandwidth for 
transmission. All I was saying here is instead of a limited bandwidth, it 
works regardless of the bandwidth, but it has less demand on bandwidth.  

 
Boehm:  Okay. 
 
Bernstein: Let me ask you this. Let’s say [Take bandwidth out of the equation and just say 

you play our image off your hard drive. It’s still cool, so it has all the 
features we’re patenting. Why do I even care about a limited bandwidth? 
Why do I care that that statement be there at all?  

 
Boehm:  Do you have any knowledge...I mean, ... 
 
Bernstein: No, I have no knowledge that in Prior Art you can pull off your hard drive any 

differently. People did not say to me, “oh, what you did is cool because 
you can play it over a network.” They said, “it’s cool, so I’m gonna play 
it off my hard drive.” And by the way, in the end, the file is on your 
hard drive. Even if you had a 2400-baud modem, the only difference is you 
have to wait 11 minutes to get the cool image. The coolness did not 
decrease by the time it took to download the image. 

 
Boehm:  Okay, again, we’ll keep that in mind. I believe it’s covered when we claim the 

digital image file because I don’t think the digital image file claims 
pertain to a network. Let me... 

 
Bernstein: None of it should pertain to a network really. It’s an added benefit that we’re 

able to transmit these rich pictures over a limited bandwidth network, but 
it is nothing even close to dependent or part of the coolness of the 
invention.  

 
Boehm:  Can I take a counter-position, Eliot?  
 
Bernstein: Sure. 
 
Boehm:  The reason that you’d want...first of all, you have to describe the best mode of 

your invention. There’s no question we have to leave network in there.  
 
Bernstein: That’s fine. Okay. 
 
Boehm:  And the more stuff you leave in there, the better it is for us.  
 
Bernstein: As long as we’re not limited to it. 
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Boehm:  The claims are what defines what’s limited, but again, if we are so broad brush 
in...the claims are interpreted in the language in this... 

 
Bernstein: Well, don’t be broad here. If you want to be broad, it can be your hard drive or 

it could be over a network, it doesn’t matter. 
Boehm:  Right. The problem would be if the digital file that we’re claiming in some claim 

#29 or whatever, if the wording of that claim says “uploading”...no, it 
says “transferring data,” and that would mean over an Internet, and in the 
spec we come back and say that means over the Internet or... 

 
Bernstein: ..or your hard drive, yes, I agree. That’s why I put in some places upload, 

download. I don’t care what you call it, don’t limit as to download what I 
see in some places.  

 
Boehm:  Okay, that patent issue is three years down the road you sue your closest 

competitor. They had a guy that just came out of the print industry, and 
they have been downloading images in print off of hard drives for photo-
processing applications for the past twenty years. He comes out with one 
article. Your claim directly reads on it because it’s off the hard drive 
now because you have interpreted that claim to mean off a network. Your 
claim is dead. 

 
Bernstein: No, but that’s not... 
 
Boehm:  Then you run to claim two, which is dependent on one, which is going to say, by 

the way, it’s over a network. 
 
Bernstein: But it doesn’t have to be. 
 
Boehm:  Claim two will have to say that, yeah, because otherwise your patent will fall, 

Eliot. 
 
Bernstein: Why? 
 
Boehm:  What? 
 
Bernstein: What my question is... 
 
Boehm:  Why will it fall? 
 
Bernstein: Let’s stick to the invention. 
 
Utley:  What he’s saying is...let me see if I can...claim one is as broad as possible. 

Now, if something happens to lay[ ] on claim one in the Prior Art, you 
bypass that by going to claim two, which reads on claim one, which further 
defines claim one, which takes you out of the concept situation and into 
[cleaner].  

 
Boehm:  Right. You’ve narrowed the scope of your part of this technology world—the part 

that’s protected—but you want to make sure that part is over what your 
business is. 

 
Bernstein: Well, my business is...you see, my business doesn’t need to involve a network. I 

could send somebody a CD of their hotel properties, like Hyatt, and say, 
“Here, you still have all the cool effects of my digital imaging 
products...” 

 
Utley:  But claim one doesn’t say anything about networks. 
 
Bernstein: Okay. That’s all I’m saying, Brian. As long as you’re not limiting me to a 

network. 
 
Utley:  Claim one doesn’t. We used that deliberately. 
 
Bernstein: Okay. 
 
Utley:  I’m going to talk about that again when we get to the claims.  
 
Boehm:  Let’s talk about that when we get there, but again, my point is is you’ve got to 

be careful about what you say in the spec because the way claims are 
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interpreted is by referring to the spec. When you say “providing a digital 
image file,” that doesn’t mean much in the claim. The guy’s going to go 
read the spec, see how you did it, look at your figures, and that’s how 
this language is going to be interpreted. There’s no broad brush back 
there. And you say, “oh, well it means everything,” now claim one means 
everything, it reads on all the old prior art. 

 
Bernstein: But it does, Doug, mean the hard drive, the CD... 
 
Armstrong: Let me suggest something else. Let me suggest that what we’re really saying, 

whether it’s over a network or off the hard drive, is that the unique 
nature of our process results in high-quality images at low-file size, and 
so whether that low-file size... 

 
Utley:  <Inaudible comment.> 
 
Boehm:  Well, it’s not file size. 
Armstrong: Right. It could be huge files.  
 
Bernstein: It could be huge files... 
 
Armstrong: Hold on. Isn’t it true that it is a low-file size given the amount of information 

that you’re able to draw from it? 
 
Bernstein: No, it’s the large-file size. It’s the opposite. You gave them more data. The file 

size is not relevant, nor is the bandwidth. That is a must-understand. 
This idea is cool whether it’s played off your hard drive, played off the 
CD, played off the tape back-up, whatever you want to call it, over a 
network...whether you Fed-ex, this, Doug, because its the same effect 
whether you send it over the Internet, and that effect is the same as if 
it is a 2400-baud modem receiving it or a super-high-speed, as if the only 
difference between Fed-ex and the Pony Express is three days’ wait, but 
you still are going to have this same package. 

 
Utley:  Right. But what you want to do in your claim is make sure that you’re not... 
 
Bernstein: Limited. 
 
Utley:  No, make sure that you haven’t stated your claim so broadly that what is over here 

excludes your ability to claim over here. So you parse the claims, one 
very broadly, and then you keep narrowing it down so that if something 
happened over here, you’ve got...the network delivers it to you. 

 
Bernstein: Okay. And if you’re saying that limited bandwidth isn’t in claim one, then we 

don’t care. 
 
Utley:  Right. 
 
Bernstein: But I just wonder why it needs to be here other than to describe what we did. You 

don’t, by the way, need a network to describe what we did.  
 
Utley:  So we can strike network. We don’t have to. 
 
Boehm:  Well, we’re not striking it. We can take it from the claims when we get there, but 

I’ve got to leave it in as your preferred embodiment. That’s important.  
Utley:  Right. We’re on page one. 
 
Bernstein: Why? Let me ask you why. 
 
Boehm:  Okay, there’s something called the best mode... 
 
Bernstein: Okay, let me explain that to you because I do understand that. The best mode of 

this invention stops as soon as you have the image, whether you ever sent 
it or not, or played it on your computer for that matter. 

 
Boehm:  Okay, Eliot, I don’t think you would want to stick to that statement. You’re 

saying right now that your invention is so bloody broad that if somebody 
had done this before on CDs but never done it on the Internet, and we can 
go sue them because they’re now doing it on the Internet and your claim is 
valid, and when you interpret your claim to read “on the Internet,” and 
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that’s all you ever care about, but now we’re going to get you up on 
the... 

 
Bernstein: That’s not all I ever care about.  
 
Boehm:  You care about stopping your competitors. 
 
Bernstein: No, but I care about putting it on CDs and all those kind of things or using it 

for any other application. That’s the key here, Doug...the file creation—
the concept, the invention—stops before it ever hits the network. 

 
Armstrong: What Eliot’s really saying is that our invention does not include a delivery 

system.  
 
Boehm:  Right. So in one embodiment, it would. If you wanted to put a picture claim on 

your business, it’s going to be one of our claims that includes a network, 
that includes pixels, that includes...I want a pixel claim... 

 
Bernstein: That can include. 
 
Boehm:  Pardon? 
 
Bernstein: That can include as one of the methods of delivery, but the delivery method could 

be a network, a hard drive, a CD-ROM, etc. As long as you cover all that, 
I’m fine.  

 
Boehm:  Okay, what I think we’re arguing about is the mine field. You want a claim that’s 

broad enough that if it gets blown away, okay it gets blown away; but I 
want a claim that’s narrow enough that there’s a less chance of it being 
blown away by Prior Art sneaking out of the woodwork because we’re not 
experts in this field like Chris Taylor or something that could say, “Oh, 
you can’t do that...here’s a reference.” That’s why I’m a little... 

 
Bernstein: Can’t we say that that’s an added benefit of what we’ve done? I mean, I don’t want 

to be confined to a network, that’s for certain. 
 
Utley:  You’re not. 
 
Boehm:  Okay. In one claim, you’re not; in another claim, I want you to be. 
 
Bernstein: Okay, that’s great. That’s what I’m saying. AS long as you’ve got me covered on 

CDs or DVDs—somewhere in the future—that’s fine.  
 
Boehm:  Okay.  
 
Bernstein: Um, page 1. 
 
Utley:  In fact...I just want to cap this conversation. When you go through the 

methodology of the creation of the image and the display of the image and 
the formulas, there’s nothing about a network. 

 
Bernstein: Nothing. 
 
Utley:  Okay. So all of that gives you total freedom to claim wherever you want to place 

that...whatever environment you want to place that. I did have a thought, 
Doug, on the display and a way to kind of be a little bit more embracing. 

 
Boehm:  Than pixel based you mean? 
 
Utley:  Yeah, instead of saying display monitor, we just say display system, and display 

system can be defined as anything with a visual user interface, be it a TV 
or... 

 
Boehm:  That sounds...where is that?  
 
Utley:  Page 2, line 6, is the first one. It says “display monitor.” If we just say 

“display system” wherever we have “display monitor”... 
 
Boehm:  Okay, not everywhere. This is the background. We’re not really talking about our 

invention yet. The first time we talk about display is describing figure 
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1, which is element 3, is the display, so that’s where we’ll stick in it’s 
the display...just the word “display.”  

 
Utley:  Okay.  
 
Bernstein: Yeah, system. Right.  
 
Boehm:  So, let’s hold that in abeyance.  
 
Bernstein: I had a comment on line 15: “Improved resolution for zooming and/or panning within 

a single image.”  
 
Boehm:  This is the field of the invention. That’s fine if you want to say that. All this 

paragraph does is points the examiner in the right art for the search. 
 
Bernstein: Okay, and I would just clarify, too, on that, it’s a single image, not a bunch 

image—the zooming and everything. This is one file that has all these 
attributes.  

 
Boehm:  Right. So it’s “and...” 
 
Bernstein: It can be additional files added into it, but those files retain the single image. 
 
Utley:  As long as it’s understood that a single image embraces fixed images. 
 
Boehm:  How about a single window? 
 
Bernstein: How about a single file? 
 
Armstrong: That’s probably good. 
 
Bernstein: That’s the right terminology. 
 
Armstrong: Line 22 seems to me to be an incomplete sentence.  
 
Utley:  It is. 
 
Armstrong: It should say, “It is known that one can view a digital image on a display.” 
 
Utley:  That’s what we talked about yesterday, Doug. 
 
Boehm:  Yeah.  
 
Utley:  And you had terminology for that.  
 
Boehm:  Yeah, let me find that. I know I do, but apparently it’s not that handy where did 

it go. Yeah, here. We’re talking about in the Prior Art it is known. 
 
Utley:  Right. 
 
Boehm:  And that’s the concept. I can fix that sentence by saying... 
 
Bernstein: That “one can” instead of “two.” 
 
Boehm:  <Speaking as he writes.> “It is known that one can view a digital image on the 

display screen...” 
 
Bernstein: In other words, it is known in Prior Art or whatever. 
 
Boehm:  How about “It is previously known that...”? 
 
Bernstein: Yeah. 
 
Boehm:  Okay. “It is known.” 
 
Armstrong: “It is known.” Period. Previously or now. “It is known that one can view...” 
 
Boehm:  “...one can view a digital image...” and get rid of two...”and zoom and pan within 

that image.” Right? 
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Utley:  Uh, huh. 
 
Boehm:  Boy, at this rate this is going to be a long conversation. 
 
Bernstein: Yeah, it is because we go now to the next page, too, thank God, and where it’s 

circled pixels, let’s just be clear. 
 
Boehm:  I’m sorry, I’ve got to back up. “The limited bandwidth network,” how are we 

changing that?  
Utley:  We’re going to remove that. 
 
Boehm:  We’re going to get rid of what? 
 
Bernstein: Well, you don’t need it.  
 
Armstrong: Delivered through its display system. “The viewer desires ideal image quality 

delivered to his display system.” 
 
Boehm:  Okay. 
 
Utley:  And then you can go on. “In a network environment...” 
 
Bernstein: This is even more... 
 
Utley:  Right. And then you say, “In the network environment, it’s important to transfer 

an [idea or image] in a reasonable amount of time.” 
 
Bernstein: There you go. That covers everything. Okay, so we go to pixels and pixelization 

terms, and my question is, and Brian will help me here, when you’re 
looking at the screen and you zoom, are you seeing pixels? 

 
Utley:  You are seeing pixels.  
 
Bernstein: But the screen has no pixels.  
 
Utley:  No, but pixels are mapped into a raster-based generation; but yes, there are 

pixels.  
 
Bernstein: Okay. 
 
Utley:  You see pixels.  
 
Bernstein: Okay. You do? 
 
Bernstein:  Yes. There’s no pixels but yet you see them? 
 
Utley:  It’s not a pixel-based medium, but the raster presents pixels.  
 
Bernstein: And it presents them distorted? 
 
Utley:  It will present them distorted. 
 
Bernstein: Once you magnify them?  
 
Bernstein: Okay. 
 
Utley:  It may take more than one raster to represent a pixel. In other words, a pixel is 

a composite. If it’s a very large pixel, it’ll take several raster scans 
to create a pixel.  

 
Bernstein: But you will still see... 
 
Utley:  To see a pixel. 
 
Bernstein: And then when you blow it up, you’ll still see a distorted... 
 
Utley:  Right. 
 
Bernstein: Okay. 
 



 10

Armstrong: This is the first opportunity where if we wanted to, we could say, in line 3, 
“...in which the pixels comma (data elements) comprising the image”... 

 
Bernstein: We can’t. 
 
Utley:  We don’t want data elements, we don’t want data elements. 
 
Bernstein: Because do you see what’s happening? You still are drawing off a pixel base. 
 
Boehm:  Pixel, and then this is goofy because in the next paragraph, we define what a 

pixel is. We’re defining pixelation first, and then next we’re defining 
pixel. Why don’t we not define pixel up above...oh, yeah, I have to. “In 
which the pixels, i.e. picture elements...” How’s that? 

 
Bernstein: Yeah. 
 
Boehm:  In other words, everybody knows what a pixel is, but we’re just throwing it... 
 
Utley:  It’s a picture element. 
 
Bernstein: Okay, that’s fine.  
 
Boehm:  “Pixels, i.e., picture elements.” 
 
Bernstein: Right. That might even cover us in other space that we don’t even know yet. Okay. 

Go to page 3... 
 
Utley:  On line 6, this is an opportunity to introduce the notion of a display system 

instead of a display monitor. 
 
Boehm:  It is... 
 
Utley:  Is that a problem to you?  
 
Boehm:  It depends on where we have to go with it, Brian. Where do you see us going? Do we 

need the differences defined later? 
 
Bernstein: You could be very accurate here, Doug, because when this was invented, I ran my 

computer slash my TV at times. So it was through both displays. Remember, 
Brian? I brought you over. So I’ve always been running through a scan 
converter, my TV. 

 
Boehm:  So where do you want to go with this, Brian? 
 
Utley:  I just want to say “display system,” and the reason I say that is because if you 

say display system, you integrate into the description the scan converter. 
If you say “display monitor” itself, a display monitor does not contain 
the scan converter. That’s generally housed outside in a set-top box or in 
the computer hardware itself. 

 
Boehm:  Okay, I agree with you that you want to make that distinction; but do we want to 

make that distinction? We’re still in the [background]. We’re describing 
somebody else’s, not ours yet. 

 
Utley:  Yeah, you tell us where you think the best place is to put it, Doug. 
 
Boehm:  Well, I definitely want to put it when we first represent what display 30 is. 
 
Utley:  Okay. 
 
Boehm:  What I don’t know if... 
 
Bernstein: Okay. By the way, here it’s true, too, [what he says]. Brian’s saying... 
 
Boehm:  It really is. 
 
Bernstein: Yeah. In Prior Art, if you play that on your TV, it’s still pixelated. It didn’t 

matter if it’s a monitor or TV. So Prior Art, no matter how you played it, 
did that, and that’s good to say.  
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Boehm:  In the background here, it’s not important. What we do in the background is try 
and set up that the strawman of the Prior Art had these problems, and then 
you knock them down with your invention. So whether you set him up with 
the display or display system and you knock him down, he’ll fall just as 
hard. I don’t think that’s going to make a big. 

 
Utley:  That’s not a big deal here. 
 
Bernstein: But it has to come somewhere in here.  
 
Boehm:  What if we’re making some stupid statement here. Let me read those paragraphs to 

you real slow here, and then let’s make a call on it because; or if this 
is a good opportunity where we have to figure out the difference between a 
raster and pixel-based system or scanning lines or anything, if we have to 
make that...if we have to educate the people in order to interpret the 
claims later, then now is as good a time to educate them as far as what’s 
the background. I don’t think we need to do that. 

 
Armstrong: I personally feel that if we’re going to be later using display system to define 

more broadly how we display things, we might as well refer to Prior Art in 
the same way since it does include it.  

 
Bernstein: It doesn’t hurt. It can’t hurt because all it’s saying is that Prior Art, no 

matter what system you played on. Here what you’re saying is Prior Art, 
when you play it on a monitor. 

 
Boehm:  I guess just from experience, there’s really no right or wrong answer on this, 

guys; but just from experience, I would tend to disagree with you. 
Whenever I define a term that I care about, I always define it in the 
spec, especially if it’s not a normal, common, everyday-type term that you 
want to talk about in the background because when you’re saying that it’s 
the same in the Prior Art as it is in your invention, you say that today 
and you may want to argue that today, but maybe you want to change your 
mind tomorrow; and when the litigators litigate this, they’re going to 
wish like hell you never said that it was the same in the Prior Art.  

Bernstein: Okay. 
 
Boehm:  You can point to your spec and say, “voila!”... 
 
Bernstein: And say we were working on our TV... 
 
Boehm:  ...our display system, and it’s defined as such. 
 
Bernstein: That’s fair. 
 
Boehm:  And you can’t go back to the Prior Art to define it. 
 
Bernstein: Okay. 
 
Boehm:  So there’s legal ways of doing it. 
 
Bernstein: Okay, so let’s see where we insert that correctly. 
 
Boehm:  Yeah, I think it’ll be later when we’re talking about element 30 when he defines 

the blocks of the system. Let’s see... 
 
Utley:  On line 14, where you say “represented as a triple...” 
 
Boehm:  Yeah? 
 
Utley:  I think the correct word is “triplet.” 
 
Boehm:  Okay, Steve pulled this from something on the Internet, so if you say “triplet,” 

that is right, yeah. Triplet. Good catch. It took five of us to catch 
that! <Reading out loud to himself...> Here’s the bandwidth.  

 
Bernstein: Yeah, “...thereby speeding the transmission.” Now that is true, but it’s not 

necessary. 
 
Boehm:  “...decrease the file size...” No, he’s got it right here, right? 
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Bernstein: Well, “...this results in a small source image file size,” period.  
 
Boehm:  No. The whole sentence says “plus the teaching in the art...” 
 
Bernstein: Okay, okay, yeah. That’s right. 
 
Boehm:  No background. We’re still setting up the strawman to knock him down. 
 
Bernstein: Gotcha, but we don’t need a network or Internet.  
 
Utley:  We’re not talking about us–we’re talking about the other guys. 
 
Boehm:  Yeah, Prior Art, and they were compressing the hell out of it and moving 

information because they knew they had to go through this limited... 
 
Bernstein: No, but let me ask you this. Let’s say you just set it up on your computer—you 

never put it on a network, I’ll just give you the same argument—you wanted 
to display your family photos on your own display system. You built a 
frame, you put a picture, matched the size to the frame; and voila! It’s 
on your system, you can’t do anything with it. You can’t zoom. You haven’t 
communicated it over a network; you haven’t sent it to anybody...but you 
still can’t zoom on it.  

 
Boehm:  But you still can zoom and pan, you mean? 
 
Bernstein: You still can’t.  
 
Boehm:  Oh, you still cannot? 
 
Bernstein: No, because you built the frame wrong. 
 
Boehm:  Oh! Okay, okay. 
 
Bernstein: So I mean you built the image to target wrong. 
 
Boehm:  Oh, I see what you’re saying. 
 
Bernstein: Yeah. So it didn’t matter if you transmitted over any network.  
 
Boehm:  Now this will get really hairy...how did you build it wrong? 
 
Bernstein: Well, because you only gave the frame the appropriate size as was necessary to 

fill the frame. 
 
Utley:  You designed the frame to the image. 
 
Boehm:  Yeah, so it doesn’t magnify at all? 
 
Utley:  Right. 
 
Bernstein: Right, whether you had a network involved or not. 
 
Boehm:  Okay, and if it’s a little bit bigger than the frame, you can still pan but not 

magnify—but not zoom. 
 
Bernstein: Right, but the teaching in the Prior Art would be to match the frame to the image. 
 
Boehm:  Okay. 
 
Bernstein: That’s how the world’s been working for a long time. 
 
Boehm:  I totally agree. Maybe we should throw that...does that say that here? 
 
Bernstein: Well, I guess there are a lot of places where we’re going to add it. 
 
Boehm:  Well, that’s a great line what you just said...”match the frame to the image.” 
 
Bernstein: You see, that’s going to become critical when you say that “two times 

magnification at least” because the truth is nobody built a picture 
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saying, “I’m going to give it a little more edge so I get a little more 
zoom.” That’s the difference. You built the picture...you had a frame 
size...you popped in their image to be that frame size...you created the 
image for that size. You didn’t say, “I’m going to give them an extra 
pixel so they can zoom a little,” or an extra pixel or two, or two times. 
So one drop, one pixel more than is required, is the new out. 

 
Utley:  Well, the only thing we have to be careful about is that there are applications 

that allow you to create an image which is larger than your viewing window 
and operate on an image which is larger than your viewing window. What’s 
different is that that image, when you see it in the viewing window, what 
you’re looking at is the image as it is intended, you’re not looking at a 
compressed form of the image—by compressed, I mean a scaled form of the 
image—so that... 

 
Boehm:  Or it sits in the frame. 
 
Utley:  Right. So it’s not sized to the window, it’s sized to the system frame, whatever 

the application is, but it doesn’t allow you to zoom into the image which 
will all you to avoid pixelation. 

 
Boehm:  Right, and I [ ] when we had Chris Taylor say he had done years ago on his 

website...you can look at his website, by the way—msoe.edu—and Dr. Chris 
Taylor has his own link to his own personal web page, and he... 

 
Bernstein: Where is it? 
 
Armstrong: msoe.edu. 
 
Boehm:  msoe.edu, and Dr. Chris Taylor is his name, and it’ll have a subdirectory for him. 

Then on his subdirectory, it’ll say, “Go see images from my own website,” 
and then he has his own personal thing; and in that, he has pictures of 
stuff. And he says those pictures, which were done way before you guys—
when he first got here to Milwaukee, I guess is what he said—but he said 
that there are more pixels there than are needed, and that’s just the way 
it just happened to come out. There was no intent to do it one way or the 
other way—he didn’t intentionally match the frame size to the image—that’s 
what happened when he did it. But he’s not providing scanning and zooming, 
and... 

 
Bernstein: Well, that’s the difference. 
 
Boehm:  And, but he is not providing more than two times the pixels.  
 
Bernstein: Well, that doesn’t matter [ ] because really we’re just saying that our art is 

based on the fact that we’re providing extra data that allows, whether 
it’s one pixel or not. One pixel might give you a zoom factor of .00004... 

 
Boehm:  I see what you’re saying... 
 
Bernstein: So why should be ever limit...the object of the invention is to create zoom by 

giving more data. 
 
Boehm:  Right. Can you zoom, Brian, without going twice the number of pixels?  
 
Utley:  Sure. Well, you can zoom to...what you’re saying is you have a target image which 

is 2x the window, or 2x the viewing image, and, yes, it can be anything 
over and above the size of the viewing image. It’s just a practical 
question of does it have any value... 

 
Boehm:  Right. 
 
Utley:  ...when they have such a limited... 
 
Boehm:  Magnification factor. 
 
Bernstein: But we don’t know into the future if it will. Somebody could get around us by 

getting it somehow under a 2, or, as a matter of fact, what if you only 
need 1.5? Why should we limit ourselves because that’s not what was 
created? 
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Boehm:  Okay. 
 
Bernstein: You know what I mean? We didn’t pencil it out and say two times is what we need to 

do this. 
 
Boehm:  That’s a good...we got that...Steve and I must have come up with that two times. 
 
Bernstein: We all came up with it just because the first button on your magnifying glass is 

two times. 
 
Boehm:  Okay. 
 
Bernstein: And we were thinking...here was our thinking...that you were able to click that 

button on a regular image, and you were still okay—a little fuzzy—but you 
hadn’t blown apart. So we were thinking anything beyond that. But actually 
as I re-thought that, I said that’s not the issue here. If you’re 
designing screen size to match frame size, it doesn’t matter if you give 
it one drop more. That adds to the zoom capability by some factor...that 
extra data. But one and half times. What if you only wanted...what if your 
client says “I’ve got a picture of my wife, and she’s ugly, so I only want 
a one and a half times magnification on her face.” 

 
Utley:  Okay, we all agree.  
 
Armstrong: Anything more than one times is the definition. 
 
Boehm:  And I think he’s got it in claim 1. He scratched out “at least twice” and put in 

“is greater than.” 
Bernstein: Right. 
 
Utley:  So the right way to say that is that the target image is larger than the viewing 

image, and you’ve said it. 
 
Boehm:  But just claiming that concept. 
 
Bernstein: Right. 
 
Boehm:  No...and providing zooming capability? 
 
Bernstein: Absolutely. 
 
Boehm:  Right. 
 
Utley:  Which is the way you have it worded in claim 1. 
 
Bernstein: I don’t care if you built the picture and your frame size was “x”, but that 

wouldn’t achieve anything that we thought was cool. That would just mean 
you have an oversize picture in a frame and you could move around by 
grabbing the picture. By the way, that brings me to what made us start 
thinking about this was your Adobe example. You are grabbing a larger 
image, but you’re moving it around kind of clumsily and it’s not achieving 
what we achieve. Do you follow? Because you’re just grabbing and kind of 
moving. As a matter of fact, there’s a technology that’s out... 

 
Boehm:  Yeah, but you can zoom, zoom, zoom in there. 
 
Bernstein: Yes, straight in, and then you’ve got to grab it. 
 
Boehm:  Yes. 
 
Bernstein: And move the larger image from that portion around. There’s a technology called 

[Zif X] out today that allows for something similar to that, but yet it’s 
very annoying that once you’re in, you’re in and have to grab and move 
around. It’s a much different effect and feel than what you get when you 
look at our images and grab and move around. You know what I mean? In our 
image, the whole thing is there pretty much. 

 
Armstrong: And this is a distinction that we begin to make on page three where the 

ability...our art allows you to, on a single image, once that image is 
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received by the system or displayed on the display system, it is complete. 
You’re able to zoom in and pan around on it, and there isn’t a requirement 
for the system to re-draw the image or any section of the image. 

 
Utley:  No, no, no, you can’t say that.  
 
Armstrong: Why? Let me first say what I’m saying, then we’ll take out the parts that are 

wrong. Then the difference between some of our competitors is that they 
require if you are to zoom into an image and look at that zoomed portion 
of the picture and then pan at that zoom level to another section of that 
image, that image needs to re-draw the new information in order for you to 
see it. 

 
Utley:  And that’s the trap because. In fact, the display system only buffers what is on 

the screen; and when you pan, you refresh the display buffer. 
 
Armstrong: Even in ours? 
 
Utley:  Yes. You have no control over that.  
 
Armstrong: But you have to because that’s how you get a new image.  
 
Utley:  That’s just the way the system works.  
 
Armstrong: Right, right. You can’t really do without what you’re seeing on the screen. You’ve 

got to redraw. 
 
Armstrong: Well, maybe this is the distinction for.. 
 
Boehm:  But you’re not grabbing a new file...you’re not grabbing more files. 
 
Armstrong: Right, and that’s what I was about to say. The distinction perhaps is for the 

delivery over a network, and that when it is delivered over a network, 
they require the transmission of additional data, whereas our data has 
already been received in its totality. 

 
Boehm:  Well, that’s the exact thing that the Yahoo! Map will do, right? You want to zoom 

into a map... 
 
Armstrong: Precisely. 
 
Boehm:  ...it grabs a new image, and there is the network. But what Eliot was saying 

earlier was well why not make the network the link to your hard drive.  
 
Bernstein: Right, it is.  
 
Boehm:  So then do you have to go get more information off the hard drive? That’s the 

question.  
 
Bernstein: Yeah. 
 
Utley:  No, be careful because in this day and age of virtual memory systems, there’s a 

big grey area between the RAM and hard drive. The system may put part of 
that image on the hard drive. 

 
Bernstein: It might put part in RAM; it might put half of it in the network. 
 
Utley:  That system can reside in several different places, and you don’t know it. The 

system is managing the resources. 
 
Boehm:  I agree. So we have to figure out how to define in broader terms, just put it in 

memory or, I don’t know, put it in sourced image storage. In other words, 
if a file comes over and gets lumped in Memory Means A, then it gets 
displayed to the display using however you want to do it, the question is, 
when you’re zooming, do you have to go back to Memory Means A, whether 
that Memory Means A is across a network or on your hard drive or in a 
different PIM. 

 
Bernstein: Or B, that’s right. And that’s a big difference, Brian. 
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Boehm:  Because now you’re getting real technical, and I don’t know that you’re not doing 
that. 

 
Utley:  The problem is that as you try to increase the precision of what you’re saying, 

you have to be very careful.  
 
Bernstein: Well, then we’ve got to take back “...one drawback of this type of system is that 

each zoom or pan operation requires the downloading...”—downloading is 
definitely the wrong word—“...of additional data over the network...”  

 
Armstrong: Line 8? 
Bernstein: Yeah. That’s all wrong.  
 
Boehm:  What page are we on? 
 
Bernstein: We’re on page 3, line 8: “One drawback of this type of system is that each zoom or 

pan operation requires the downloading of additional data over the network 
connection.” Well, that’s not exactly what we’re... 

 
Utley:  We’re talking about the art...the state-of-the-art now. We’re not talking about...  
 
Bernstein: Or mapping the travel? 
 
Utley:  We’re not talking about our system. 
 
Bernstein: Okay. Then that’s fine. 
 
Boehm:  That’s exactly what the advantage of this system is, isn’t it? 
 
Utley:  Yeah, exactly. It’s not designed to work that way. It’s designed to be an integral 

component of the displaying system.  
 
Boehm:  And also we’re talking about the Yahoo! Map. 
 
Bernstein: Once again, however, it’s not limited...Let me ask you this question because I 

don’t see networks at all, right? Let’s just look at the Yahoo! Map 
program.  

 
Armstrong: I’ve got it on CD ROM. 
 
Bernstein: No, no, that’s okay. I know what we’re doing. When you move, whether you move on a 

network or off the network, it grabs that image, and it’s different than 
what we look like. There’s a definite difference of how those two things 
work. Do you follow me, Doug? So it doesn’t matter whether it’s on your 
hard drive drawing the data, over a network drawing the data, what matters 
is that you perceive a difference between the way that the Yahoo! Map goes 
and grabs another closer section of the map and you’re stuck there. Now 
you can’t move back without going backwards to that other image or to the 
left to that other image or to the right to that other image. All these 
things are broken down into “other image” basically.  

 
Boehm:  Right, you’re getting another what you called the hotspot. These are all hotspots. 
 
Bernstein: Right. Which is that technically a new file? 
 
Boehm:  That’s a new file. 
 
Bernstein: Then maybe that’s our differentiation. 
 
Utley:  We have to be careful. 
 
Bernstein: Well, we don’t go from another file. 
 
Utley:  No, but they’re going to go... 
 
Bernstein: They may say that’s all in one file. Right. 
 
Utley:  So that would be... 
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Boehm:  I think that they are going for another file because whenever you click on another 
map... 

 
Bernstein: So Brian’s right. So what? Even if they were and there were 8 million files, we 

could combine it into one and call it one. But then if you just made what 
we do... 

 
Utley:  Uou really have to be very careful because you don’t know how they organized and 

structured that whole mapping system. 
 
Bernstein: You know what you do, Doug? You describe the optic. You say this is what you see 

with their system, and this is what you see with ours.  
 
Boehm:  That’s what we’re trying to do here. 
 
Bernstein: And let’s not let that get too complicated. Let’s what we’re trying to get 

explained out over time. 
 
Boehm:  You can’t. 
 
Bernstein: If somebody wants.... 
 
Boehm:  That’s the key. That’s what our frustration is as patent attorneys. We have to 

define your invention in the legal technical words. You can’t wave your 
hands at it. If you do, you won’t get a clean street of passage. 

 
Bernstein: You can’t say it looks prettier? 
Boehm:  It won’t be upheld in court. 
 
Bernstein: You can’t say it looks prettier, huh?  
 
Boehm:  No, you can’t. And that’s what I’m saying. I agree with you...I’d love to say, 

“When it looks like idea technology...” 
 
Bernstein: Well, explain to me what’s happening in my brain, then, on an electrical signal 

impulse, because there’s a definite perception definite between what I 
see, why I see it differently, and how it relates to what I do, which 
gives you a completely different spatial representation within an image 
because of the way that I’m manipulating data. See, I always looked at our 
technology—and maybe this stupidity might define something here—I always 
looked that when you take that big image of ours versus one technology 
where you could...let’s say we both have big pictures, okay? Let’s just 
say we both go with the big picture in a small viewing frame. One says you 
can move the frame or the picture and get a new image of that image, or 
you can go deeper on it by drawing another whole separate image, okay? 
Mine, I always looked at it is that it puts the frame in the center; and 
as you hit zoom, you’re sucking in data towards you that’s coming from the 
outside peripheral, not in separate little chunks and new images, but as 
one image, and it’s pulling it into like a vortex, so to speak, and giving 
you that new data to let you zoom or move. Follow me? 

 
Armstrong: Let me ask a clarifying question of Brian. When we transmit a file to a user, he 

gets the entire file into a .TMP file? 
 
Bernstein: No, it’s just hard drive.  
 
Armstrong: Right onto a hard drive. Now, as he manipulates the image on his screen...as I 

zoom to level one and then to level two or level three, or I pan within 
it, what sort of access to that file is made inside the computer, let’s 
say? 

 
Utley:  It varies. 
 
Armstrong: Okay, but there is regular access back and forth to data points within the file? 
 
Utley:  Yeah. Part of the picture may be residing on the file; part of it may be in active 

RAM. 
 
Bernstein: Doug? 
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Boehm:  Um, hum?  
 
<Utley and Armstrong continue their conversation in the background as Bernstein continues with 
Boehm.> 
 
Bernstein: Let me ask you to try and help me define something. Take a frame...take a small 

piece of paper and make a frame, okay? You ready? You got a square piece 
of paper? 

 
Boehm:  You want me to cut it? Yeah, I’ve got a sticky yellow pad here. 
 
Bernstein: Perfect. Use that on top of your patent application and put it in the center. In 

my thinking where I don’t understand that, when we do the Prior Art, when 
we take that frame and we want to see the upper-left corner—now remember, 
our piece of sticky is in the center—we now want to go to the upper-left 
corner, we’ve got to move the frame over the upper-left corner and now 
we’re seeing that part of the paper. 

 
Boehm:  Which means you’re moving the viewing window over a huge image. 
 
Bernstein: Right. Or, you’re moving the image to fit in the frame. 
 
Boehm:  Right. 
 
Bernstein: Okay. Now with mine, put that viewing window in the center again; and let’s say 

you want to zoom in or go to the...zoom in, what you’re really doing is 
sucking in this data, aren’t you? You’d be almost pulling through the 
paper through that frame. That’s why you have that attached. 

 
Boehm:  No, what you’re doing is you’re scaling the... 
 
Utley:  You’re scaling the total image.  
 
Boehm:  Yeah, the total image specifically or to fit a reduced frame. 
 
Utley:  But they’re leaving the image as it is. 
Bernstein: Ah, then there is a defining difference.  
 
Utley:  I know, that’s why you call it zooming. That’s why the invention is described the 

way it is. That’s why when I do all the pictures and show all those 
relationships, that’s why it’s designed...it’s laid out that way. 

 
Boehm:  Can we define our zooming in... 
 
Utley:  In fact, there’s a scaling... 
 
Boehm:  ...as a scaling mechanism? 
 
Utley:  ...viewing window. 
 
Bernstein: That’s the question...can you... 
 
Boehm:  Can we define our zooming as the scaling of the image to a different window, which 

is the normal way, I think, of zooming and scaling. I don’t think of... 
 
Utley:  The effect of zooming is to rescale the target image into the viewing window, or 

some portion of the target image. What you’re doing when you zoom in, 
you’re now scaling the complete target image to a portion of the target 
image, and then what you’re able to do is take that scaled portion and 
move it around to the entire image, but it’s at its given scale level. You 
don’t have to re-compute the for every portion of the image.  

 
Boehm:  Right. I think we’re fine with what we’re doing. I just think we’ve got 

to...there’s this topic 14, to be cognizant of as we go through this, to 
make sure that we distinguish our zooming from hotspot zooming by zooming 
by grabbing another file. 

 
Bernstein: Right. 
 
Boehm:  Our zooming is scaling. 
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Bernstein: It’s also by grabbing another file because it would be our view that that set of 

hotspots could be combined into a single file, and it definitely could be 
designed that way. I mean, I could write the file to be that.  

 
Utley:  But it would be another file? 
 
Bernstein: No. I could take all five hotspots and write them into one file. 
 
Utley:  So the [   ] will be in one file? 
 
Bernstein: Right. Exactly. 
 
Bernstein: So you’ve got to be very careful here of what the difference is. It’s such a 

minute, yet it’s such a profound difference what we do... 
 
Utley:  But it is another image.  
 
Bernstein: It is another...right. Not another file. That’s the difference, right. 
 
Boehm:  It’s another image?  
 
Utley:  Yes. 
 
Bernstein: Of course. A hotspot would be second shot of that image at a closer scale...at a 

closer view...but it could be combined in one file in the end, even though 
it’s two separate images. And the hotspot could drive right through it in 
that single file source.  

 
Boehm:  I’m thinking that if the mechanism for our zoom is to do the scaling kind of on 

the fly as you’re walking around, we never go grab for another file... 
 
Bernstein: Or we never... 
 
Boehm:  Hotspot or not—I don’t know how many you put in there—you see, what I’m worried 

about is, guys, don’t you have hotspoting on your website? 
 
Utley:  No, here’s what... 
 
Boehm:  Yeah, we’ve had them. 
 
Boehm:  You’ve had them, right.  
 
Bernstein: Yeah. 
 
Boehm:  And that concept of zooming is grabbing another image file. 
 
Bernstein: Well, but it has the same attributes as our current file, so it’s just grabbing 

another enhanced digital image.  
 
Utley:  It’s grabbing another image, and you don’t have to define it as a separate file. 

Just grabbing another image. Let me tell you what I think differentiates 
between one of these systems and what we have. We have, if you think of 
the target image as the user interface, we have an encapsulated image. It 
is an encapsulated image that is [   ] into a file that is transported as 
a an encapsulated object, and it is manipulated as an object, and you zoom 
into that object. It is an object whereas in a mapping system, your object 
is really the whole map system, whatever that is, and... 

 
Boehm:  It’s the system application for that. 
 
Utley:  Right. What happens with the mapping system is the application will create mapped 

objects according to what you... 
 
<End Side 1, Tape 1; begin Side 2, Tape 1.> 
 
 
Utley:  ...which are then handled individually as you need them or as you request them. 

What we’re talking about is an encapsulated image which has all these 
attributes contained within that encapsulation.  
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Boehm:  And that would be true whether or not it’s on a hard drive?  
 
Utley:  Right.  
 
Boehm:  I guess that’s right...yeah. 
 
Bernstein: And then, so we are striking downloading and additional data over the network 

connection. 
 
Utley:  Prior Art doesn’t need that either. 
 
Bernstein: Prior Art doesn’t need that. To do Yahoo!’s Map, you don’t need a network and you 

don’t need more data over that network. You see, you’d never beat this 
argument. A network is just a hard drive because really in the end all 
you’ve done is like added a cable to your hard drive, and all you’re 
talking about is the length of that cable, really. So networks are not 
applicable really to what we do. They are an added-value benefit that we 
can get through that cable quicker or whatever, but they are not the key. 
The network could be considered the cable between your hard drive and the 
display. You know what I mean, Brian? We don’t need any... 

 
Utley:  No, but what you want to do is you want to make sure that you specifically address 

a network environment. 
 
Bernstein: I wholly agree. 
 
Utley:  In addition. You absolutely want to make sure that the... 
 
Bernstein: That’s huge, as an additional wire, meaning it’s got different... 
 
Utley:  Then that’s the way to approach it. 
 
Bernstein: Okay. You follow that, Doug? 
 
Boehm:  No. Slow it down. 
 
Bernstein: Okay, it’s all based on this. You can do our invention off a hard drive, and it’s 

still cool. The fact that you can transmit it over a fat pipe or a small 
pipe or FedEx it has no bearing. It does what Brian says: it is more 
valuable in a network environment because it now has the attributes to 
give greater, richer data that you didn’t think was possible in the 
shorter time. In the end, you see the network and the limited bandwidth, 
that never mattered because no matter, let’s say your pipe was a 
toothpick, it would get there by tomorrow. Let’s say your pipe is a direct 
line to the hard drive that’s able to suck it up at 10,000 RPM or 
whatever...what’s the term? 

 
Boehm:  RPM, yeah. 
 
Bernstein: What’s the term? Not RPM. 
 
Boehm:  Bits per second or... 
 
Utley:  BPMs. 
 
Bernstein: Is that what you talk about a hard drive?  
 
Utley:  Well, RPMs. 
 
Bernstein: Is it? 
 
Utley:  Well, yeah. Technically. 
 
Boehm:  The data transfer rate... 
 
Bernstein: Yeah, I’m talking about how fast you can access your hard drive as a number that 

you buy hard drives based on 7200... 
 
Utley:  Oh, no, you buy millisecond access time. 
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Bernstein: Okay. So we’re now 20 years into the future, and Brian invented a pipe that can 

suck down that speed he just said—hard drive speed. Well, there’s no 
difference now, is there?  

 
Boehm:  Sell me on the concept that there’s no difference between one hard drive and a 

network, and you’re going to put the whole network industry out of 
business if you go there. 

 
Bernstein: No, no, because it’s a cabling system. 
 
Boehm:  I know, but... 
 
Bernstein: It’s just an accessed tour drive. 
 
Boehm:  And I think your point, and I think we’ve been there, that we’re going to try and 

claim the broadest embodiment of your invention to be independent of any 
network or any hard drive or any... 

 
Bernstein: And Prior Art also doesn’t need any downloads or any networks. Prior Art, you can 

do Yahoo! zoom and pan, and Jim Armstrong just said it a minute ago, “I 
have it on my hard drive.” And the program still operates by moving and 
grabbing this additional data. It has no network attached to it. He’s 
doing it off his hard drive on a CD. 

 
Utley:  I thought we already covered that. 
 
Bernstein: Well, I’m just saying one drawback of this type of system is that...and what it 

should say, if you want, is one drawback of this type of system in a 
network environment... 

 
Boehm:  I’d be happy to say that, but that says that over the network connection. The 

whole paragraph is to describe another example of prior systems.  
 
Bernstein: But those prior systems don’t require networks. 
 
Armstrong: Let me suggest that... 
 
Utley:  Wait a minute, wait a minute. Come on. The first sentence says, “...over 

websites.” 
 
Bernstein: But all I’m saying is it doesn’t have to. 
 
Utley:  Well, it’s describing Prior Art, and this particular example is over Web sites.  
 
Bernstein: Ah, versus Web CDs? 
 
Utley:  Yeah. 
 
Bernstein: Or Jim’s Yahoo! CD. 
 
Bernstein: Okay, then I understand one example.  
 
Boehm:  And that’s where we’re going with the background. We’re spinning our wheels here. 

Now if you want to add that to clarify, that’s fine; but I don’t want you 
to take away the distinguishing features that you have over networks 
because you may have to go run there some day. 

 
Bernstein: Then do what Brian said: add it as an additional factor. 
 
Boehm:  Absolutely, but I guarantee you’re going to have to argue this when we go to the 

foreign countries, like at the European office examiner, they’re going to 
be really mean and nasty. I will bet you that they will find some very, 
very close art, and we will have to be throwing in all kinds...and my 
guess is that we’re going to have to be throwing in all kinds of words 
that will have to be supported in the spec now to come up with something 
to survive a European examination if they find anything close, if we’re 
not right that this is totally a broad concept. I’m just trying to... 

 
Bernstein: Okay. 
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Boehm:  We have to have a direction to run, and I need the ammo to do that; and I can’t 

run to the network argument if you’ve either taken it out... 
 
Bernstein: No, we’re not taking it out, we’re just... 
 
Boehm:  Or just minimized it. 
 
Bernstein: We’re not minimizing it. We’re just saying you don’t need it, but in that 

environment, it is also added value. 
 
Utley:  Let me point out one other thing why it’s important...even more so. If you take 

the implementation like a Zif X, if it’s local on your local system on 
your hard drive, you wouldn’t care whether when you pan you reconstruct 
the piece that you’re moving to. 

 
Bernstein: Sure, that’s different from what we do. 
 
Utley:  Because it moves very quickly.  
 
Bernstein: But it still looks different from what we do. 
 
Utley:  But I’m not talking about that. I’m talking about when you move the magnifier, you 

reconstruct the piece that’s coming into the window, but you would never 
see that. But over the network where you have elements which extend the 
response time of the system, it becomes a big deal, and therefore what 
you’ve got becomes more valuable...even more valuable over a network. 

 
Bernstein: That’s what I’m saying. Okay, I agree with that. So we’re all hip on that. 
 
Boehm:  I think so. 
 
Bernstein: Okay. 
 
Bernstein: All right, let’s move on. 
 
Boehm:  Where were we? 
 
Bernstein: We’re on page... 
 
Boehm:  Three, right? 
 
Bernstein: We’re through page 3. We’re onto page 4. 
 
Armstrong: Oh, and by the way, we also had a change on 21, if you noticed. 
 
Boehm:  Okay, let me run over the changes on page 3. <Reading out loud> “...additional map 

data” should read just “additional new images and sends it over..,” that 
would be fine with me. Oh, how about “additional data as additional new 
images”?  

 
Bernstein: “Additional source material”?  
 
Boehm:  That would be... 
 
Bernstein: “Additional source data...” 
 
Boehm:  “...as additional map images”? 
 
Bernstein: Yeah. 
 
Armstrong: I don’t think you need “new images.” I think just “source data.”  
 
Boehm:  But it’s really getting a new image. It’s getting a new map. You’re looking to the 

file. You’re going back every time. 
 
Bernstein: Okay, “additional source data.” Well, ours goes back and grabs more source data, 

too. 
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Boehm:  Exactly. But we’ve got to be careful. But we’re not going getting additional new 
images. I may have to argue that, so you’ve got to have that in there. 

 
Bernstein: Yeah, okay. 
 
Boehm:  “...retrieves additional source data...” how about “, e.g., additional new map 

images”? 
 
Bernstein: Right. That’s fine. 
 
Boehm:  Okay, “...and sends it to the user computer.” Wonderful. Okay. Next change. 

<Reading out loud.> 
 
Bernstein: We already dealt with that. 
 
Boehm:  So what do I do? Scratch it? Do I leave it in there, or what do I do? 
 
Bernstein: Well, that’s just saying our stuff, so you’re still talking about the prior stuff. 
Boehm:  We’re talking prior art. 
 
Bernstein: Okay, so that’s scratched. 
 
Boehm:  Okay. Next comment... 
 
Bernstein: And that, again, scratch that one. 
 
Boehm:  Okay. 
 
Bernstein: Because we’re talking Prior Art here. 
 
Boehm:  I’m setting up the strawman, but now we’re starting to knock him down. 
 
Bernstein: Okay. Also, “there’s a need for a system and method for providing a digital image 

suitable for sufficient file transfers.” I don’t care if it’s hi, low, 
medium. 

 
Utley:  On 21. 
 
Bernstein: 21. 
 
Boehm:  It says...I just think that “high-speed file transfers” is a pretty good term of 

art. 
 
Bernstein: Well, but then somebody will say, “Is that high-speed cable or modem?” 
 
Boehm:  Oh, I see what you’re saying. 
 
Bernstein: Efficient. 
 
Boehm:  Higher speed? 
 
Bernstein: No, we don’t care about speed. You could do it at 2400 baud. 
 
Boehm:  We don’t care. Whether... 
 
Bernstein: The other system didn’t care either. 
 
Boehm:  Okay, that’s fine. I’ll leave it, then get rid of high... 
 
Bernstein: You’re just stuck with whatever speed the guy’s got. 
 
Boehm:  <Reading out loud.>...”to engage in long and slow conventional continuous file 

downloads...” 
Armstrong: And that’s fine. 
 
Boehm:  What’s a continuous file versus a regular file? 
 
Armstrong: Get rid of continuous. You don’t need it. 
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Bernstein: Yeah, you don’t. What we were trying to say is that additional data there, but 
we’ve already got that. 

 
Boehm:  As long as...yeah. And that’s why I need that language up top to say, 

“...additional data,” “additional new images...” Somewhere where I can go 
argue that this is what we meant, and that’s what the Prior Art does. 
Okay. Whew! What’s on the bottom? 

 
Armstrong: What we’ve been talking about. It’s all we just discussed. 
 
Bernstein: Forget the top comment. 
 
Boehm:  I can’t really...it’s cut off at the top. 
 
Bernstein: That’s fine. It’s not relevant here. 
 
Boehm:  Okay.  
 
Bernstein: “At least twice greater than...” 
 
Boehm:  “At least greater than...” that’s good. 
 
Armstrong: Not “at least,” just “an image size greater than...” 
 
Bernstein: Right.  
 
Boehm:  Yeah, duh! Okay. <Laughter> I’ll tell you why I’m kind of groggy here now, later. 
 
Bernstein: We were groggy, too. We were doing pans ‘til 4:00. 
 
Boehm:  Til 4:00? 
 
Bernstein: Yes. 
 
Boehm:  And then...so how many hours sleep did you get? 
 
Bernstein: None. 
 
Armstrong: Four. 
Bernstein: Well, Jim got four. I got none. 
 
Boehm:  Okay, I got ya beat. You got none? 
 
Bernstein: No. 
 
Boehm:  I spent the night at O’Hare. 
 
Bernstein: Oh! That’s my favorite place to sleep on a bench. 
 
Boehm:  On the bench. You got it! 
 
Bernstein: I’ve been there a bunch of times! 
 
Boehm:  Yep, I hear you. I think Doug’s black cloud follows him when he travels. Every 

plane I got on was delayed or broken! 
 
Bernstein: It just follows the travel industry. 
 
Utley:  You should have rented a car and driven home. 
 
Bernstein: I almost...I was thinking about that, but I was worried about falling asleep too.  
 
Armstrong: So we’re into line 15, 16. 
 
Boehm:  Okay, and that’s the one that’s scratched. 
 
Bernstein: No, and 15 I would say, “The enhanced digital image file replayed on a client 

viewing device...” 
 
Armstrong: “...displayed on a client’s display system.” 
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Bernstein: Yeah. The viewing window having a pre-determined franchise. 
 
Boehm:  Do that again. On line 15... 
 
Armstrong: “The enhanced digital image file is displayed on a client’s displaying system...” 
 
Boehm:  Instead of just... 
 
Bernstein: “...downloadable...” 
 
Boehm:  Oh, I see. “...is displayed.” I’m sorry, the same sentence is up above. “...is 

displayed...” 
 
Armstrong: “...on a client’s display system, the viewing window...” and then the rest is 

fine. And then line 22, get rid of “at least two” and create “greater 
than.” 

 
Bernstein: Where? 
 
Armstrong: Line 22: “...a magnification factor greater than...” Wait, what does it say. Hold 

on. <Reading out loud.> “...a magnification factor...” 
 
Boehm:  Oh, “...a magnification factor of at least two...” 
 
Bernstein: No, “...greater than one.” 
 
Boehm:  Okay. 
 
Armstrong: “...greater than one without pixilization.” 
 
Bernstein: We don’t mean without pixilization. No... 
 
Armstrong: Yeah, that’s right. It should be, “...a magnification factor greater than one.” We 

haven’t yet, I don’t believe, defined a magnification factor yet, though. 
 
Boehm:  No. 
 
Armstrong: It comes later. 
 
Utley:  It comes later, yes. 
 
Bernstein: And you can use, where I was telling you, Doug, where it was built onto a frame 

size, so therefore there’s not additional data to draw from, therefore 
your zoom is zoomed to expanding the fixed pixel set.  

 
Armstrong: And the next sentence, “The enhanced digital file further includes control data to 

allow the user to control the magnification factor.” The question we had 
here was it seems as though we might be talking about the applet here. 

 
Boehm:  Yes, we’re talking about the applet. 
 
Bernstein: Then it’s two different files. 
 
Utley:  Yeah, but... 
 
Boehm:  Yeah, but the file...oh, I see, we’re calling the enhanced digital image file the 

encapsulated [sloping? full thing?]. 
Bernstein: Yeah, and there are two separate files that go to the user. 
 
Utley:  But it’s encapsulated. It’s actually [copied]. They always travel together.  
 
Bernstein: They travel together, separately. 
 
Utley:  Right. Then we shift. 
 
Armstrong: They travel together, but they are two separate files. 
 
Bernstein: Virtually, it’s one, but really it’s two. 
 



 26

Utley:  And associated with each other. 
 
Armstrong: But we’re calling it “the enhanced digital image file,” but that’s not necessarily 

true, Brian? 
 
Bernstein: No, he’s saying...here’s what the story is, Doug. You got one file above an image, 

and there’s not a single drop of other data in that file. It’s called a 
.JPG...we use it. There’s also a file...there’s two or three files 
actually that get downloaded to the computer—or he has it on his system 
already, it doesn’t matter to us—that allow him to zoom and pan. 

 
Armstrong: And those are transmitted simultaneously. 
 
Utley:  There is additional data that is required, whether you have a plug-in or not. 
 
Armstrong: Really? 
 
Utley:  A plug-in by itself has no information relative to the size of the image, to the 

number of steps you’re going to take to drive into it. 
 
Armstrong: But that’s all built in... 
 
Utley:  There’s another file, like an index file. 
 
Bernstein: Oh, there is. Okay. 
 
Utley:  That’s what I’m saying. 
 
Bernstein: Okay. I gotcha. The person could have pieces of the file, like the applet, already 

on his system. But what Brian’s saying is there’s control data that goes 
with the image that was based on the image specs that then tells that 
interface to operate according to a set of assumptions. Right, Brian? 

 
Boehm:  Okay. I agree with you. I think what we’re... 
 
Bernstein: No, not within the .JPG file. You’ve got to be very careful. So we’re not talking 

the same thing. Those are additional files. 
 
Bernstein: Okay. Look at page 24, claim 1. “A method of dividing a digital image file 

comprising two elements, a digital image file...having an image file...” 
and “2. A user interface for the digital image file.” 

 
Bernstein: But we don’t have to provide that. That could already be on his system.  
 
Boehm:  Oh, my gosh.  
 
Bernstein: He has to have one to view the image; we don’t have to provide it. 
 
Utley:  But he has to have the control data. 
 
Bernstein: He has to have the control data to tell him how to view the picture, and that 

could one day be part of the .JPG file, I don’t know. But today how we do 
it is as three separate pieces: an applet, a control file that tells him 
certain things about the .JPG, and a .JPG. Those things come packaged 
together. Now, a guy might already have the applet on his machine; 
therefore, I don’t need to send him that packet—the user interface.  

 
Armstrong: If that’s true, don’t we send it anyway? 
 
Bernstein: No. 
 
Armstrong: We don’t? 
 
Utley:  We do.  
 
Bernstein: We don’t have to, but like... 
 
Utley:  We always do. 
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Boehm:  But that doesn’t matter with your infringer. That’s how you have to think when 
we’re talking about the claims. 

 
Bernstein: What do you mean? 
 
Boehm:  Would the infringer on your patent send it? 
 
Bernstein: No. 
 
Boehm:  No, he’d send it to you once on the hard drive... 
 
Bernstein: He’d Fed-ex it to you, and then not... 
 
Boehm:  He’d start sending you images, and each time he wouldn’t be sending...but each 

time you would be sending some kind of control data? 
 
Armstrong: Yeah. 
 
Boehm:  That’s what I’m thinking, and that could be interpreted as the second element of 

the claim here. 
 
Utley:  And that control data really controls the motion of the zooming and panning. 
 
Boehm:  Right. 
 
Bernstein: But that could even lie technically on his computer.  
 
Boehm:  Right. 
 
Utley:  The only case where that would actually work is if you knew that the... 
 
Bernstein: The size of the .JPG. 
 
Utley:  The size of the .JPG and the size of the window.  
 
Bernstein: And that could be for medical imaging where they give you the specs and say send 

me every image of this size, you don’t have to send every single little 
thing. 

 
Utley:  If that was the only kind of image that everyone wanted. 
 
Bernstein: Okay, we’re doing x-rays. There’s an X, Y, and Z size; here’s our frame size; we 

never need to get that control data from you because it’s built in. 
 
Utley:  <Inaudible comment.>  
 
Bernstein: Okay, but let’s say we’re dealing with a bone doctor who takes strictly legs, and 

it’s always the same. I’m just giving you the case. 
 
Utley:  I know, I’d <Inaudible comment.>  
 
Bernstein: Right, and I don’t want to get around that. 
 
Utley:  The fact that there’s radiography is a little bit more than one image size. 

Theoretically, you’re right. You could find an application where there’s 
one and only one image size, then you could put everything in the system.  

 
Bernstein: A size. 
 
Armstrong: MRI always have the same size, don’t they? 
 
Bernstein: Right—2'x2'. 
 
Boehm:  We thought we had this one nailed down. 
 
Armstrong: In MRIs you also... 
 
Bernstein: You did have it nailed. We’re missing...you just want to say “optionally 

provided.” 
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Boehm:  You can’t use the word “optionally” in the claim. 
 
Bernstein: We’ll change that rule. 
 
Boehm:  No you won’t. What we’ll do is isn’t the user interface provided from 

somewhere...we don’t say where it’s provided. 
 
Bernstein: It could be any of four hundred of them. 
 
Boehm:  It could be provided from his hard drive.  
 
Bernstein: Absolutely. It could be provided from somebody else’s hard drive through a 

network. 
 
Boehm:  Exactly. That’s why this covers it because the word “providing” is so broad it 

doesn’t mean that we’re sending it. See, we’re providing a file...the 
digital image..we’re fine. 

 
Bernstein: Okay, I see exactly what you just said. 
 
Boehm:  We’re providing a file for viewing. 
 
Bernstein: Totally. I totally understand. Well, now we might not be providing the user 

interface... 
 
Armstrong: Yeah, this still reads that it is “...a method comprising the providing of...” 
 
Boehm:  Yeah, you might be doing only step A at a time. 
 
Bernstein: Yeah. 
 
Boehm:  Oh, damn. Okay. 
 
Bernstein: Oh, yeah. 
 
Boehm:  Okay, that’s a good...let’s...boy. Let me think about that. What I want to do is 

make the element A that you’re providing a digital image file having this 
and that, and you’re also having control data to work with the user 
interface for the digital image.  

 
Bernstein: But you might not need the control data. That’s what I just said to Brian. What if 

a client says to you every one of my images is going to be a 2'x 2',and I 
want 50 time magnification. You never have to give him control data, you 
just have to... 

 
Boehm:  If we make the second part, B, a dependent claim. We can try it. 
 
Bernstein: Do you see what we’re saying? 
 
Boehm:  Yeah, absolutely. We don’t... 
 
Bernstein: And we don’t want somebody to get around this. 
 
Boehm:  Absolutely. Great broadening work here. We’ve been through this claim, I thought 

we had it, everybody agreed to it! And that’s where I’m going to run into 
a problem. I can’t re-write this from scratch and get it on file today 
from working at half-speed here, you know what I mean? 

 
Bernstein: Yeah, we’ve got to change that, though.  
Boehm:  These claims are not final. 
 
Bernstein: No, I know, I know. 
 
Boehm:  We can file the claims as-is without one word. What we need to do is correct and 

amplify the specification because we can never add to the specification 
and keep the same priority date. I can go change the wording of the claims 
as long as that wording and explanation and interpretation is in the spec. 

 
Bernstein: Okay.  
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Boehm:  So I agree with you. This should be a dependent claim for the bottom half of claim 
one. 

 
Bernstein: He’s going to make that dependent because we don’t have to do it but we do. 
 
Boehm:  Right. That’s how you do optional. 
 
Bernstein: Yeah. I like that. And then claim 1. 
 
Boehm:  Now does that read on the Prior Art? You provide a digital image file, having an 

image... 
 
Bernstein: No, that’s the invention right there. 
 
Boehm:  Right.  
 
Bernstein: That if you ever looked at what I did back there, it was create a bigger picture 

for a small frame. 
 
Armstrong: Now if we circle back to where this started on page 4, in the last sentence, that 

refers to “a digital image file, including control data,” which is not 
correct. 

 
Bernstein: Where? 
 
Armstrong: The last sentence of page 4. It’s not “the enhanced digital image file” that 

provides that, it’s an additional option file... 
 
Bernstein: Element. 
 
Armstrong: Right...that would provide that. 
 
Boehm:  Okay. This is the summary. I can throw the word “optional” in here. So the 

“enhanced digital image file A...” 
 
Armstrong: “...may be accompanied by...” 
 
Boehm:  I think just “...may further include...” most of the time, right? 
 
Armstrong: Well, no, the file itself won’t. It may be accompanied by additional files. 
 
Bernstein: It could be in the file. We don’t know. One day you could write [ ] that has a 

header inside it that says, “Here’s your information.” all bundled into... 
 
Armstrong: But this is an exemplary embodiment, which means that today the enhanced digital 

image file may be accompanied by an additional file which... 
 
Boehm:  How about “associated with”? 
 
Armstrong: That’s fine, I think. Brian? “Associated with an additional file containing 

control data.” 
 
Utley:  I think you should have a very general statement which will always be true, and 

then you could say, “The enhanced digital image file is associated with 
control data which allows the user to control the magnification factor.” 

 
Armstrong: And the control data... 
 
Bernstein: That absolutely always has to be there, Brian. 
 
Utley:  Yeah, okay. 
 
Armstrong: Otherwise you don’t have our invention, so that’s the right answer. Did you hear 

that, Doug? “The enhanced digital image file is associated with control 
data,” and that’s the only change right there. Strike “further includes” 
and replace it with... 

 
Boehm:  But I thought you said that once you’ve associated the first one, you never have 

to associate the rest of them. 
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Armstrong: When we said the associated was something that was on the hard drive, so we don’t 
necessarily send it, but it will continue to be associated. 

 
Boehm:  Okay, okay. 
 
Utley:  Yeah, it’s always associated. The data always has to be there to prevent zooming 

and panning. 
 
Bernstein: Right, whether it’s in the file, out of the file, with three files, nine files, 

however the hell you want. 
 
Armstrong: So it will finally read, “The enhanced digital image file is associated with 

control data.” 
 
Bernstein: Hold it. “The enhanced digital image file is associated with control data to allow 

the user to...” 
 
Armstrong: So “is associated with” replaces the two words “further includes”. 
 
Bernstein: Beautiful. 
 
<Inaudible comments.> 
 
Boehm:  The rest of this is just comments? 
 
Armstrong: Just on this page, and actually we struck this...5, we struck that. You have to 

put digital later. 
 
Boehm:  I’m still on page 4, guys. With the comments on the bottom, can I scratch them? 
 
Armstrong: No, we took care of that.  
 
Boehm:  Yes, I think we’ve discussed this. 
 
Bernstein: No, that seamless zoom, I love that word because everybody else isn’t a seamless 

zoom, we are. We seamlessly zoom around an image. Everybody else has to 
grab and give you another frame and stop you and you have to remove to a 
different image in the picture. We’re seamless. You can just go around and 
move and go, and it’s in a virtual environment really. 

 
Boehm:  Now is not the place. 
 
Bernstein: No, I know. I just want you to know. 
 
Boehm:  We can if you want. 
 
Bernstein: No. 
 
Boehm:  “Seamless...” I like that. Let’s... 
 
Utley:  Seamless may mean continuous motion and zooming is a step procedure. There’s 

steps.  
 
Bernstein: That’s true. 
 
Armstrong: It’s not seamless. 
 
Utley:  The panning is seamless, but the zooming is not. 
 
Bernstein: Right. 
 
Boehm:  But, in fact, what I’m trying to get at is Eliot is trying to claim and describe 

the invention in terms of what the user sees, which is great. As long as 
you can come up with good words and descriptions, we’ll throw that in 
because we may have to run there if our technical description, which is 
what I’ve been trying to do to define the boundaries, fall because some 
bozo did this before and didn’t really make it very public because he 
didn’t know what the hell he was doing. We may have to say, “Oh, yeah, but 
try putting it on his. It doesn’t do what ours does even though we 
couldn’t figure out technically distinguish it in our...” 
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Bernstein: Right. It was a brand new phenomenon that was hard to... 
 
Boehm:  But in order to argue that, I have to have your concept of seamless zooming.  
 
Bernstein: Well, let’s use Brian’s. It’s seamless pan and...what kind of zoom? Continual? 

Flowing zoom?  
 
Boehm:  It appears to be seamlessly zooming...what do you mean “seamlessly zooming”? Do 

you mean panning? 
 
Armstrong: Both. Both happen seamlessly in ours. When you increase your Adobe picture, you 

move in and grab a new frame of reference basically at that stage. You’re 
kind of stuck there. In ours, you’re not. You can seamlessly...you know 
what I mean? You can drive further and further and still have the rest of 
the peripheral view. When you do Adobe, the magnification...is that true, 
Brian? No? Because when you pull in the painting and you’ve got the 
signature... you see, it’s not describing what I want to say, the seamless 
for zoom. It is for pan. 

 
Boehm:  The seamless zoom, right. The seamless panning, I like that. 
 
Bernstein: But the zoom is different in look. 
 
Boehm:  I agree. Now how do we describe your zoom versus Adobe or...? 
 
Armstrong: Why do you feel different when you zoom in our picture than when you put some 

magnification in Adobe? 
 
Bernstein: It’s not seamless, is it? It’s fluid. 
 
Boehm:  I don’t feel any different. Sorry, Eliot! <Laughter> The only difference that I 

feel is that I know I’m going to end up pixelating yours and all bitmapped 
images, whereas I know I’m not going to end up pixelating, I’m going to 
hit a brick wall, but it’s going to be a clean brick wall, for Adobe, and 
that is... 

 
Bernstein: No, it feels different. You’re 100% wrong because you will be the only guy I’ve 

shown this to that’s said that. Everybody found it unique and everybody 
who I showed it to said Adobe. 

 
Boehm:  For viewing an Adobe vector-based file? 
 
Bernstein: Or a Corel pixel-based file. 
 
Boehm:  No, pixel based I’ll give you, but yours is different. But when you’re talking 

vector based, I think you can zoom vectors until the cows come home 
without pixelating. 

 
Bernstein: But you can’t...the perspective is different. When you take Adobe and zoom in on 

the image, you drive straight down to one point and then have to somehow 
have to move differently to get to other points than you do in ours. 

 
Boehm:  Yeah, generally you have to back up. 
 
Bernstein: Right, or something.  
 
Boehm:  Zoom and then to go find out where the hell you are. But that’s not always the 

case either, right Brian? Like Adobe PhotoShop or other... 
 
Bernstein: No, I’ve been using all of these, and it’s always been different. Our technique is 

different than all those. I’ve been using graphics programs. 
 
Boehm:  Yeah, I know, and haven’t you seen a graphics program that shows you where you’re 

zooming? I know what it is! On Adobe IV, when you zoom, the left window 
when you have it there with the bookmarks, it’ll show you where you’re 
zooming.  

 
Armstrong: It has the box around that area? Kind of a miniaturized photo of it? 
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Boehm:  Exactly. 
 
Armstrong: Yeah, I’ve seen that too. 
 
Bernstein: But that’s just trying to give you what we give you in a pre-pack...ours 

encompasses that without having to need that. See, there’s a difference 
that every engineer in graphics that’s ever seen that has said “cool,” not 
“oh, I can go over in Adobe and move around images.”  

 
Boehm:  That’s why I wish I were an expert in this graphics area. I would have figured 

this out...the difference.  
 
Bernstein: Well, now that you say you’re not, I need somebody to step in who can because I 

think that we should file with what we have here, but this area needs to 
be absolute, not less kind of vague. Because there is a critical 
difference. It is something that can be optically seen, so therefore it 
can be electrically defined. 

 
Boehm:  And we’re trying to do that in the video side with Chris Taylor. 
 
Bernstein: Maybe we do that with him on this. You want to ask him? 
 
Boehm:  I don’t...he’s going to have a kid this summer, and I think he’s not even going to 

be around much in August. 
Bernstein: Well, maybe he’s got somebody. 
 
Boehm:  Yeah, maybe he knows of somebody. 
 
Bernstein: Or go over to my old alumni at Madison, their graphics engineer. 
 
Boehm:  This is a...in order to protect our butts, we have to do that by September 1, and 

that’s a big thing to do. 
 
Bernstein: Why? I thought we could always go in and amend our claims on this stuff. 
 
Boehm:  You can amend the claims as long as it’s supported in the spec. Now if we have to 

get down to the nitty-gritty of the definition of the technical excuse to 
amend your claims to distinguish over what has been done before...in other 
words, if we have to limit our claim to the histogram between a range of X 
frames per second and Y frames per second, that is our invention. If you 
incurred less than—I don’t know what the histogram shows...17.6 frames per 
second—that is not our invention, and we may have to go there, to be that 
narrow to survive if somebody else has done it at 17. 

 
Bernstein: Wow, wait a minute! I hope that’s not correct because at lower bandwidth you might 

have only 17 frames, but you have greater data. But let’s get to video 
later, right? 

 
Boehm:  But my point is that you want support in specification, including technical excuse 

language, because I made need that to put that in the claim to make your 
patent survive. 

 
Bernstein: Well, let’s put something in here that defines this. 
 
Boehm:  Yeah. 
 
Bernstein: Something that defines the... 
 
Boehm:  But the point is that we can’t hire a technical expert to get the... 
 
Bernstein: Then let’s get someone in then we’ll get a technical expert to define later. 
 
Boehm:  If it’s to be considered new subject matter... 
 
Bernstein: No, it’s never a new subject matter because the first image that did this, did 

this. 
 
Boehm:  No, no, no...new subject matter for the document on the day you file it. They 

don’t care about what you did in your basement. The patent office doesn’t 
care. They care about the words and figures that you put on this paper 
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when you file it. That’s all the patent office cares about. You can’t go 
back... 

 
Bernstein: That’s not what you told Chris the other day. Chris said, “What happens with the 

Mom-and-Pop inventor who later discovers the equation to what they did?” 
 
Boehm:  Finding who was the first inventor, that’s in an interference. The question isn’t 

whether the patent’s valid or not in the scope of your claims, the 
question then is was Mom and Pop doing it a year before the other guy? But 
if Mom and Pop didn’t describe their invention in the spec, they will 
never get to an interference or the interference will be blown away 
because it didn’t meet the rule that you have to clearly and distinctly 
and accurately describe the invention.  

 
Bernstein: Well, we clearly describe it, but we might not know the technical underpinnings, 

and I’ve got to go recheck my notes, but I think that’s exactly what Chris 
Wheeler asked you. 

 
Boehm:  Absolutely, and I agree with you. We don’t need to know the reason why. 
 
Bernstein: But later we can put it in? 
 
Boehm:  If it does not add new subject matter. 
 
Bernstein: But this wouldn’t be new subject matter, this would just be an explanation of why.  
 
Boehm:  Yeah, but if we’re up in the fog right now and we are using words that are so 

broad...let’s say our claim said, “Our zoom and pan works really neat.” 
That’s our claim. There’s no way we’re going to be able to go back and say 
it really means having a frame rate between 30 and... 

 
Bernstein: Then you know what? Put in the word “seamlessly” because I’ll be able to argue 

that until the cows come home that there’s a difference between what we do 
and what they do, and somebody will argue out what seamless meant. 

 
Boehm:  You won’t get the chance to argue. If we put the word “seamlessly” in the claim 

and it’s not supported in the spec, the court will determine by itself 
without ever talking to you what it thinks “seamlessly” is. 

 
Armstrong: Do we have to then, in order to cover this particular issue, do we have to get 

into a description of Prior Art and the standard by which zooming and 
panning is occurring in Prior Art, and then distinguish as clearly as 
possible in words, how ours is differentiated from it? 

 
Boehm:  That’s the ideal way to do it, Jim. That’s why I’m saying, and if all of us knew 

that technical underpinnings, this would be a much more [ ] written 
document... 

 
Armstrong: Is it necessary, Doug, to describe it in terms of technical underpinnings, or can 

we describe it in terms of a user’s observation? 
 
Boehm:  You’re halfway there. “User’s observations” would probably give us sufficient... 
 
Utley:  “...allows you to seamlessly pan...” and all the <inaudible comment>  
 
Boehm:  The claim will be interpreted by the spec. 
 
Bernstein: That’s true. <Responding to Utley above.> 
 
Utley:  Now the only differentiation is the zoom without pixelating. 
 
Bernstein: Okay. I’ll agree with that. 
 
Boehm:  And then you saw that I went to umpteen degrees to define what the hell pixelation 

was because that’s a word in my claim. Do you see that? 
 
Bernstein: Yeah, that’s fine, and I’m going to concede on that because Brian just made a good 

point.  
 
<Everyone talking at once.>  
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Boehm:  Because [ ] will know the reason why in terms of [ ], but you do have to know 
enough about what you’re doing in order to convey to the average person 
skilled in the art so he can make and use it and he understands just what 
the hell it is. 

 
Bernstein: You see, Brian, that’s my question now. That comes back to what’s different 

between our zoom without pixelating versus theirs, but we’ve already 
described it in the way we built the frame. 

 
Utley:  Right. 
 
Bernstein: That’s the difference. 
 
Armstrong: Okay, let’s stick with that. 
 
Utley:  No, we bounded how you prevent pixelation. 
 
Bernstein: Okay, then that’s the key. 
 
Utley:  We totally bounded it. 
 
Boehm:  Okay, I’m lost now. 
 
Bernstein: We’re fine. 
 
Boehm:  ...”Seamlessly...” 
 
Bernstein: Forget “seamlessly.” 
 
Boehm:  Okay. 
 
Armstrong: Page 6...we’re off of 6. 
 
Bernstein: No, on page 5, I only had one more question. Figure 2, just print film is what 

it’s showing...it can be digital, and we talk about that later, correct? 
 
Utley:  We separate it now. 
 
Bernstein: That’s where I’m confused. 
 
Armstrong: Page 6, “24 to 32-mm lenses..” 
 
Bernstein: Why? We can use any lens. 
 
Boehm:  It’s a “such as”...it’s an example.  
 
Armstrong: Okay. 
Bernstein: As long as it includes every lens. 
 
Boehm:  Oh, sure. 
 
Bernstein: Okay. 
 
Boehm:  And it says, “may include,” but then if we ever needed...you see the reason we get 

so specific on this, Eliot, is because if somebody else just happens to be 
doing it out there in the world with a 2mm lens and it doesn’t haven 
anything to do...it doesn’t come out looking like yours at all, but it 
just so happens our claim reads on what the hell he was doing, we can come 
back and say, “Oh, no, that’s not really what we were doing. We really 
meant this; and if this is important enough, we’ll put the words ‘24 to 32 
mm’ as a dependent claim.” 

 
Bernstein: But it’s any lens, isn’t it? 
 
Boehm:  Yeah. My point is if this 24-32 means anything... 
 
Bernstein: But we can still say any? We are saying “any,” but we’ve defined something.  
 
Boehm:  If that was your preferred embodiment, that’s the other reason.  
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Bernstein: Okay, that’s fine. 
 
Boehm:  It’s not limiting.  
 
Armstrong: As long as it’s not limiting. 
 
Bernstein: And then “the image of a scene...” 
 
Armstrong: On 10. 
 
Bernstein: Just strike it....”of a scene.” 
 
Boehm:  Okay. 
 
Bernstein: “...has utilized an image which is being photographed.” 
 
Boehm:  Okay. 
 
Bernstein: And then you see “The image may be a print film image, analog image, digital 

image, negative, TV signals...” Can that be, Brian? 
Utley:  No, 
 
Bernstein: No? “The camera captures shoot..” 
 
Utley:  Well, yes, you can use TV signals to create an image, but you can’t enlarge TV 

signals. 
 
Bernstein: Okay. 
 
Utley:  But you can use TV signals to get an image. 
 
Bernstein: Okay. 
 
Boehm:  Isn’t an image just broader than that? It’s what the eye perceives; and once it’s 

digitized, then it’s a signal...or it’s analogized, once it’s captured in 
some format. So an image isn’t really captured. It’s a captured image when 
it’s analog or digital or negative or film or something, right? 

 
Bernstein: Um, hum. 
 
Boehm:  So a TV signal is already captured. 
 
Bernstein: Gotcha. Okay. 
 
Boehm:  So what I’m saying here is the image...that the camera is utilized to do the 

capture. 
 
Bernstein: I’ve got you. I’m set with that point, actually. Okay? 
 
Boehm:  And again, this isn’t really...as long as you’re best-moded in there, we’re fine. 

And we shouldn’t use the wishy-washy language “may be.” That’s not 
restrictive. 

 
Armstrong: In line 20, we inserted the word “may” only because it also may not include a 

developing device. 
 
Boehm:  That’s fine. The next sentence says that, though. 
 
Armstrong: Oh, it does? 
 
Bernstein: Jim, I noticed that after the “may” came in. And we definitely talked about a 

digital file, although... 
 
Boehm:  Then should we leave the “may” out? Because it will include some...you’ve got to 

develop print. I think he was right. 
 
Bernstein: Well, what if it did it all on one system? 
 
Utley:  Well, it doesn’t matter. It’s still developed. Like a Polaroid.  
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Bernstein: That’s what I was thinking was Polaroid. 
 
Utley:  That’s what I thought, but it does have a developing device. 
 
Bernstein: Yeah, actual images developing device. 
 
Utley:  Well, it’s self contained. 
 
Bernstein: Right, but it’s still... 
 
Utley:  Part of the film. 
 
Bernstein: And it’s still developing it. 
 
Boehm:  I think you better leave the word “may” out. 
 
Bernstein: Yeah, that’s what we’re talking about. Now my bottom comment is wrong here, but it 

definitely comes in when we describe a digital image because I’m 
completely confused by some of the logic there.  

 
Boehm:  Where? At the bottom of the page? 
 
Bernstein: Yeah. On a digital image, when we size it, we say we don’t make a bigger target 

frame than we have sourcing for. 
 
Utley:  Because as soon as you do, you introduce pixelation. 
 
Boehm:  You don’t want to enlarge anything unless it’s not been digitized yet. 
 
<Everyone talking at once.>  
 
Armstrong: It’s part of the shooting. 
 
Utley:  A digital image is a digital image. It has pixels, and it has a height and a 

width. 
 
Bernstein: And it’s just placing them all in the frame. 
 
Utley:  You see, you place it into... 
 
Bernstein: We’ve gone over all the developing and scanning and art frame, Brian. Right, by 

picking “I want my limiting size to be four football fields. 
 
Boehm:  Exactly! Now you’ve got the...[ ] source image. <Everyone talking at once.> But 

you don’t...usually you don’t enlarge that because if you do... 
 
Bernstein: You start pixelating... 
 
Boehm:  ...pixelating, and that’s... 
 
Utley:  Because you’re enlarging pixels.  
 
Armstrong: We just create it large, we don’t create it small and enlarge it. 
 
Bernstein: But we don’t create it to fit the frame, we create it to blow away the frame.  
 
Boehm:  Am I understanding correct, though, that you never enlarge a digital image before 

you process it? That’s not a step for a digital image. You only enlarge a 
print-film image, correct? 

 
Utley:  Right. 
 
Bernstein: But what you do do is set... 
 
Armstrong: Set your...the image that you’re taking, your target image, add a size so that 

when it is taken, it is already at a size that exceeds the view window. 
 
Boehm:  I see what you’re saying, but I don’t call that enlarging, I guess. 
 
Bernstein: Okay. 
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Boehm:  Good, good. 
 
Armstrong: Okay. 
 
Bernstein: But let’s make this clear because I don’t understand it still within the verbiage 

that’s here. 
Boehm:  Okay, what line? 
 
Bernstein: Well, we’ll get to it. That’s why I said it’s there because I started to get 

confused, and then later we’ll get into it...into the mathematics of it. 
Just wanted you to be aware of that.  

 
Utley:  Okay, page 7. 
 
Armstrong: Page 7... 
 
Boehm:  I’m sorry, I want to back up. Did he get into the enlarger? The only enlarging is 

on page 6, line 24. “System can also include [   ] 16 for enlarging the 
image which is developed by developing ...” 

 
Bernstein: Yeah, that’s fine. 
 
Boehm:  99.9% of the time, this is going to be a photographic enlarging device. 
 
Armstrong: Right. 
 
Boehm:  Right? 
 
Bernstein: Yeah. 
 
Boehm:  You may have to use that word someday. I’ve got to have it in here. 
 
Bernstein: Okay, yeah, because we wouldn’t call it a “pixel-enlarging device.” 
 
Boehm:  Exactly. “...the image may be photographically enlarged from a print film image,” 

okay? 
 
Utley:  We said earlier “non-digital image source,” in this section, did we not? 
 
Boehm:  Yeah. I just want to get the word “photographically” in there. 
 
Armstrong: Okay. 
 
Bernstein: Yeah, and then... 
 
Boehm:  “...be photographically enlarged...” 
 
Bernstein: Well, it doesn’t have to be photograph. Is it negative of a photograph...? 
Boehm:  Okay, what’s the word then? I think it is. 
 
Utley:  Yes, it is. 
 
Bernstein: Yeah, you would say enlarging a negative is a photographic enlargement.  
 
Utley:  It’s your choice whether you enlarge it as a positive or a negative. 
 
Boehm:  What we’re really talking is analog enlargement as opposed to digital.  
 
Utley:  Right. 
 
Bernstein: Correct. 
 
Utley:  Optical and analog. 
 
Boehm:  Optical analog, yeah. “Optically enlarged”? No. Yeah. Well, photographically... 
 
Utley:  I wouldn’t be restrictive...we’ll, you don’t have to be restrictive in that.  
 
Boehm:  Right. And photographically is generic. 
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Bernstein: Cool. 
 
Armstrong: Page 7, line 19. The question here was just to clarify really more for Brian than 

anybody is are we able to take our digital image and, and I think we 
talked about this earlier, but send it right to a set-top box or something 
else. 

 
Utley:  Absolutely.  
 
Armstrong: We don’t say set-top box, and I think we said earlier set-top box presupposes that 

it includes a computer element within a set-top box. 
 
Utley:  But Doug, we could externalize that. We could make it explicit that there’d be 

personal computer, laptop computer, so and so, and set-top box...we could 
include set-top box in that string of definitions. 

 
Boehm:  Right, and technically, this is a little bit goofy. The way we’re supposed...and 

maybe he did it, I don’t know, but the first time the number 22 appears in 
the spec, should be the definition. And the numbers, if you noticed, are 
in order. The number 10 is the first reference number; 12, 14...that’s how 
you find the reference numbers in a well-drafted patent application.  

 
Bernstein: Well, that confused the shit out of me. Where the 10 came from, why it was 

there... 
 
Boehm:  Well, you start at 10...look at page....and this isn’t a big deal for you guys, 

but look at page 5. You want to go straight 10. System 10, boink! System 
10 includes camera 12. We go on up 12, 14, 16, and on up. 

 
Bernstein: Yeah, I followed that. 
 
Boehm:  So you never need to know where those reference numbers were defined. That’s why 

you define them up front, and that’s where he missed it because 22 hasn’t 
been defined yet but he’s using it—computer 22.  

 
Armstrong: I first shows up in line 17? 
 
Boehm:  Exactly. So let’s genericize that and define it later. <Reading out loud.> 

“Alternately, a digital image may be provided from camera 12...may be 
provided directly...” 

 
Armstrong: ...”to the user.” In line 17. 
 
Boehm:  Um, hm. 
 
Armstrong: “...to the user,” and then the first reference is in line 21, where we define 

computer 22. That’s fine. 
 
Utley:  That’s good. 
 
Armstrong: And then add to that “set-top box.” 
 
Boehm:  Yeah, down below. 
 
Bernstein: Or TV. 
 
Boehm:  Or whatever. We’re getting there. Hang on. So it’s “...to the user via a 

communication link...” I’m getting rid of “or cable” because again he 
hasn’t defined 23 yet. 23 will be defined later because he hasn’t even 
introduced 22 yet. That’s what happens when you edit a patent application.  

Utley:  Doug, how would you take care of the situation where the set-top box may be 
integrated into the display device? 

 
Armstrong: I think that might be covered in the next thing, where we say, “Computer 22 

includes the CPU, a ROM, a RAM, and a display device... 
 
Boehm:  Exactly.  
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Armstrong: ...”or input device. It also may include any hardware device, peripheral device, 
or software necessary to perform the functions described herein.” 

 
Utley:  Right. 
 
Boehm:  Yep. I guess we’re there. 
 
Armstrong: That does get us through that.  
 
Boehm:  That’s the function of computer 22. Processes the digital image file, correct? 
 
Bernstein: Yeah. 
 
Boehm:  We’re talking about figure 1 still, right? You’ve got the figures pulled out to 

the side like I do, right? Sure.  
 
Bernstein: Sure. 
 
Boehm:  Yeah, you’re supposed to because when you’re reading this, you’re supposed to have 

the... 
 
Bernstein: Mine are so bent up, it’s not that hard to get to. 
 
Boehm:  Usually the pages are so out of order, you can’t find the figures anymore. So 

“System 10...” see the number 10? 
 
Bernstein: Yeah. 
 
Boehm:  “...includes computer 22"—that’s his box 22— “...configured to process computer 

image file created by the above-mentioned devices.” That’s the definite of 
22. Now we...so it’s a processing device, right?  

 
Utley:  Right. 
 
Boehm:  It processes...right, okay. “Computer 22 may be a personal computer, a laptop 

computer, a mini-computer, a microprocessor, mainframe computer...” He’s 
going bonkers here...”a network computer...” 

 
Bernstein: That’s good. A set-top box? 
 
Boehm:  Yeah, we can throw “a set-top box” in there. 
 
Bernstein: You want these words. 
 
Boehm:  A toaster in there if you want! 
 
Bernstein: Yeah, a toaster with a display. 
 
Boehm:  Right, and a processor.  
 
Armstrong: The following sentence kind of wraps it all up or anything Doug has. 
 
Boehm:  Okay, so where am I putting set-top box? 
 
Bernstein: Under... 
 
Armstrong: After one of those things...after... 
 
Boehm:  But we haven’t shown NTD yet. 
 
Bernstein: Yeah, but set-top box should be TV, too. Well, a set-top box plays through a 

TV...well, no, it doesn’t have to. 
 
Armstrong: Let’s put set-top box after server computer... 
 
Bernstein: And TV...or TV. 
 
Utley:  You said set-top box goes between... 
 
Armstrong: The TV. 
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Bernstein: Or if it does what you said and the TV comes... 
 
Utley:  But we have to take care of the case where it’s built into the... 
 
Bernstein: Right. TV. 
 
Utley:  But then you depend on the CPU, the read-only memory, the RAM. 
 
Armstrong: Does all that need to be in the TV? 
Utley:  Yeah. 
 
Armstrong: Okay. 
 
Boehm:  My question is if you define computer, 22, as the thing...oh, my gosh, 22 isn’t 

the user’s...is this... 
 
Bernstein: No, isn’t that our computer? 
 
Boehm:  This is our computer. 26 is the user’s computer and display and set-top box...I 

mean, 28 and 30, that’s what I was thinking about. Where it says later in 
the next page, and say, if you look at the figure 1, 28 and 30, could be 
combined to be a set-top box or a TV or you name it. 

 
Utley:  Yeah, user computer.  
 
Boehm:  Or a toaster with a display. 
 
Utley:  Right. 
 
Boehm:  The point is, what is computer 22? That’s the one that puts it on the Internet. 

That’s your server.  
 
Utley:  Right. 
 
Boehm:  So you don’t put the set-tops...  
 
Utley:  That’s the one that processes the source image. It creates the file. 
 
Boehm:  It’s the digital image file. 
 
Utley:  And it may be the server. 
 
Boehm:  It may be the server, but no matter what, it would be a computer. To put it on a 

hard drive or to put it on a CD ROM, right?  
 
Utley:  Right. 
 
Boehm:  That’s what we’re getting at here. It’s the processor. It’s the encoder, isn’t it? 
 
Utley:  Yes. 
 
Bernstein: Yes.  
 
Boehm:  So could it be a personal computer? Sure. It could be any of these he’s got. 
 
Bernstein: Yep. 
 
Boehm:  So, he’s correct so far without changing.  
 
Bernstein: Right. 
 
Boehm:  “Computer 22 includes a CPU, a ROM, a RAM, a display device, input device...” I 

would...he’s defining it there. I would say, “...typically includes.” 
 
Bernstein: Yeah. 
 
Boehm:  Because it may be missing one of those. 
 
Bernstein: Yeah, absolutely.  
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Boehm:  “...typically includes...” blah, blah, blah. Good. “... computer. It may also 

include any other hardware device...” 
 
Bernstein: That covers it all. 
 
Utley:  I’ve got to go back to page 7, because we made a change I don’t think we should 

have. 
 
Boehm:  I’m still on 7. 
 
Utley:  Okay. Line 17. “Computer” is correct—we shouldn’t put “user” there. 
 
Boehm:  You’re absolutely right, but I can’t call it computer 22 yet.  
 
Utley:  You’re defining the processing unit.  
 
Boehm:  But the whole point of the paragraph is to say print film versus digital, and this 

print film is going to be enlarged and scanned. Alternatively, digital 
file is provided directly without first creating a print image. It doesn’t 
matter where it’s housed. 

 
Utley:  Right, just say that. 
 
Bernstein: Let me ask you this. Did you ever create a case where the analog camera takes the 

pictures according to the right specs and puts them on the film that way, 
or would you have to use larger film format? 

 
Utley:  No, you can’t. 
 
Bernstein: We can’t go that way? 
 
Utley:  Well, but we do that with 4x5s and fill. 
 
Bernstein: But it’s still 4x5? 
 
Utley:  Right.  
 
Bernstein: When you’ve shot the picture, it’s 4x5. You can’t tell the camera to shoot this 10 

times bigger? 
 
Utley:  No, but what you do is you scan it at different density. 
 
Bernstein: And that gets it the bigger... 
 
Utley:  That creates the... 
 
Bernstein: That’s where I’m probably getting confused on this digital image thing. Yeah.  
 
Armstrong: What if you just moved....what if you left line 16 and 17 alone and just moved the 

whole paragraph, beginning with line 21, in front of that, where you 
defined computer 22 before it’s used in that sentence in line 17? 

 
Boehm:  Because it doesn’t really flow there. What you’re trying to do in that paragraph, 

he’s says, “If the images obtained are digital...,” he’s describing the 
printing device 20 there, and that has to be described...20 has to go 
before 22. That’s where he’s introducing what 20 is. 

 
Armstrong: Yeah, although with line 15, the sentence starting with “alternatively,” that 

actually does not talk about printing. 
 
Boehm:  Let me read it again. I think you’re right. “...if the image is obtained with a 

digital camera, a print image may first be obtained...” 
 
Armstrong: What he’s saying, you took a digital picture and you want to print it and then 

enlarge it. 
 
Boehm:  Yeah, he sends it to a printer, 20. “In this manner, print image can then be 

enlarged and scanned.” 
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Bernstein: Right. So even though you don’t have to... 
 
<End Side 2, Tape 1; begin Side 1, Tape 2> 
 
Bernstein: Tape 2, Patent Meeting, Docket 57103-120. Let’s start on page 12. 
 
Boehm:  Wherever you want to. 
 
Armstrong: And I think a lot of this is going to be totally fixed up by this change that 

Brian’s made, or this correction that he’s made, but I just want to be 
certain of it. 

 
Boehm:  And I’m a lot colder on that, guys, than Steve was, so just do a dump on me, make 

me the corrections, and I’ll just do it kind of cold without analyzing it; 
and then when I read it again tonight, I’ll see if I can... 

 
Armstrong: Okay, the first thing Brian, I just wanted to make sure what you meant here. You 

want that to be VWW? 
 
Utley:  No, VIH. 
 
Armstrong: Or VWH?  
 
Utley:  It can be either one, but I want it to be BIH. 
 
Armstrong: Okay, well then let’s talk about it because then what we’re doing in the first 

line of this page, we’re saying, “The viewing image height and viewing 
image width within the viewing window can be determined by comparing the 
source and the aspect ratio of the viewing window application.” So the 
unknowns are the height and the width of the viewing window. 

 
Bernstein: Viewing image window. 
 
Utley:  Why should you add aspect ratio? What it says if you compare the aspect ratios—you 

know what those are— 
 
Armstrong: For the source and the viewing window. 
 
Utley:  Right. If you know what the aspect ratios are, you all you need to know is 

determine whether you are going to use VWH as the basis or whether it’s 
going to be VWW. 

 
Armstrong: Okay, so let’s just say in the first that the source image aspect ratio is greater 

than the viewing window aspect ratio. 
 
Utley:  Right. 
 
Armstrong: Then we’re going to set the viewing image height equal to the viewing window 

height. 
 
Utley:  Right. 
 
Armstrong: And then the next line, in order to get the viewing image width, we need to divide 

the viewing image height, which we don’t know. 
 
Utley:  We do know. 
 
Armstrong: Okay, tell me. 
 
Utley:  That it’s equal to VW and VWH. 
 
Armstrong: Oh, okay. So we’re really saying the same thing? 
 
Utley:  Yeah. 
 
Armstrong: Right, we’re saying the same thing. 
 
Utley:  Yeah, but this is mathematically correct. 
 
Armstrong: Okay, so we are saying the same thing. 
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Boehm:  How about grammatically, Brian? 
 
Utley:  Pardon? 
 
Boehm:  But I’m partially kidding on that, but when you use the phrase “target image 

size,” go to...well, you don’t have... 
 
Utley:  Let’s come down... 
 
Armstrong: Let’s come down. Let’s say if that’s false. 
 
Boehm:  My question is the language. You say on line 23, 24...”a target image size TIS has 

a TIW and a TIH.” Does that make sense to call the window a TIS or a VWS 
for size? It’s the same concept—width times height equals something. You 
want to call it area? That’s even clearer. 

 
Utley:  Yeah, size and area are interchangeable. 
 
Boehm:  Well, maybe we should say that the target image area—TIA. “Having a target image 

width times the height...” That’s beautiful. 
 
Utley:  They’re interchangeable, so it’ll work either way. 
 
Boehm:  Okay.  
 
Armstrong: Let’s just continue. 
 
Utley:  Let’s say we’re defining size as area, size is total number of pixels, which is 

area. 
 
Boehm:  My only question would be can I make the...at the top of page 12 where you said, 

“...the viewing image height, gauge, and viewing image width (VIW) within 
the viewing window area...” VWA? 

 
Bernstein: Yes, that would be very clear. 
 
Boehm:  Yeah. You’re also consistent with the target image area, but am I doing the wrong 

thing here, Brian, because you used VW earlier. Are you using it 
consistently? 

 
Utley:  Yeah. 
 
Armstrong: Yeah. 
 
Utley:  Yeah, it’s consistent.  
 
Armstrong: See, just continuing with my thought pattern in the [us?] statement, I would just 

reverse the order of these and put VIW. 
 
Utley:  It’s right there. 
 
Armstrong: Okay, okay. 
 
Utley:  So if you pick it up off the computer copies that I sent, it’s correct. 
 
Boehm:  Oh, okay. Is that what he did? Just plugged it in? 
 
Utley:  Yeah, this is what I sent him last Thursday.  
Boehm:  I see. 
 
Utley:  I had written it. This is where it was transcribed. 
 
Boehm:  Okay, well clue me in where this started, Brian. 
 
Utley:  So you go down to... 
 
Boehm:  Is this page 11 on your sheet, or not? 
 
Utley:  Page 1 on the aging process. 
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Boehm:  We’re at page 11 of the text. The formula starts on figure 7. 
 
Bernstein: Yeah, you’ve got to go back to 11 and start him at figure 7.  
 
Boehm:  Yeah, start me off here so I don’t blow this. 
 
Bernstein: Right, he wants to get every term. 
 
Utley:  Oh, okay. On page 11, we define the aspect ratio. 
 
Boehm:  Right, which is on page 1 of your new... 
 
Utley:  Right, got it. 
 
Boehm:  Okay, that’s what I wasn’t sure. Brian, you still want me to use his text because 

it looks like... 
 
Utley:  Yeah, his text is fine. 
 
Boehm:  Yeah, it looks like he added words to your... 
 
Utley:  Yeah, no, he expanded... 
 
Boehm:  He expanded to make it readable. 
 
Utley:  Right.  
 
Boehm:  I see what you’re saying. But the formulas, let’s go through each one of the 

formulas and make sure they’re correct, right? 
 
Armstrong: That’s what I’d like to do now before I run out of time. Brian, down in...you’re 

on 12? 
 
Utley:  Yeah, right. 
 
Armstrong: On 12 when we, after line 25, when we start talk about these equations, the 

statement here I don’t see as being expressed right. Now I could be wrong, 
but the TIS = the TIW times the TIH, agreed; but that also equals VIS 
times the magnification factor. 

 
Utley:  That’s correct. 
 
Armstrong: When I re-do this formula, I understand that the magnification factor is VIS/TIS. 
 
Utley:  No. Not true. The magnification factor is TIS/VIS. 
 
Armstrong: Actually I had it the other way–VIS/TIS.  
 
Utley:  TIS/VIS. 
 
Armstrong: It’s the ratio of the viewing image to the target image?  
 
Utley:  Right. 
 
Armstrong: So it would be VIS/TIS. 
 
Utley:  What’s the ratio? 
 
Armstrong: It’s got to be one over the other, so we express it right.  
 
Utley:  It’s the TIS divided by the VIS. 
 
Armstrong: Okay, let’s go to line 19. Then this is stated wrong: “The magnification factor is 

defined as the ratio of the viewing image to the target image.” So that 
needs to be reversed. 

 
Boehm:  Right, but that’s word for word what you had on top of page... 
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Armstrong: So it’s defined as the ratio of the target image to the viewing image. Okay, so 
those need to be reversed, in which case we’ve got TIS/VIS = MF. If I’m 
solving for TS, I’ve got TS = VIS * MF. Now you’re right. So down below is 
fine. 

 
Boehm:  Yeah, because the target is going to generally greater than the viewing image 

window. 
 
Bernstein: Yeah, I just couldn’t reconcile the formulas because of that transposition, that’s 

all. 
Boehm:  Brian, what are you rationing? The size? The area? 
 
Utley:  You’re rationing the area. 
 
Boehm:  The area. 
 
Armstrong: And I like that clarification because it’s... 
 
Boehm:  Didn’t we way it’s the ratio of the areas, or of...you mean the ratio of the 

viewing image area to the target image area? 
 
Utley:  Yeah, because when you magnify, you magnify an area. Magnification [is an aerial?] 

a function. 
 
Boehm:  Excellent. 
 
Armstrong: So height time width is area, which would be good every time we referred to target 

image or viewing image, we called it viewing image area or target image 
area. 

 
Utley:  Yeah. The only reason why I picked size instead of area is because we talk about 

aspect ratio, and you begin to use the A...the A shows up in a number of 
different forms, and therefore I didn’t want to confuse you with A in one 
being A, aspect ration, being the same as A in area. That’s the reason why 
I did that. 

 
Armstrong: Okay.  
 
Utley:  But we understand that area and size are synonymous.  
 
Boehm:  Let’s just get rid of the A in aspects and make it SIR. That solves your problem, 

and then everything else is also... 
 
Armstrong: That’s right. 
 
Boehm:  ...three digits, right? 
 
Utley:  That’s okay because that would define aspect ratio as R. 
 
Utley:  Yeah, that’s fine. 
 
Armstrong: And it goes on line 4 as well. 
 
Utley:  Yeah, all the way through.  
Armstrong: Again, Doug, just in the interest of time, I think what I’d like to do is apply 

the semantic changes to the text after we’ve made sure that some of my 
math questions...that Brian and I are on the same page before I have to 
leave.  

 
Boehm:  And I’m not even sure we’ll have to do that because I have to go through it when I 

do the edits here, and I will do the same thing that you are doing and 
make sure it makes sense. 

 
Armstrong: Okay. On the top of page 13, then, what I was able to determine from this and 

confirm with Brian is that the source image aspect ratio is equal to the 
target image aspect ratio. The question is was this intended because, and 
we started to have this conversation, is that we may not have...we may 
crop photographs, we may want to stretch a photograph... 
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Utley:  Let me explain how that works. First of all, in the image sizing program, you have 
the ability to change the size of the source image from a standard image. 
In other words, if you are cropping, you can specify the crop, and it will 
give you the right dimensions and it will fit it into the viewing window. 
So a cropped image... 

 
Armstrong: But it lost data. When you crop, don’t you cut away a piece of data? 
 
Utley:  It’s before you get data. It’s while it’s still an image.  
 
Armstrong: So it just smushes it in right? 
 
Utley:  Yeah. It puts it into the viewing window properly. So you can specify a cropped 

image source without any problem. But the case that isn’t covered 
yet...there are two cases that aren’t covered yet. One is where you 
digitally crop an image, okay, which you can do. You can get there, but 
you have to know how to get there. The second is, we have not covered the 
case of the panorama or stitch images.  

 
Bernstein: But it’s all one image in the end.  
 
Utley:  I know, but we want to cover the case of the dimensions because it assumes that 

you always fit the image into the viewing window, but in the case of 
stitched images, you don’t.  

 
Bernstein: Why? 
 
Utley:  You let the... 
 
Armstrong: The image flows beyond it. 
 
Utley:  The image flows beyond the edges of the viewing window.  
 
Armstrong: It does? 
 
Utley:  Yeah. 
 
Armstrong: When you first look at a Hyatt Hotel pool shot, you don’t see the whole shot. You 

see one shot, and then you pan around it. So you’re not fitting the whole 
image into the viewing window.  

 
Utley:  Right.  
 
Bernstein: We never were. Prior Art does that. 
 
Boehm:  On a photo you are. 
 
Armstrong: And a Prior Art also gave you the ability to do that. 
 
Utley:  Yeah. 
 
Bernstein: But on a MAC standpoint, he’s not creating that formula for fitting a panoramic 

image... 
 
Armstrong: Into a viewing window because you don’t do that. 
 
Bernstein: Gotcha. 
 
Boehm:  What do you do in terms of actually doing the math, Brian? 
 
Utley:  When I get that built into the image sizing program, what it will do is it will 

size the panorama into the viewing window vertically, and then it will 
allow you to pan horizontally across the image.  

 
Boehm:  Or vice-versa. 
 
Utley:  Theoretically, yes, although we don’t have any examples of that. 
 
Boehm:  What happens if you wanted to...well, panning bigger, if you want it bigger... 
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Bernstein: You could do what you’re saying and pan vertically and horizontally, we just don’t 
do it. 

 
Utley:  But if you did that, then what I’m saying is you size the image into the viewing 

window so always see one dimension completely until you start zooming.  
 
Boehm:  My suggestion is that we don’t...of course, we’re not going to worry about that 

today, we don’t have the time to do that. When we get to the end of this, 
then we’ll say, of course, when you stitch images together to do pick your 
pan, you would first do the small size, and then whatever. 

 
Utley:  Right. 
 
Boehm:  We’ll just handle it because the point of this math is to give us a basis for 

putting technical definitions into the claims if we run into the problem 
that we need it during prosecution.  

 
Utley:  Not only that, but it’s also very helpful when we’re talking to...when we’re doing 

due diligence and we’re talking to people about how does it work. This is 
how we sit down with them and say here’s how it works. This is not 
something that’s off the seat of the pants. This is something that follows 
a disciplined structure. 

 
Boehm:  Absolutely, and that buys you credibility. 
 
Utley:  Right, and then when we license someone, this is part of the documentation. 
 
Boehm:  The biggest thing is is it the best mode? Remember, we have to disclose the best 

mode of making and using your invention.  
 
Utley:  Yeah, and this is the best mode. 
 
Bernstein: This better than blowing up images.  
 
Armstrong: Let me just further throw into this source image aspect ratio equaling the target 

image aspect ratio for a second. I’ve got just an example written on the 
side with those people in a box. If we start with the small image here, 
which is a 6x8, and we blow it up to an 8x10...that doesn’t matter, we end 
up with a source image that’s 4x5, and then we just make the target image 
4x5, right? 

 
Utley:  Right. 
 
Armstrong: So it’s not that one is...because the little one is not the source image, it’s the 

bigger one that’s the source image after we’ve done the cropping. 
 
Bernstein: No, that’s the target image.  
 
Armstrong: No, that’s the source image that goes into the system. Then we create the target 

image. 
 
Bernstein: No. 
 
Armstrong: Yeah, this is before it goes in. 
 
Utley:  If the source image is, say, at 8x10, what the formula does is tell you how to 

scan it so that you arrive at the right target image. So if you go down 
further, it says, “And, by the way, if you follow the program, the program 
says the right scanned density for this is this many pixels per inch,” and 
that will produce you a digital image which has a magnification factor... 

 
Armstrong: That’s the next step. I think I know the answer to this, but in this example, 

which of these two things is considered the source image? 
 
Utley:  The source image is the 8x6. 
 
Armstrong: The target is the 8x10? 
 
Boehm:  We have to define that, guys. 
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Armstrong: Okay, hold on because we’ve got...let me just follow this math. I just want to 
understand why I’m wrong here. In the source image then, we have an aspect 
ratio of 3:4 on an 8x6. 

 
Utley:  Because it’s a portrait. 
 
Armstrong: It’s a landscape. 
 
Utley:  Okay. 
 
Armstrong: This is a picture of my kids on the beach, but I want to frame it in a portrait 

frame, so I’m going to go in and I’m going to crop the edges and turn it 
into an 8x10 and blow it up. 

 
Utley:  Where do you crop it? 
 
Armstrong: I’m going to crop it on the scanning program, let’s say. I’ve got a print image, 

and I’m going to throw it on the scanner. I’m going to throw this on the 
scanner. I’m going to crop the edges of, blow it up to an 8x10. 

 
Utley:  You don’t do that on the scanner. You don’t blow it up on the scanner. 
 
Armstrong: Okay, well let’s say then I blow it up on a...let’s say I blow it up before I scan 

it. 
 
Utley:  Right. 
 
Armstrong: And then I crop it. I end up with an 8x10, which is an aspect ratio of 4:5. 
 
Utley:  Right. It’s not portrait. 
 
Armstrong: It’s not portrait? 
 
Utley:  Right. 5x4. 
 
Armstrong: Exactly, right, 5x4. I did that backwards. So now I’ve got... 
 
Utley:  An aspect ratio of 1.25. 
 
Armstrong: Right, I’ve got a three-quarter aspect ratio for what you’re calling my source 

image.  
 
Utley:  No, you’ve got...I don’t know anything about that. All I know is that is this. 
 
Armstrong: This is the source image. That’s why I asked you which one was the source. This 

ends up being the source. <Everyone talking at once.> ...the original 
picture... 

 
Utley:  I don’t know anything about that. 
 
Bernstein: Why? 
Utley:  Because what you put in the scanner, the system considers to be the source image.  
 
Armstrong: Although there is a step here... 
 
Bernstein: Well, this is what I was putting in the scanner. 
 
Armstrong: There is a potential step here is not a part then... 
 
Armstrong: Because then the enlarged image is the source image.  
 
Utley:  Right. 
 
Armstrong: Because there’s a step before digitizing that says we can take an image of any 

size, create the ultimate source image from that in any dimension you’d 
like via cropping and enlarging, and then we will end up with what we are 
calling in these formulas a source image. But we don’t talk about this. I 
don’t know if it’s important, but it’s a step that confused me. 

 
Armstrong: Brian’s saying it’s not important. 
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Armstrong: It’s not important to this formula; but what I’m wondering if it’s important to 

our process.  
 
Bernstein: Well, certainly it’s part of the process.  
 
Utley:  Well, no, if you go back through and you understand this, what your controllables 

are, what your scan density is, what your aspect ratio is, how you fit it 
into the viewing window, what your target size is, and if you know all of 
that, you can determine the trade-off between your ultimate source, 
whatever that be, I know nothing about that, and what you put in your 
system. 

 
Bernstein: I recognize that. I’m one step before that whole process, and now we’re taking 

ourselves outside of the math, and then we can table this and you guys can 
talk about it later. You just told me that this lower image is the source 
image.  

 
Utley:  Right. 
 
Bernstein: Yet it’s not what the client gave me. The client gave me this picture. Greg 

Manning gave me a baseball card with a whole bunch of header information 
and said take the header out, give me just the picture of [Newell] Lowell 
or whatever his name was...just the picture. So, I don’t know if we want 
to include anywhere, if it’s important, the step that is our editing of an 
original image before it becomes what we are calling a source image. 
That’s all. And let’s leave it there for right now. 

 
Boehm:  That’s the same problem I was confused with, and when I look at Brian’s figure to 

say that the target image is surrounding the viewing image, I get confused 
as to what he means by the target image.  

 
Utley:  Well, the target image is the file... 
 
Boehm:  What’s the word “target” mean? 
 
Utley:  Because what you are doing is you create a virtual image into which you zoom and 

pan. It is a virtual image.  
 
Boehm:  Oh, so you’re targeting to the virtual image? 
 
Utley:  Yeah. 
 
Bernstein: Or you’re targeting that big [ ]. 
 
Armstrong: What you’re talk about is semantics, and I had the same conceptual problem on my 

first read, understanding the difference between target, source, and 
viewing. 

 
Boehm:  And viewing, yeah. 
 
Armstrong: And that’s something you guys can talk about, and that’s just really a global 

change in semantics if you decide to do that. But I’d like to move onto 
the next question I have that’s formula driven, and it’s the scan density. 

 
Utley:  Right. It’s not in here, it’s on the image sizing program.  
 
Armstrong: This? 
 
Utley:  No, the other one that I have where you put in your parameters, and it 

automatically computes. 
 
Boehm:  You can use an Exel spreadsheet with macros to do that with code. We have not 

written an application on that yet.  
 
Bernstein: Well, that should be here. 
 
Armstrong: Yeah, because we reference it. We reference... 
 
Boehm:  You reference the program?  
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Bernstein: We reference the math. 
 
Armstrong: In line 11, we’re talking about how we determine a minimum scan density, and we 

actually have a formula here, which I don’t understand. 
 
Utley:  The minimum scan density says that you will scan at that DPI or... 
 
Armstrong: That’s height, or is it area? 
 
Utley:  No, it’s scan density. 
 
Armstrong: Okay, let’s look at this formula then. 
 
Boehm:  Where are you? What page? 
 
Armstrong: I’m on page 13, line 13. 
 
Utley:  It’s the ratio of the source image height to the target image height. 
 
Armstrong: Just height? There’s no width... 
 
Utley:  No. 
 
Armstrong: ...in there at all? 
 
Utley:  No, because you’ve got a fixed aspect ratio. The two aspect ratios are the same, 

therefore it doesn’t matter. And if you try to use area, it’s a square 
function, so it doesn’t give you the right answer. 

 
Armstrong: And does this end up giving us the dots-per-inch result? 
 
Utley:  Yeah. 
 
Armstrong: So if I’ve got a height, then you’re saying we’re expressing the height in terms 

of pixels? 
Utley:  It can be either in inches or in pixels. Typically it’s in inches because when you 

want a...your scan density is when you’re scanning, and you’re scanning is 
in... 

 
Armstrong: Okay, then let’s use an example I put here. If we have a source image of an 8x10, 

and our target image is going to be...let’s fix this and call it an 80x100 
so we keep the same aspect ratio... 

 
Utley:  Right. 
 
Armstrong: We then end up with an MSD of the height... 
 
Utley:  Your target’s going to be in pixels.  
 
Armstrong: Okay, well this is what I want to clarify, then, because that doesn’t say it. So 

the target... 
 
Utley:  The target is always defined in pixels. It says area in there, but it’s always 

pixels.  
 
Armstrong: Okay. But we don’t always use the TIH in a formula in a pixel form. 
 
Utley:  You always use it in pixel form. 
 
Armstrong: We do? 
 
Utley:  Yeah. That’s the only way it’s ever expressed. 
 
Armstrong: Even up in these formulas and everything? 
 
Utley:  Yeah. 
 
Boehm:  Does it have to be in pixel? Can it be units? 
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Utley:  No, it has to be pixels.  
 
Armstrong: And the viewing image width is always in pixels? 
 
Utley:  Yep.  
 
Boehm:  Viewing target but not source? 
 
Utley:  Well, the source is whatever medium the source is in. If it’s a 4x5 piece of film 

or an 8x10 enlargement, or whatever. 
 
Armstrong: Well, let’s follow this through then. So... 
 
Bernstein: Then that’s not a source image. The source image is what you create by forming the 

4x5. 
 
Armstrong: That’s something we need to clarify. 
 
Boehm:  Exactly.  
 
Armstrong: We need to be able to say the target image in these formulas...or to calculate 

them, target image heights, widths, and sizes are all... 
 
Utley:  Viewing window is in pixels, height in pixels. Okay. Source image generally in 

inches. I mean, I laid that out. 
 
Armstrong: Okay. It wasn’t in this one. But let’s just look at this for a second. What would 

the number of pixels be on something like this if I’ve got 80"x100"? What 
would 80" be in pixels? 

 
Utley:  That’s probably around 8,000. 
 
Armstrong: 8,000. So we’ve got 8,000 pixels divided by the height of the source image is 8, 

so we have a scan density of 1,000. 
 
Utley:  Right. 
 
Armstrong: Okay. That works. Fine. Okay, example 1. Let’s go to example 1. Your assumptions, 

for example, you want to change from this sheet to the next, Brian? 
 
Utley:  Right. 
 
Boehm:  Are we doing example 1 of the... 
 
Armstrong: On page 13, beginning on line 17. 
 
Boehm:  Are there changes, Brian? 
 
Armstrong: Perhaps. We’re going to go through it. 
 
Utley:  I’ll look at it and see. 
 
Boehm:  Why don’t we just go to the example 1 in your new? 
 
Utley:  Okay.  
 
Boehm:  Unless it’s the furthest. 
 
Armstrong: It’s not furthest. Okay. So we’ve got a source. Everything’s the same here. 320x48 

is 400 pixels. Viewing image size is equal to 128. Target image size is 
equal to 2560. Good, we’ve got the square root in the formula now. The 
1789. Target image height is 1431. Minimum scan density, I think is wrong. 

 
Utley:  No, it’s not.  
 
Armstrong: The minimum scan density is said to be... 
 
Utley:  You multiply the minimum scan density... 
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Armstrong: Right, but let’s just do the formula. The minimum scan density is what? Defined as 
the target image height, which is what? 1431, right? 

 
Utley:  Right. 
 
Armstrong: Okay. You have 1789. 
 
Utley:  Oh, I’m sorry. The target image height...you start with the target image 

width...you can do it either way. It’s 1431 is the target image height. 
 
Armstrong: Right. That’s the formula. So in order to use your formula, it’s 1431 divided by 

what? 
 
Utley:  By 4. 
 
Armstrong: Not by 5? 
 
Utley:  No. 
 
Armstrong: Okay, so that’s just a general correction. You actually end up with a very similar 

answer, mildly different by only, I think. .75, but it is different. Oh, 
no, you don’t. You get...wait a minute. <reading to himself> ... is the 
target image height in example 1...it may just be a rounding function... 

 
Utley:  It is. 
 
Armstrong: But as we show the math, we should show it consistent with the formula, right?  
 
Utley:  Yeah. What does it say? 
 
Armstrong: 357.75. 
Utley:  Right. Just round it up to 358. There are no such things as fractions of pixel 

settings.  
 
Armstrong: 1789/5 = 357.8, so it’s slightly different, so that’s why... 
 
Utley:  It’s not different. You can’t have a fraction of a pixel.  
 
Armstrong: Don’t get upset about this. You have an error in the way you show this, and all 

I’m doing is pointing out that we can’t have it in the patent that way. We 
have a formula that says it’s height divided by...it should be 1431 
divided by 4. We just went over that on the previous page. That’s all I’m 
saying. Either way, we need to express it as 1431...that’s all I’m saying. 

 
Utley:  I see what you’re saying. I understand.  
 
Armstrong: Do you have that, Doug? 
 
Boehm:  No, I’m still trying to figure out... 
 
Armstrong: Okay, look on his new sheet. 
 
Boehm:  Yeah. 
 
Armstrong: The only correction to his new sheet on page 1 is the second to the last line. 

“The minimum scan density equals 1431 divided by 4 equals 358.” That’s the 
only change.  

 
Boehm:  Okay.  
 
Armstrong: Now, let’s see...did I have anything on this one? 
 
Boehm:  Good catch, Jim. Thanks. 
 
Bernstein: On 2, I think we have the same file [ ]. 
 
Boehm:  What? 
 
Bernstein: We’re best friends for this very reason. I sucked in math. 
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Armstrong: This one’s just the exact same thing on 2 where we’re just using the wrong number. 
We get the same answer, but we’re using the wrong number. The minimum scan 
density, second to the last line, should be 1431 divided by 4 equals 358. 

Boehm:  Which is the same... 
 
Utley:  It’s the same number. 
 
Boehm:  The same fixes as... 
 
Armstrong: Exactly. Same number, it’s just the equation is expressed incorrectly. 
 
Boehm:  It’s the same text...the same change we made to example 1. 
 
Armstrong: Exactly, exactly. In the middle of that example 2 on page 4, there’s a statement 

that says, “The target image size equals the viewing image size times 
twenty.” I can’t find where that relationship is defined in a previous 
example where we say that the target image size equals the magnification 
factor times the viewing image size. And if it’s not, we need to just put 
it in because it’s obviously right, it’s just not stated. 

 
Boehm:  On the top of page 2, when you define magnification factor, and you’re saying it’s 

a ratio of the viewing image to the behind-the-scenes target image, so 
it’s going to be a less-than-a-one number. See, we’re getting targets and 
viewing screwed up. The terminology, I think, is screwing us up, right? 
Because weren’t you using magnification factors of twenty? That would have 
a viewing image of twenty sizes larger than the target image.  

 
Bernstein: That’s what we found last night... 
 
Utley:  No, the magnification factor is the...the target image size is the viewing image 

size times the magnification factor. 
 
Boehm:  Right, how do you define the magnification factor...oh, that’s what...the viewing 

size... 
 
Armstrong: But in the patent pages, do we have that, Brian, somewhere? Because I looked for 

it, and I couldn’t find it. 
 
Boehm:  It’s page 12, the middle, it’s where he defines magnification factor, and it’s not 

where it should be. 
 
Armstrong: Right, but I don’t see it there. 
Boehm:  “...ratio of the target...” we’re going to call it “...the target image area.” 
 
Utley:  It’s down on the bottom. “The target image size is the target image weight times 

the...” “...which is equal to the...” 
 
Armstrong: There it is. “...viewing image size times magnification factor.” 
 
Boehm:  Right. 
 
Armstrong: Okay, so that’s the one I had a problem with because we inverted those two things, 

so that explains that. That’s fine. Let’s move on. Now, did I have 
anything else on examples? Example 2...example 2... 

 
Boehm:  One more point. When you say the magnification factor, it’s really the maximum 

desired, isn’t it? Magnification factor, Brian? 
 
Utley:  Yeah. 
 
Boehm:  Because magnification factor is any zoom. What you’re worried about is the 

maximum, your deepest, right? 
 
Utley:  Right. 
 
Boehm:  Okay. So I want to make this MMF for Maximum Magnification Factor, okay? 
 
Armstrong: Okay. 
 
Bernstein: Where was that? 
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Boehm:  I’ll fix it. Don’t worry about it. It’s really at... 
 
Utley:  The magnification factor is the maximum magnification factor. 
 
Armstrong: Always? 
 
Utley:  Yeah. 
 
Armstrong: What about the minimum? 
 
Utley:  The minimum is 1. 
 
Armstrong: 1 plus something? 
 
Utley:  Right. Now, then, this is what you’re designing it to. 
 
Armstrong: Page 5 of Brian’s new thing...page 5, example 3. This minimum scanned density, 

again, I think is wrong. We’ve got a target image...what is the formula 
again? I keep forgetting. Target image height of 1610, right? 

 
Utley:  Where? 
 
Armstrong: Example 3. 1610 divided by the source image height, which is 5. So 1610 divided by 

5 is 322. So it’s just the expression is consistently just reversed. 
 
Boehm:  And you’re on page 5, it’s the minimum scan density? 
 
Armstrong: Minimum scan density equals 1610 divided by 5, which equals 322. 
 
Boehm:  Okay. 
 
Bernstein: What is that last? “The photos can be any scan density greater than 321"? 
 
Utley:  As long as you scan at a higher density than that, you will never pixilate. 
 
Armstrong: Since we get to this answer here, that’s his conclusion. You have to be at least 

322...321. 
 
Bernstein: For that particular example? 
 
Armstrong: Yes. That’s the answer to his equation. 
 
Utley:  What this is telling you is that when you scan this image in, you’ve got to 

do...you’ve got to start at least at this density. 
 
Bernstein: To get that result of 20? 
 
Utley:  To get that result. 
 
Bernstein: I finally understand. 
 
Armstrong: Okay, let’s go to page 20 in the patent file. 
 
Boehm:  Okay. 
 
Armstrong: It was...actually, never mind. At the bottom of page 20 where I say, “really?” I 

already talked to Brian; I understand completely why that is now. 
 
<Difficult to understand; Boehm and Armstrong having a side conversation.> 
 
Boehm:  Okay. 
 
Armstrong: And as long as this one has the square root thing in it, which I’m sure it does, 

then we’re fine on that example.  
 
Utley:  It does. 
 
Armstrong: Okay.  
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Bernstein: Doug, you’re supposed to be picking up these square root issues... 
 
Boehm:  Hey, you guys are supposed to be picking this up. Actually, I was hoping you could 

work closer with Steve than the timeframe we had; but I’m taking the last 
pass at it here, so I’m going to try and get another pass at it. 

 
Bernstein: Cool. 
 
Boehm:  And I am trying to get another pass at it, and I would have done the same number 

exercise that you’ve done for us, Jim. 
 
Utley:  <As an aside to Jim and Eliot.> Can you meet me in Philadelphia on Friday morning? 
 
Armstrong: I think so. 
 
Bernstein: This Friday? I don’t know.  
 
Armstrong: Well, I need to check my calendar. 
 
Bernstein: Other than just checking? 
 
Armstrong: Yeah. What time? 
 
Utley:  Can you pick me up at the airport? 
 
Armstrong: Yeah. 
 
<Continued background conversation between Utley and Armstrong.> 
 
Bernstein: Doug, why don’t you make these changes? 
 
Boehm:  Yeah, I will. 
 
Bernstein: Start with this because I think we can pick up our changes later, can’t we? 
 
Armstrong: Well, let me give you a few more that I wasn’t real sure about. 
 
Boehm:  Well, what’s the...what do you think is the extent? If we go through page by page, 

you’re right, it’s going to be forever. 
 
Bernstein: No, I just want to go through my comments real quick. If Brian has any additional, 

that’s fine.  
 
Boehm:  Okay, and remember we can change the wording of the claim as long as it’s 

recorded. 
 
Bernstein: No, no, this is the body. These are minor fixes. 
 
<Everyone talking at once. Shuffling as Armstrong leaves the room.>  
 
Boehm:  Thanks, Jim, for leaving. 
 
Utley:  <Chuckles.> He’s going to catch a plane. 
 
Boehm:  Hope you had better luck than I did. 
 
Utley:  Yeah, really, and the weather here right now is pretty bad. 
 
Boehm:  Yeah, that’s what it was yesterday. 
 
Utley:  Where did you get stranded? 
 
Boehm:  It’s a long story. Is now a good time? 
 
Utley:  How long is it going to take?  
 
Boehm:  What happened was I left about 6:00. Everybody said it’s no problem to catch the 

7:25. There was a terrific traffic jam just north of the airport, bumper 
to bumper for miles, and it got to be 7:10 before I was at the airport. I 
was flying around lost, trying to find the Avis. Got to the bus at 7:15. 
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Yelled at the driver and said, “I’ve got a 7:25 flight. Can we do it?” He 
goes, “I don’t know!” So we got in and tried it. They dropped me off at 
the United gate. And I dropped up the Avis car without filling it with 
gas, you know, just get my butt over there. I get up to the drop-off, and 
thinking, oh, I gotta run, and so I run like crazy to get to the get and 
find out different. There’s a whole bunch of people standing there, you 
don’t have to run. It’s been delayed. So my flight out of Ft. Lauderdale 
to Chicago was delayed first of all for storms, and then mechanical 
problems. I got switched all over the place. 7:30, 8:30, 9:30, and you 
wonder what’s going on. Half the people bail out and go to Miami and fly 
out of there, and they keep saying, oh, we don’t know when it’s coming. 
I’m thinking, oh, crap, I’m going to miss my 10:30 connection in Chicago 
to go to Milwaukee, so I called and found that there was a bus. There was 
an 11:30 bus, and I thought, hey, I’m gonna make this, no problem. The 
stupid plane didn’t leave until 10:00, got in Chicago at 12:30, missed the 
bus, missed the only connection out to Milwaukee. I’m thinking the next 
one’s 8:00 in the morning, I’ll just go get a hotel, and it should be on 
the airline, right? Because they made me miss my connection. So I stood in 
line 45 minutes with other people who had missed their connections to try 
and get the hotel or the baggage lost or some damn thing. Here it is 1:15, 
1:30, and they say...and this guy in line behind me, he’s in line for the 
second time because they sent him in a cab off to a suburban hotel—not the 
Hotel Hilton, no way—some suburban hotel—sent him out there, he got there 
and there was no room, so they brought him back, and now he’s in line 
again! Talk about getting doubly screwed. Anyway, I get up to the counter, 
and she says, well, we can send you out to Arlington Heights—and I know 
the area, I grew up around there—a hotel, and we’ve got to get you a cab, 
and we’ll bring you back, and we’ll pay for the hotel. And I’m saying, 
when’s my flight? 8:15. I’ve got to be in there by 7:30. You’re going to 
get me out there, and I would have gotten maybe three hours of sleep. It 
was just ridiculous. So I said, what are my other options? I’m pissed. So 
she turns around and grabs a pillow and a blanket and says here’s your 
other option.  Everybody is kind of fuming, but we’re all taking it with a 
grain of salt. The guy next to me says, oh, you get the Hotel O’Hare, and 
you’re headed over to Gate B-20? That’s Suite B-20!  

 
Bernstein: And it is. I’ve done that so many times. Slept there many a night. Slept on my 

bag.  
 
Boehm:  I got in here this morning, landed at 9:00, and drove to work at 9:30. I haven’t 

been home. 
 
Utley:  And you are feeling the same. 
 
Boehm:  Oh, yeah, really crunchy! 
 
Bernstein: Okay, let me whip through this real quick. Skip the comment on top of page 9. On 

the bottom of 9, why can’t these images from videos be put back into video 
format and then zoomed on? Why can’t you take the images you captured in 
video, enhance them, and then put the 29-per-second back in, thereby have 
zoomable video? And panable? You can because a video is simply 29 images. 
So if we’ve captured the ability to do this on an image, we can create 
video by creating a series of 29 images per second. 

 
Boehm:  Okay.  
 
Bernstein: It can be easily done. Here’s the change. On line 21, just add: “A single or all 

captured frames from the video camera may be further processed as a 
digital image, and then reassembled back to video.” Take all the frames, 
do... 

 
Utley:  What are you going to do with it? 
 
Bernstein: You’re going to enlarge them, however you do that once you capture them. If you 

were just printing them, you could print the images, enlarge them, put 
them in a viewing window, and run that video through there and let 
somebody zoom in.  

 
Utley:  How do you run the video through a viewing window?  
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Bernstein: Doesn’t the video have its own viewing window? 
 
Utley:  You run it through a player. 
 
Bernstein: And the player has a viewing window.  
 
Utley:  And the player has a viewing window. 
 
Bernstein: Now, if the image is bigger than the viewing window, you’ll be able to...if the 

picture is bigger than the set viewing image, you’ll still be able to... 
 
Utley:  The picture will still be in the standard frame size of 320x240. 
 
Bernstein: They’ll be in a frame size, but the picture will be much bigger than 320x240. 
 
Utley:  No, the picture can’t be bigger than the frame size.  
 
Bernstein: On a video? Why? 
 
Utley:  Because that’s what you cover. 
 
Bernstein: I see what you’re saying. But would you be able to take a 20...no...and play them 

through...okay, scratch it. 
 
Boehm:   All this stuff at the bottom of the page? 
 
Bernstein: No, left side. 
 
Boehm:  Just the left side? 
 
Bernstein: And then still make the change on 21: “A single or all captured frames from the 

video camera may be further processed.” 
 
Boehm:  But we’re only talking a single frame is processed as a digital image.  
 
Bernstein: So it won’t matter if you do it multiple? 
 
Boehm:  Yeah, but you’re doing single, multiple times. 
 
Bernstein: Yes, okay, fine. 
 
Boehm:  Maybe we should say...no, single is fine. I think... 
 
Bernstein: Is a scanning a digital enlarger to me? To my thinking? 
 
Utley:  Yes. 
 
Bernstein: I just don’t understand why? 
 
Utley:  Yeah, it’s a digital...well, yeah, the way it is is you change the scan density. 

That will give the effect of the enlargement. 
 
Boehm:  Is that said here, Brian? 
 
Utley:  Yeah.  
 
Boehm:  Does that say that in here? That changing the scan density is effectively 

enlarging it? 
 
Utley:  It’s enlarging it because you’re increasing the number of files. 
 
Bernstein: What you said, sir, because it confuses me! 
 
Boehm:  And not only that, we may need it. If we’re practicing that...are we practicing 

that? 
 
Utley:  That was the whole point of going through the magnification factor and creating a 

scan density because you’ve got to create a picture large enough to be 
what you want it to be as a target image.  
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Boehm:  Never mind!  
 
Bernstein: Okay, but you see it now, right? 
 
Boehm:  Yeah, absolutely. I just didn’t... 
 
Bernstein: And to me, who doesn’t understand the math of all that, it seems very strange that 

you can take a digital image and it’s achieved everything by blowing up... 
 
Utley:  Optically. 
 
Bernstein: ...optically. And then you’re still putting it in the frame and framing it right 

until it works in a zoom environment. If I could understand the math, I’d 
understand that. I understand the theory. 

 
Boehm:  Brian, I know what I’m talking about. 
 
Utley:  I never questioned that! <Laughter> 
 
Boehm:  I do, all the time! No, when I’m thinking enlarging, I’m thinking of analog 

development enlarging. 
 
Utley:  Optically. 
 
Boehm:  Optically enlarging, not digitally enlarging. Are you digitally enlarging the 

photo when you up the scan density? No. 
 
Utley:  Let me give you the ... 
 
Boehm:  You’re upping the scan density. 
 
Utley:  Yeah. If you enlarge a photograph, you can set it at a lower scan density than if 

you don’t, then you have to scan at the high density to get the same 
result. 

 
Boehm:  Exactly. That’s why I don’t think that a scanner is technically an enlarger. 
 
Utley:  It performs a function. Because it has a variable scan density... 
 
Boehm:  Yeah. 
 
Utley:  Enlarging is better [in] the size of the file that is produced. And the size of 

the file is proportional to the size of the image.  
 
Bernstein: Oh, I see. I see it! It has to be. It effectively does the same thing.  
 
Boehm:  Yeah, I guess the scanner can do enlarging, yeah. 
 
Utley:  It can produce two different-sized files based on the same photograph being 

scanned at two different densities. 
 
Bernstein: Which is two different sizes. You see, the brain doesn’t think that. You just 

think 600 versus 900 just means more dots or something. Period. It doesn’t 
mean that you have more area. 

 
Utley:  That’s right. 
 
Bernstein: But is it? 
 
Utley:  When you have more area, you scan at a lower density. You scan at 200 DPI versus 

600 DPI. 
 
Bernstein: But what if there’s no scan, no density...the camera does that? 
 
Utley:  Then it’s fixed by what the camera does. 
 
Bernstein: Can you set the camera to be the enlarger? 
 
Utley:  No, you have very little control over that. When you go through the digital 

example, that’s what happens.  
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Bernstein: What? 
 
Utley:  You say, well, I got this digital picture, and I want to get a 20-times 

magnification, and you go through the math and it says “stop!” You can’t 
get 20 times; you can only get 11.1 times. 

 
Bernstein: Why?  
 
Utley:  Because you can’t get more pixels in the target image than you’ve got in the 

source. 
 
Bernstein: So how do you achieve 20 times? 
 
Utley:  You have to have better digital equipment.  
 
Bernstein: Okay, so you can buy a better digital camera that gives you more [pells?] for the 

shot? 
 
Utley:  Right. 
 
Bernstein: And as that comes due, that’s going to give us greater magnification. 
 
Boehm:  Brian, if you took a normal enlargement on a photo, you will keep enlarging until 

you get the grain level of the photo. 
 
Utley:  Right. 
 
Boehm:  On a scanner, you won’t keep enlarging...I mean, you’re going to hit the grain 

level of the photo, but it’s going to be limited by the scanner. 
 
Utley:  Well, yes, there are some limitations. For instance, ... 
 
Boehm:  An optical one is never limited by the optics, right? 
 
Utley:  Yes, optics have limitations.  
 
Boehm:  Okay, but way far... 
Utley:  But what happens is the scanner can’t put detail into a picture where it isn’t in 

the picture. So you can take a snapshot, for instance, and try to scan it 
at 1000 DPI, but it won’t look any better than if it was scanned at 150 
DPI because that’s all the information there is on the image that you can 
resolve. In other words, you have been destroyed by the processes that 
printed it. But if you take a transparency—the original source 
transparency, whether it be a positive or a negative—you can scan that at 
a very high density, and you can get every bit of information that there 
is to be obtained by increasing the scan density assuming that you have a 
scanner that is capable of that. 

 
Boehm:  Yeah, with no limitations. Yeah, you’re right. 
 
Bernstein: So, should we say all of that? 
 
Boehm:  The math is saying it, you just have to sit back and think about it. 
 
Bernstein: Okay, that’s good. 
 
Boehm:  But you’re right, it would be a good thing to say. If you could... 
 
Utley:  That’s why the math is there. 
 
Boehm:  But Brian, if you could say that in English, it would be even better. If, after we 

cut the phone call, if you wanted to jot a note... 
 
Utley:  My brain doesn’t work very well in English. <Laughter> 
 
Bernstein: Do you want English American or English British? Let’s define that. Let’s go right 

here and define that because that is important.  
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Boehm:  Okay, so what we’re saying is that by increasing the scan density, it 
effectively...well, first of all, what is it actually doing? It’s more 
data or pixels per image which lets you magnify deeper or more... 

 
Utley:  Let’s back it up. What we want is a large enough...our objective is to get a large 

enough digital image file to permit the zooming and panning at the desired 
magnification to take place. There are two ways to obtain that size file. 
One is by enlarging photographically and scanning at a relatively low 
density, or by that the source image is of sufficient precision to scan at 
a high density to create the same size file. 

 
Boehm:  But, wait, you don’t scan, if it’s digital. If you have a digital, you’re not... 
 
Bernstein: Wow, you see, you’ve got to clarify two things: scanning and digitally shooting 

the photograph with the right specs.  
 
Utley:  When you scan, you create a digital file. Alternatively, you have a digital camera 

which gives you a fixed file size.  
 
Bernstein: Although later in the future, you should be able to do inside the digital camera 

what you’re doing with the scanner, and create, when you get a good enough 
[pell] count, so to speak, right? 

 
Boehm:  But it’s technically not scanning, it’s the digital files coming directly from the 

camera is what he was trying to get across. 
 
Bernstein: But it’s creating a size. 
 
Boehm:  What? 
 
Utley:  The end result is to have a file which is sufficiently large...the file of an 

image when expressed in [pells?] has a large enough area to allow you to 
zoom into the image and obtain the desired level of magnification. 

 
Boehm:  Without pixelating. 
 
Utley:  Without pixelating.  
 
Boehm:  Okay, that makes perfect sense. Now, when we were talking about a scanner being 

essentially an enlarger, if you...you see, when I think of a scanner, I 
think of analog to digital. It’s taking optical and digitizing it. It’s 
doing the capturing.  

 
Bernstein: Right, but... 
 
Boehm:  On a digital camera, the [CCD] is doing the capturing. 
 
Utley:  Which is an array. 
 
Boehm:  Which is a scanner. I see what you’re saying. 
 
Utley:  Right. It is a scanner. Now, the... 
 
Boehm:  The scan density number you’re spitting out for your HP scanner or for to go buy a 

new proper... 
 
Utley:  No, you can control the scan density of a scanner. You can determine what your 

scan ratio is. 
 
Boehm:  Of a scanner? 
 
Utley:  Yes. 
 
Boehm:  But not of a digital camera yet. 
 
Utley:  No.  
 
Bernstein: Sure. You can go from 300 DPI to 600 DPI. 
 
Utley:  Not on digital cameras. 
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Bernstein: Sure. On my digital camera, I can set it to 300 for low resolution, to high of 

600. 
 
Utley:  Yeah, but when you do that, you’re getting a .JPG. 
 
Bernstein: Right. Or bitmap. 
 
Utley:  It doesn’t give you both bitmaps. I think it only gives you one bitmap, which is 

your maximum density.  
 
Bernstein: Well, the highest, 600, is a bit map; the other one is... 
 
Utley:  Right. The other one is a .JPG. That’s right. That’s absolutely right. But there’s 

only one bitmap. You can only go to one bitmap size now. Even the new 
Nikon 990, it only gives you one size bitmap. 

 
Bernstein: It does?... 
 
<End Side 1, Tape 2; begin Side 2, Tape 2.> 
 
Missing huge section 
 
Utley:  You said in the compression step, there are a number of options that you have to 

tailor the compression process. You can give the compressor a target for 
how much compression you want. You can also specify to the compression 
program the size of the compressed image, and that’s important because 
what you do with the image sizing program, the image sizing program will 
tell you what the size of the compressed image should be to create the 
target image. Therefore, you instruct the compressor to create a 
compressed image of that size. Remember you had a minimum scan density?  

 
Boehm:  Um, hum. 
 
Utley:  Typically, you will scan at a higher density than the minimum scan density, maybe 

10%, maybe 20%. So now you have to take that digital file and create a 
file which is equal to the target image, and you do that by telling the 
compression program that’s what you want. If you didn’t have a compression 
program, then you would try to scan as close to the minimum scan density 
you could so as to not create a bigger target image file than you needed. 

 
Bernstein: Okay, now, I didn’t totally understand that. He then says compression serves to 

preserve image resolution. Is that a true statement? 
 
Utley:  Um, hum. 
 
Bernstein: Thereby providing an optimum enhanced digital image. Optimal is no compression. 
 
Utley:  Well, it depends on what you mean. 
 
Bernstein: Well, did you see the...17 going to 18? 
 
Utley:  You made the optimizing file size.  
 
Bernstein: But then that needs to be defined here. Do you follow that, Doug? 
 
Boehm:  Yeah. 
 
Utley:  By optimum, we really mean optimum file size here. 
 
Boehm:  Yeah, since the number of pixels is not actually reduced. 
 
Bernstein: No, actually if you size it, they are reduced. 
Utley:  If you specify a small number, yes. What you really try to do is optimize the file 

size at the appropriate number of pixels.  
 
Boehm:  But the number of pixels changes when you .JPG it...I mean, when you compress it 

or .JPG? 
 
Bernstein: No, when you compress it and resize it. 
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Utley:  It’s optical.  
 
Bernstein: If you’re compressing by resizing, you’ve lowered the pixel count. If you’re 

compressing 1:1, you haven’t. Do you follow? So Brian’s saying you might 
have a large image and the compressor says, what do you really need here? 
Let’s get rid of some color. Do you need all this extra size and that 
height and width? And if not, it does all that for you. Lowest makes the 
smallest picture, thereby reducing pixel count and providing a less-than-
optimum enhanced digital image.  

 
Boehm:  Help me figure out what that sentence should say.  
 
Bernstein: I’d strike the whole sentence, to be honest with you. 
 
Boehm:  That sounds fine with me. Will we ever need the concept that we preserve the 

number of pixels, at least at the 1:1? 
 
Bernstein: No. 
 
Boehm:  Through compression? 
 
Bernstein: No. Compression is optional. Do you know what I mean? 
 
Boehm:  Okay, scratch the damn sentence. 
 
Bernstein: Yeah, okay. Good. I see that we can explain all of this. I would just leave it 

right after “...be set to other compression factors...” 
 
Boehm:  Yes, absolutely. That’s the end of the sentence, end of the paragraph.  
 
Bernstein: Exactly. That “64 user interface or control data is associated with enhanced 

digital image file if necessary and may already be on the user computer.” 
Boehm:  You got it. 
 
Bernstein: It’s still associated, even if it is on his computer, so that, in this sense, you 

might be right here, because you still need to associate the control data 
user interface with the picture. So that’s true. 

 
Boehm:  So I’ll move your comment down to clarify it later. 
 
Bernstein: Okay. And the only other thing is right after you say on line 6: “...graphic user 

interface on display upon loading...” Forget “downloading” and just put 
“loading of the image.”  

 
Boehm:  Okay.  
 
Utley:  Doug, I can give you the wording that I used. At the bottom of page 17, in place 

of that last sentence which spills over it, I said, “The target image 
dimensions can be set as parameters for compression thus ensuring an 
optimum enhanced digital image.” 

 
Bernstein: One more time? 
 
Utley:  “The target image dimensions can be set as parameters for compression, thus 

ensuring an optimum enhanced digital image.” 
 
Boehm:  But what are we optimizing? 
 
Utley:  File size here. 
 
Boehm:  The file size? 
 
Utley:  We’re getting the maximum image quality and minimum file size.  
 
Bernstein: For what we need to achieve. That’s right. That’s fine. Because that’s here... 
 
Boehm:  “...thus ensuring optimum quality and file size”? 
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Bernstein: You’re not ensuring any optimum qualities by compressing. You’re actually 
decreasing quality at that point. 

 
Boehm:  That’s right. So, “...thus ensuring an optimum compressed file size”? 
Bernstein: Yes. “...compressed file to image size,” right? 
 
Utley:  No, file size.  
 
Bernstein: And that does say it, by the way. Okay. Now, go down to line 8: “Image file [ ]. 

The user interface program is associated with the enhanced digital image 
file such that the combined”...take “download” out... 

 
Boehm:  Okay. 
 
Bernstein: “...the combined file or files...” 
 
Boehm:  Well, it’s not combined if it’s files. 
 
Bernstein: Well, no, it could be three files, or it could be all packaged into the image file 

someday. We don’t know. 
 
Boehm:  Well, I’ve got to define that better when we hit the claims because I’m thinking 

about not...we’re claiming that we’re...that the end product is a file, an 
enhanced file, and then we get lost in the mucky-muck when we say what we 
are really providing. We’re providing a .JPG and an applet. 

 
Bernstein: Well, we don’t have to provide...they just need to combine somehow. We don’t need 

to provide all the elements. 
 
Boehm:  Yeah. The ultimate thing that we provide may not be a file—an enhanced digital 

image file—does it have to be a file? 
 
Bernstein: An enhanced digital signal? 
 
Boehm:  Data? 
 
Bernstein: Data? 
 
Boehm:  Or signal. 
 
Bernstein: Yeah, okay, so make that global change. That’s fine. It doesn’t have to be a file 

necessarily. 
 
Utley:  No. 
 
Boehm:  Well, it would have to be digital data, though. 
 
Bernstein: Right. 
Boehm:  It doesn’t have to be an analog signal. 
 
Bernstein: Right. That’s true. 
 
Boehm:  So I don’t need the word “signal.” 
 
Bernstein: But you might not have to save it as a file at some point in life. 
 
Boehm:  Well, data incorporates if it’s a signal or not because the data would be on the 

signal, right? 
 
Bernstein: Perfect. 
 
Boehm:  So I don’t need signal because I don’t want to go analog on people.  
 
Bernstein: No, I understand. “The combined files, like computer [ ], will automatically 

launch the graphic user interface..” It doesn’t have to automatically, but 
it can. 

 
Boehm:  Okay, “can.” 
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Bernstein: Right. “...decompress the digital image data and display a portion of the digital 
image data within a viewing window having a predetermined viewing size.” 

 
Boehm:  Okay. 
 
Bernstein: Correct? Putting in a portion of the data. 
 
Utley:  Actually, when it comes up, it tries to present the whole image.  
 
Bernstein: But in those virtual tours. 
 
Utley:  That’s right. 
 
Bernstein: So we want to say “a portion of,” or “the entire or a portion thereof.” 
 
Boehm:  “...at least a portion...” 
 
Utley:  “...at least a portion...” 
 
Bernstein: There you go. Okay. Skip now to the next page. You’ve got my seamless word there, 

but I don’t want it.  
 
Boehm:  Don’t want seamlessly, huh? 
 
Bernstein: Doug, but you say “...to or from a host computer...” on line 11 “...a Web server, 

Web site, or a Web page....” 
 
Boehm:  Um, hum. 
 
Utley:  TV? 
 
Bernstein: I don’t know if you want to throw it in there. 
 
Boehm:  I’m lost where we are in terms of... 
 
Bernstein: Page 19, 11.  
 
Boehm:  We’re at figures 3, describing the flowchart of figure 3? 
 
Bernstein: Right. 
 
Boehm:  Which is what...oh, great. Is that what that says? Oh, it’s not a flowchart, it’s 

an image...figure 3 is an image. <Reading out loud to himself; quickly and 
maybe not completely.> “Referring to figure 3, an exemplary screen print 
is this. Once the user interface...the resulting image is ready for 
uploading to a network server projection...” 

 
Bernstein: Well, that was not my thing. “...the resulting image can be uploaded to a network 

server...” 
 
Boehm:  That whole thing, Eliot, on that, you kind of have to take it with a grain of salt 

because all of the...this is the description of the preferred embodiment. 
 
Bernstein: Okay, okay. 
 
Boehm:  It’s like the background. 
 
Bernstein: That’s what we did. That’s fine, that’s fine. 
 
Boehm:  This is really preferred. 
 
Bernstein: I know, you see what I’m doing now? 
 
Boehm:  Yeah, and that’s good because that makes me want to support it more so I can 

broaden the claims...go somewhere with the claims. So technically, Steve’s 
correct by saying “uploading” because it’s his-preferred embodiment. 

 
Bernstein: Right.  
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Boehm:  But I usually say “can be” or “is” or “may be,” and he doesn’t like to say 
“preferably,” but I do. It’s just a semantics.  

 
Bernstein: No problem. Go down to line 19, “...and it should be the result of a 

download/upload...” 
 
Boehm:  What’s being... 
 
Bernstein: “...the results of loading the enhanced digital image to a user computer...” would 

be the right way to say it. 
 
Boehm:  Yeah. 
 
Bernstein: So take out the “down” and trim it to “loading.” 
 
Boehm:  Yeah. The same thing to the network server. If you load it to the computer 22, 

it’s providing it to a network server. I don’t like this loading... 
 
Bernstein: Yeah, I don’t. It’s very tight on us. 
 
Boehm:  Yeah, and it infers uploading and downloading. 
 
Bernstein: I agree. 
 
Boehm:  But, again, he’s right because in the preferred embodiment... 
 
Bernstein: That’s fine as long as later we clarify and make sure we’re protected on all of 

these issues. 
 
Boehm:  <Reading out loud to himself.> “...but download of the enhanced digital image file 

to a user computer...” 
 
Bernstein: And that’s true in the preferred embodiment... 
 
Boehm:  But that’s for load over the Internet is what he means. 
 
Bernstein: What? 
 
Boehm:  He means download off the Internet.  
 
Bernstein: It could be an intranet. It could be... 
 
Boehm:  The network. Off the network is what he means. 
 
Bernstein: Right.  
 
Boehm:  But isn’t it a download off the network? Because when you put something on a 

network, you upload through the network and download from the network. So 
he’s right, but... 

 
Bernstein: Yeah, you see the issue.  
 
Boehm:  Okay, it doesn’t have to be. I agree. 
 
Bernstein: Okay, and I’ve got that next one covered. Go now to page 20. Okay, we’ve got a big 

problem here. “The program loads additional digital image data from the 
enhanced digital file...” Scratch “image stored in memory, for example 
hard drives,” and just say, “program loads additional digital image data 
from the enhanced digital file to the display viewing window by providing 
additional data from the source to the viewing area seamlessly...” or 
something. Or just make it a period after “...display viewing window.” You 
follow me? 

 
Boehm:  Uh, huh.  
 
Bernstein: “...to the user display viewing window.” 
 
Boehm:  “...viewing window.” Period.  
 
Bernstein: Okay, any of that other stuff. Okay. 
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Boehm:  <Reading out loud to himself.> “...the user computer provides the zoom...” Oh, “to 

provide the zoom to view...”?  
 
Bernstein: Excuse me? 
 
Boehm:  Holy smokes. Wow, the paragraph starts out in figure 4, which is figure 4, take a 

look at, we’re about ready to zoom or we have zoomed. He has, “The user 
has actuated the zoom buttons to zoom in to the digital image data...” 

 
Bernstein: What line are you on? 
 
Boehm:  Page 19 at the bottom. 
 
Bernstein: Line what? 
 
Utley:  The bottom part. 
 
Boehm:  Figure 4. “The user has actuated zoom buttons 88 to zoom into the digital image.” 

Period. I don’t want to say “data,” right? 
 
Bernstein: Right. 
 
Boehm:  “In response, the user interface program, which is the applet, loads additional 

digital image data...” Eesh, I don’t like the “loads” because that says it 
might be loading it off the network. 

 
Utley:  Yeah, I don’t either. 
 
Bernstein: “The digital program...” 
 
Boehm:  “Provides”? 
 
Bernstein: Yeah, because it’s providing it from the enhanced digital file. 
 
Boehm:  “From the enhanced digital image file...” 
 
Bernstein: Right. “...to a user’s display viewing window.” 
 
Boehm:  And then, “2. Provide a magnified view of the digital image” or “zoomed visual...” 

I don’t like the word “zoomed.” 
 
Bernstein: Yeah.  
 
Boehm:  What I would like to say is, “Provided additional image data from the enhanced 

digital image file, without...” I want to make the clarification there 
that... 

 
Bernstein: “Without additional ...” 
 
Boehm:  “Without another download from the network”? 
 
Bernstein: No.  
 
Boehm:  We may not need it here if it’s there before, but that’s my...I may have to... 
 
Bernstein: Put a question mark there because I see it, too. 
 
Utley:  Why can’t you say...why can’t you relate it to your resolution: “Provides 

additional image resolution data” because you’re improving, increasing the 
resolution of the image.  

 
Bernstein: As you zoom.  
 
Utley:  As you are zooming.  
 
Bernstein: That’s actually a great way to start the whole damn thing! 
 
Boehm:  Now he tells me! 
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Bernstein: No, but what we’ve been looking to describe, he just... 
 
Boehm:  I agree. Steve and I have this battle too because you guys weren’t... 
 
Bernstein: Struggling. 
 
Boehm:  Consistent in the terminology either. No, I agree. If you’re talking length 

times...numbers of pixels, that is resolution.  
 
Utley:  So you’re providing additional resolution data. 
 
Boehm:  That doesn’t sound right to me, Brian. 
 
Utley:  Well, what you’re doing is is you’re taking a portion of the image and you’re 

expanding it, really, with additional pixels. So that’s additional 
resolution data.  

 
Boehm:  Oh, I see. 
 
Bernstein: Right. 
 
Boehm:  What you’re saying is it’s an adjective...it’s digital data that has an image 

encoded with enhanced resolution. What are you providing? You’re not 
providing resolution, you’re providing data. 

 
Bernstein: Data evaluation, necessary for the resolution. 
 
Utley:  But it’s pixel-based data.  
 
Boehm:  And since it’s pixel-based data, it will... 
 
Bernstein: Or additional data for higher resolutions. 
 
Boehm:  Yeah, you’re getting warm.  
 
Utley:  See, what’s happening is that, to put it in discrete terms, you’re going from a 

case where you have many source pixels per viewing window pixel, and 
you’re reducing that ratio as you zoom in. 

 
Boehm:  Right, until you hit the pixelation limit. 
 
Utley:  Until you hit 1:1. 
 
Boehm:  Yeah. Okay, let me see if I can patch that up. 
 
Utley:  That’s why you are providing additional... 
 
Boehm:  We’ve got a lot of clean talking about to do, so let’s move on. Line 15 now, page 

20. 
 
Utley:  “...greater than two times.” 
 
Boehm:  “...It is important that the digital camera is configured to acquire a digital 

image. In this step, the camera is...” I would say, “...preferably set to 
the highest resolution.” 

 
Utley:  I think in principal, that’s what we would intuitively do; but essentially, should 

be generalize on that? 
 
Bernstein: Yeah, there’ll be variations on that. 
 
Utley:  Because as technology evolves... 
 
Boehm:  Right. You set the camera to acquire at least enough pixels to magnify... 
 
Bernstein: For the magnification process. 
 
Boehm:  But if it’s high resolution. 
 
Bernstein: Right, then you get more, even if there’s higher resolution available.  
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Utley:  You see, we don’t have cameras that give us very much flexibility here today, but 

tomorrow we’ll have more flexibility. 
 
Boehm:  “...In this step...” it’s possible the camera is set to acquire? “...at least 

enough pixels...” 
Utley:  Well, you notice that the camera [ }. The camera has a storage device. It always 

takes the same number of pixels; it’s what it stores that counts. 
 
Boehm:  Does a user have any clue of what that is? in other words, how would I know that 

my camera would do a magnification of 20 on this file? 
 
Bernstein: You don’t. 
 
Utley:  What it tells you is you create a high-resolution picture or a low-resolution 

picture, and if you set it to high, you’ll only get a few pictures for 
whatever your storage medium is. 

 
Bernstein: But I’ll be you later, the camera will come out with a dial-in-your-zoom feature. 

Boom! It’ll size it and appropriately.... 
 
Utley:  In fact, they’re already saying if you set it at this setting, it’s equal to an 

8x10; and if you set it to this setting, it’s a 5x7. 
 
Bernstein: Which is doing what we’re doing. 
 
Utley:  That’s already happening.  
 
Bernstein: Right, well catch them, because I doubt it was happening in the past. 
 
Utley:  It wasn’t. 
 
Bernstein: Right. So it’s new camera technology that might be infringing already. Which, you 

know, I see it going in the scanner...all these things. 
 
Utley:  You know, sooner or later, Brian, if what you said yesterday was correct, that 

this is all new, the ability to do it, we’ll probably get every single 
facet of imaging that you know have a zoom factor. Why wouldn’t you apply 
it to every facet? 

 
Utley:  Um,hm. 
 
Bernstein: Okay.  
 
Boehm:  We could get tripped up, though, since I’m not an expert in the camera art. It 

might have been done on purpose; and if our claim reads on it, ... 
 
Bernstein: Okay, but what if it was done for a different purpose, and we have a different 

purpose? 
 
Boehm:  If our claim reads on what was done, and it was... 
 
Bernstein: So it wasn’t done because I mean... 
 
Boehm:  Our camera will already have the capability of providing this file, and our claim 

says “providing this file,” we’re in trouble. 
 
Bernstein: So optionally do it. Make it dependent. 
 
Boehm:  My secretary is saying we’ve got to get the checks today. 
 
Bernstein: Okay, but definitely cover that because that’s what’s going to happen.  
 
Boehm:  In the future to set the camera.  
 
Bernstein: No, it’s happening. According to Brian, it’s happening right now as we speak, so 

definitely get it in here. 
 
Boehm:  “...set the camera, if possible, to the desired magnification or scanned density.” 
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Bernstein: Correct. “...to create that maximum zoom factor.” Okay, claim 1, we dealt with. 
Now “providing” on line 2, we’re going to make this a dependent claim now? 

 
Boehm:  I’m sorry, I lost you again. 
 
Bernstein: I’m on page 24, claim 1, third paragraph of it, “...providing...” 
 
Boehm:  Did he skip some more math, Brian? 
 
Utley:  Beg your pardon? 
 
Boehm:  Did he skip some more math? 
 
Utley:  We just skipped over it. We’ve already done it. 
 
Bernstein: I’ve never had to grade Jim and his math. Nor Brian’s. I’ve got to tell you, I’m 

very impressed with Brian’s whole grasp of the situation of the math here. 
 
Boehm:  Oh, the analysis is great. 
 
Bernstein: It’s incredible. It helps me understand it. 
 
Boehm:  Are we on 22, Eliot. 
 
Bernstein: We’re on 24. 
 
Boehm:  On 22, do we not worry about...oh, these aren’t your scribbles, okay. I’ll play 

with that. 23? 
 
Bernstein: 24. 
 
Boehm:  24. Got it.  
 
Bernstein: Get rid of the “...size at least twice...” 
 
Boehm:  Yep, we’ll do the “...greater than...” 
 
Bernstein: “Providing” on line 8 becomes a dependent claim. 
 
Boehm:  Right. 
 
Bernstein: Why do we have 10 times 100 times? 
 
Boehm:  Because if, again, the Prior Art happens to do it at two times but they do it... 
 
Bernstein: Well then you should do 10, 11, 12... 
 
Boehm:  Our claim 1 is gone. 
 
Bernstein: But then you should do 10, 11, 12, 13, 14, up to an infinite number.  
 
Boehm:  No, and here’s the theory, and this is how dependent claims work, and here’s the 

analysis that we go through. If claim 1 now says “greater than one,” if 
anybody is doing it at greater than one, then claim 1 will fall. It’s 
dead. 

 
Bernstein: Okay. 
 
Boehm:  If anybody’s done it before, your priority date’s before you. Now we move to claim 

2. Has anybody done it at least ten times or at least twice will be my 
next claim. 

 
Bernstein: Right. Ah, that’s where you get your “at least twice” in here. 
 
Boehm:  Exactly. If the guy didn’t do it at least twice, was there a good reason? Did he 

really not have the same invention? Well, hell, yes, he didn’t have the 
same invention. 

 
Bernstein: That’s right.  
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Boehm:  But it just so happened that he did more than one. My claim 1 is dead, and I can 
now jump to claim 2, which there are at least. 

 
Bernstein: Got ya. 
 
Boehm:  That’s how dependent claims work. That’s why I have dependent claims there because 

you can’t modify claims once they’re issued. 
 
Bernstein: Right. 
 
Boehm:  The reason why Steve had all those goofy 100s, and 200s and 300s in the spec... 
 
Bernstein: Right? 
 
Boehm:  Is because during prosecution, we have them in the claims. And if the Prior Art 

comes out of the woodwork during prosecution, you might have to go say, 
oh, well, we didn’t mean that, we meant above 100 or above 200. 

 
Bernstein: Gotcha.  
 
Boehm:  It’s pretty important.  
 
Bernstein: Claim 6, “A single data file to be two files, three files, four files...” 
 
Boehm:  Right. 
 
Bernstein: Why? 
 
Boehm:  Well, I like that claim. 
 
Bernstein: Well, it could be in the digital image file, I like that, but it could be two, 

three, or four. 
 
Boehm:  But without the claim, ... 
 
Utley:  It says you have now to literally [ ] everything into a single file... 
 
Bernstein: One file. 
 
Utley:  ...and you hold that patent. 
 
Bernstein: Oh. 
 
Boehm:  And you see, claim 6... 
 
Bernstein: <Talking in background to Utley.> He’s got it in one file. 
 
Utley:  Right. 
 
Bernstein: [ ] an image file with an applet built into each. 
 
Utley:  I’m on that path. 
 
Bernstein: Beautiful.  
 
Utley:  If I had some time to work on it. 
 
Bernstein: I got it. <Laughter.> Is the method of claim 6—we’re in the user interface—a Java 

applet? Why limit it to Java? There are other forms that do this. 
 
Utley:  It’s already in there. 
 
Bernstein: Where? 
 
Utley:  It says in the first claim. 
 
Bernstein: Okay, “...providing a...” which is now going to be a dependent claim. 
 
Utley:  It’s “...providing the user interface continues to display...” 
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Bernstein: Okay, which is dependent on it. 
 
Utley:  It then further says, okay, and it may be a Java applet. 
 
Bernstein: Right. Okay.  
 
Boehm:  Which sort of narrows it up. 
 
Bernstein: Right. Okay. There are other things we could name there—plug-insurance, acrobats. 
 
Boehm:  It’s only limited if you enforce that claim and if the guy infringes that claim. 

If it’s not a Java applet, this claim won’t do you any good. If it is a 
Java applet that the infringer uses, then you get to not only throw two 
claims or three claims at him... 

 
Bernstein: What if it’s Active X? 
 
Utley:  Yeah, Eliot brings up a good point. There’s another technology, which is called 

Active X... 
 
Boehm:  Wonderful. 
 
Utley:  ...which already works with Windows, but... 
 
Boehm:  But the idea about...can you genericize that to say it’s a data code segment? 

What’s an applet? It’s a small applications program, right? 
 
Bernstein: Right. 
 
Boehm:  Well, let’s say that. 
 
Bernstein: Okay. 
 
Boehm:  Or we could just say an applet. 
 
Utley:  You could say Active X... 
 
Bernstein: Java applet, Active X applet, or other... 
 
Utley:  You want a separate claim. Each one should be a separate claim. 
 
Bernstein: Right. 
 
Boehm:  What I have to say is “...when the user interface is one of the following, Java or 

Active X.” 
 
Utley:  Or “other.” 
 
Boehm:  No, I can’t do “other.” 
 
Bernstein: Can you do “other” in a new claim? 
 
Boehm:  Nope. The word “other” is invalid in a claim. 
 
Utley:  <Inaudible comment.> 
 
Bernstein: In frame 1 because the [ ] user interface.  
Boehm:  Yeah, other claims have... 
 
Bernstein: Okay, that’s perfectly fine. In that “...further comprising, compressing...,” 

that’s optional, right? 
 
Utley:  Yeah. 
 
Boehm:  Everything here that’s dependent is optional. 
 
Bernstein: Okay. “...to a network server...” how about “to a set-top box”? 
 
Boehm:  Is that worth a separate dependent... 
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Bernstein: Absolutely! It’s one of the raging things coming down the pipes. 
 
Boehm:  Okay, “...set-top box.” Can you give me an example of a today technology set-top 

box that this will work in, and then tell me on figure 1... 
 
Utley:  We just happen to know there’s development activities going on in a number of 

different of companies, and they’re heading in this direction. 
 
Boehm:  Yeah, but your claims have to be buildable by somebody with ordinary skill in the 

art. Set-top box... 
 
Bernstein: That’s just a display system.  
 
Utley:  Web TV in an example of a set-top box. 
 
Boehm:  Oh, okay, that’s right. 
 
Utley:  A set-top box that takes streaming information and then presents it on a TV 

screen. 
 
Boehm:  So what’s the cable box sitting on my mom’s TV? It’s just a cable box that goes to 

the VCR on your TV. That’s not a set-top box? 
 
Utley:  That is a set-top box. A very simple one. 
 
Boehm:  Yeah, it doesn’t have a display on it. It uses your TV. 
 
Utley:  It uses your TV, but the newer ones all have computers in them and memory and can 

convert different formats. 
Boehm:  Right, but the set-top box itself doesn’t have a video display. 
 
Utley:  No, it uses the TV as the video.  
 
Boehm:  Yeah, which is Web TV. 
 
Bernstein: So to put in a TV claim. 
 
Boehm:  I don’t have time to go look at claims right now. We’re going to be crunched to 

get this on file tonight.  
 
Bernstein: Okay.  
 
Boehm:  Okay. So my question, again, can you give me an example...you did, Web TV. It’s a 

set manufactured by who? Or is it in there already. 
 
Utley:  Microsoft has a Web TV. And Dell had a Web TV; they just pulled it off the market. 

But Web TV is a primitive form of what’s coming. 
 
Boehm:  I know, but you can’t patent what’s coming unless you can give an example of what 

you can build today,. 
 
Utley:  Web TV. 
 
Boehm:  Good. And I wanted to find out where that was in. Do you remember? I’ll find it 

later. 
 
Bernstein: Okay. Page 26, lines... 
 
Utley:  I’m not through with this one. 
 
Bernstein: Okay. 
 
Utley:  Back to the mid area again. “The advantage of claim 1 is it applies to enhanced 

digital files which are not compressed.” We have to make a provision as a 
dependent claim for transmitting over a network because the one that 
provides for transmitting over a network is tied to a compressed file. 

 
Boehm:  True, but what Steve is doing here in claim 8, there’s the compression hanging on 

claim 1. Now if you do a compression, you can throw claim 8 and claim 1 
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and them. And if you upload it to a network server, now you can throw 
claim 9 and 8... 

Utley:  As long as you don’t... 
 
Boehm:  if it’s on a network server, but it would have to be compressed then. Oh, this is 

the one you talked about before. 
 
Utley:  Right. 
 
Boehm:  I’m sorry. So you need number 9 dependent on 1. 
 
Utley:  Right. 
 
Boehm:  Thank you. That’s what we talked about yesterday. 
 
Bernstein: That was it? <to Utley> Okay. 26, line 6,  
 
Boehm:  Of what claim? 
 
Bernstein: 13.  
 
Boehm:  Line 6 of claim 13...oh, the “...least twice... 
 
Bernstein: ...greater than.” 
 
Boehm:  Okay. I don’t remember...do we have a picture claim, meaning an independent claim 

that’s fairly narrow that reads on your preferred embodiment in your 
product? We should because that’s maybe what we have to go with because 
now that we’ve...here’s my thinking...and this, Steve and I discussed this 
ad nauseam here. We’re going to go with claim 1 in the EPO. The reason is 
we’re filing a PCT application now and a U.S. Claims are cheap and free—
not free, but they’re cheap—and they take multiple claims in the PCT and 
in the U.S. But when we split to Europe, they don’t like multiple claims. 
They will give you one apparatus and one method only if they are related. 
So we basically pick our best independent claim, but not all the time your 
broadest, believe it or not because they may find something that 
is...since you can’t...how do I explain this? If you have your best 
claim...our claim 1 now is kind of reaching over our product that we 
really know we can...that we’re comfortable with what we can get, and your 
product with what you can get right now is too narrow because somebody can 
modify it. What I usually do in Europe is go somewhere in the middle to 
get something that’s broad enough to cover your product but still in a 
real-world application and not trying to claim the world because you don’t 
get that much leeway to amend in Europe. 

 
Bernstein: Is this to the “...least twice versus greater than one”? 
 
Boehm:  If there’s little or no chance that an infringer is not going to do at least two, 

that will buy you... 
 
Bernstein: There are chances that it might be. 
 
Boehm:  But what’s the chance that Prior Art is going to come out of the woodwork... 
 
Bernstein: None because... 
 
Boehm:  No, there’s very good chance that Prior Art’s going to come out of the woodwork 

and blow all of it... 
 
Bernstein: Between 1 and 2? 
 
Boehm:  It’s possible.  
 
Bernstein: Well, that’s what I’m saying, if that’s the case and somebody else beat us to the 

punch, we should have a claim that takes us all the way from “greater than 
one.” You don’t want to box me into that statement; just make it as a 
claim. 

 
Boehm:  Okay, so you’re saying that we would file the broadest idea in Europe? Well, we’ll 

discuss that later when Europe rolls around.  



 74

 
Bernstein: Okay. 
 
Boehm:  That was why I did...the practice is to do different claims of varying scope and 

different formats. 
 
Bernstein: Okay, on 15—claim 15—“moving”...is that panning? 
 
Boehm:  Yes. 
 
Bernstein: Okay. [Plurality] Jim didn’t like that because it means at least two. 
 
Boehm:  Jim didn’t like it? 
 
Bernstein: Yeah, that’s his note. Yeah, absolutely, and that’s what it means. That’s the 

whole point of claim 16, which is dependent on 14, which is dependent on 
13. Are you with me? 

 
Bernstein: Yes. 
 
Boehm:  You’re down in the mud now, and plurality may be thing that saves your butt. 
 
Bernstein: Okay. 
 
Boehm:  Because your product does these, right? 
 
Utley:  Yes. 
 
Boehm:  Your preferred embodiment product does these. 
 
Bernstein: Okay. Then my only last question was, can you throw something in to cover the game 

world? That specifically relates to gaming and flight simulation? 
 
Boehm:  How would we do this? In figure 1. 
 
Bernstein: You’d be able to now use games differently, and you differently can use flight 

simulators differently. 
 
Boehm:  Okay, look at figure 1, Eliot. 
 
Bernstein: Yep. 
 
Boehm:  What changes? Just the definition of what 28 is, right? 
 
Bernstein: Figure 21, the display monitor, the display system is what you’re saying? 
 
Boehm:  No, no, no. Figure 1. What changes when you go to games and flight simulators? 
 
Bernstein: Because in those, the displays become now dependent of parameters of the game or 

the flight simulator that drive the display window.  
 
Boehm:  That’s fine, but there’s nothing structurally here that changes other than the 

user computer. It has now the flight program or the game program on it, 
right? 

 
Utley:  What happens is the user interface actually becomes an application-driven 

interface.  
 
Bernstein: Right. 
 
Utley:  That’s probably the key difference. And the question was, can we convert that 

user-driven interface to an application-driven interface?  
 
Boehm:  Meaning like a flight simulator program? 
 
Bernstein: Absolutely.  
 
Utley:  So that what is displayed is under control of the program and not under control of 

the user.  
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Bernstein: Right. Because, you see, you don’t want the pilot maybe to be able to do a 
nosedive. You might want him to be flying along and have a program that 
says...shock him, make him dive... 

 
Utley:  Well, with all the graphics, that the program knows where he is, and therefore 

moves the display according to where he is and what he’s doing. 
 
Bernstein: Right. 
 
Utley:  So it’s... 
 
Boehm:  But under the control of the computer application of its own as opposed to... 
 
Utley:  Right. 
 
Boehm:  I see. So basically, it’s not a network anymore. It basically doesn’t fall into 

figure 1. 
 
Utley:  Well, it... 
 
Bernstein: Figure 1 better not tie me to a network. 
 
Boehm:  Figure 1 ties you to a network as your preferred embodiment. This’ll be probably 

what’s on your... 
 
Utley:  It doesn’t matter whether it’s on a network or not. 
 
Bernstein: Okay, as long as that’s true, that’s fine. 
 
Utley:  What we want is to make sure that what we call the user interface in here can also 

be a computer-based application interface.  
 
Boehm:  Okay, in order to do that, we’ve got to stick a claim on it or we have to put 

support in the spec now to do that. So what would we do? All I see that 
we’d do is... 

 
Bernstein: You could broaden user interface.  
 
Boehm:  Yeah, we’ll broaden the definition of user interface in the claim. 
 
Bernstein: And then I’d throw in a quick claim that says those two things as examples of it. 
 
Boehm:  Good idea. 
 
Bernstein: And we’ll let you get to re-writing. 
 
Boehm:  Hang on a second...don’t go away. “...broaden the user interface to have a control 

of either the server competitor or the user computer.” Right? 
 
Utley:  Right. 
 
Utley: And when we do that, that really then lays right on top of that disclosure that I made 

that we had talked about because what one of the items that I wanted to 
accomplish was to be able to control the display from the computer itself, 
or from an application, rather than from the user. Remember that? 

 
Boehm:  Yeah, sure. And in this example, the flight simulator application program would 

control the zoom and pan of the display? 
 
Bernstein: Yes. 
 
Boehm:  That means you still provided a digital...claim 1 would still say that somebody at 

sometime provided digital image files for viewing on a computer... 
 
Utley: Yes, right. 
 
Boehm:  So claim 1 would catch that. 
 
Utley:  Claim 1, as long as the user interface can be expanded to include a... 
Boehm:  Either a downloaded applet. 
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Utley:  A program interface.  
 
Boehm:  Any program.  
 
Bernstein: Right. 
 
Utley:  Right. And we won’t have to say where the program resides.  
 
Boehm:  Yeah. 
 
Bernstein: Yeah, because definitely in this world, gaming wouldn’t know where to put it 

because now multiple users can access one central game. 
 
Boehm:  Great thought, guys.  
 
Armstrong: Always save some of it for your last-minute work. 
 
Boehm:  Yeah, yeah. Well, I’ve got an hour. That’s all. Brian, let’s talk about the 

definition of force target and all that other garbage because I got 
confused in there, Jim got confused. It’s in the specs...Steve did that. 
Do you know what page it’s on because it’s all over my desk. 

 
Utley:  Yeah, it starts at... 
 
Bernstein: Okay, Doug, I’m done, right?  
 
Utley:  Yep. 
 
Bernstein: Can you send me a copy of that? When do you think you’ll be sending out a final 

copy? 
 
Boehm:  What is your...it’s going to take me hours now. 
 
Bernstein: I know. 
 
Boehm:  Worse case, I would say I could send you a draft at 8:00...something like that.  
 
Bernstein: Okay, perfect. 
 
Boehm:  Now, are you going to be there today? Mail it or what? I could email it to you if 

you want. That would be easiest. 
 
Armstrong: Then we’re going to need some prints, right? Some signed copies? 
 
Boehm:  No, all you have to do... 
 
Bernstein: Is verbally. 
 
Boehm:  All you have to do is [  ] that this is your invention; and when you go to read it 

the second time and sign the declaration, that you won’t make any changes 
to the spec, and that was your invention the date that we filed it. 

 
Utley:  You can send one to me at my home. 
 
Bernstein: And send one to Jim. 
 
Boehm:  But do you guys want another pass tonight. 
 
Bernstein: Another what? 
 
Boehm:  Another pass at it. Do you want to re-read it? 
 
Bernstein: I do. I absolutely will re-read the changes. I’ll have Jim re-read them, and by 

9:30 hopefully we’ll be done reading it and be done. 
 
Boehm:  Okay, I’ll see what I can do to push this through then. 
 
Bernstein: Cool. Hopefully it’ll just be a re-read and we’ll say it’s right. 
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Boehm:  Yeah. 
 
Bernstein: Because if something jumps at us... 
 
Boehm:  How do I get it to you? Do you want me to fax it? I want to email it. That’s 

quicker for me. 
 
Bernstein: Great, email it.  
 
Boehm:  To whom? Where? When? 
 
Bernstein: Eliot@iviewit.com, brian@iviewit.com, and jim@iviewit.com.  
 
Utley:  No, send it to me at...<end of tape> 
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Armstrong: Are we aware of all the important dates I know you probably are, but are we [ 

]Brian made aware of all of our deadlines and contingencies relative to 
those deadlines [ ]that we that we’re not left with...I was a little 
surprised that a final pack that’s been in the works for a year, and I 
know you weren’t involved for a year, but in the works for a year required 
that Eliot and I spent the entire night and morning reviewing it in order 
to get it done. 

 
Bernstein: What bothered me about that as well is that we’d go through the math, and then 

suddenly you have a document Brian sent you several days earlier regarding 
the math that has a bunch of changes in it, and none of that’s in there. I 
mean, I don’t understand that. 

 
BeckerArmstrong:  ...was changed from that document anyway. 
 
Boehm:  Yeah, it was changed from that document anyway. I was working with Brian, who I 

thought was the master of that math, but... 
 
Bernstein: But he had sent you an updated map math three days earlier that didn’t appear in 

the final document that we were trying to... 
 
Boehm:  Okay, I don’t know. Steve was handling that. I don’t know whether...you know, 

Steve says he did put it in there, but then I don’t... 
 
Bernstein: But then we go through the document that we’re filing, and it’s not there. 
 
Boehm:  Okay, but we were on the third draft when I took it over. You guys had 

opportunities like crazy to... 
 
Bernstein: But that’s the thing. Brian had sent it to you earlier, and it still wasn’t 

appearing in final drafts.  
 
Boehm:  If that’s true, then something crossed in the email because Steve said he put it 

in there, and maybe there’s a piece of the math missing between the 
crossing the emails. You’re right in terms of... 

 
Bernstein: Is Steve there? 
 
Boehm:  I don’t know. He probably is. 
 
Bernstein: And then my other question is quite a simple question my dad asked about 

electrical engineers being mathematicians and said, “Didn’t they sit and 
pencil out the math of all this themselves?” 

 
Boehm:  Uh, huh. Here’s what happened on that. Steve was filling the application. We 

worked with Brian and you, Eliot, on the application. In some of the 
letters and emails he said that he doesn’t understand the math. 

 
Bernstein: I’m not getting any of those. 
 
Boehm:  Huh? 
 
Bernstein: I’m not getting any of those emails. 
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Boehm:  Well, then, talk to Brian because we were corresponding with Brian on that, and I 

don’t know why you weren’t getting it if that was the case, and I don’t 
know which letter went to who, blah, blah, blah, but I do know that we 
mentioned that we didn’t understand the math, and we were up to the third 
draft, if I recall; and you’re right, Jim, that it shouldn’t have 
taken...it shouldn’t have been last minute and you should have had time to 
do it. I totally agree, but I can’t take total blame for that... 

 
Bernstein: But wait a minute. Steve has fundamental errors on understanding the math, and yet 

we’re going to file it with him having math problems?  
 
Boehm:  It’s your duty to either help us to understand... 
 
Bernstein: But then I’ve got a point. We did help you. We sat on the phone for an entire day, 

walked through this... 
 
Boehm:  The day of the filing you mean? 
 
Bernstein: And if this math is still wrong, I mean, there’s something really fundamentally 

wrong here. 
 
Armstrong: Let me check it again. 
 
Bernstein: Yeah, let us call you back in a while. Is Steve in today, too? 
 
Armstrong: I didn’t get involved until Wednesday. 
 
Boehm:  Right. 
 
Armstrong: I’ll tell you one thing, Doug, that you should do as just a matter of course going 

forward. Eliot being the owner of the company and the person that Brian 
reports to is any future email correspondence should always be copied to 
him. That’s kind of just a standard practice we all do in the company.  

 
Boehm:  To copy? 
 
Armstrong: Yeah. 
 
Boehm:  Okay. I didn’t know that.  
 
Bernstein: You ask me to review and sign these patents, and you’re not sending me 

information. What do you mean. 
 
Armstrong: I think had we known that there was a question of validating Brian’s math, Eliot 

would have brought me in a lot earlier. 
 
Bernstein: I would have brought a mathematician in. I mean, this is ridiculous. 
 
Armstrong: Yeah, I’m just a friend that’s good at math, not a mathematician.  
 
Boehm:  Right, well. 
 
Armstrong: Go to your meeting. We’re going to check theis patent stats out, and we’ll talk to 

you letter.  
 
Boehm:  Well, you’ve got to talk to Brian, too. 
 
Armstrong: Yeah. 
 
Bernstein: I think because I now seriously have to report a lot of things to a board of 

people that we’re going to have to have a meeting at some point either 
today or Monday with a few of the key people in the company who are 
investors, etc., so that they understand what they are investing or not 
investing in. 

 
BeckerArmstrong:  Don’t jump to conclusions. 
 
Bernstein: No, I’m not, but if this is correct, we’ve got some fundamental things that need 

to be discussed. 
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Boehm:  If what’s correct? 
 
Armstrong: If he’s correct about the math being wrong, but let’s check it... 
 
Boehm:  No, I’ll bet we could get a good patent if the math is totally wrong. I think 

we’re barking up a tree here that’s not a big wall. 
 
Bernstein: But wait a minute. The question is if it still remains wrong and we gave you the 

right changes, it should have been filed right. All the sudden I’m left 
with a patent that... 

 
Boehm:  Okay, talk to Brian. 
 
Bernstein: I will. 
 
Boehm:  Brian gave me the right changes. I filed what Brian gave me. 
 
Bernstein: Okay. 
 
Armstrong: Okay. 
 
Boehm:  And I don’t mean to...you know...yell out of that, but that’s what happened.  
 
Bernstein: That’s no problem. I totally hear that. 
 
Armstrong: Thanks, Doug. 
 
Boehm:  Okay. Talk to you Monday. 
 
<Hang up phones.> 
 
Bernstein: 8/4/2000. 8:30 Doug Boehm conference call. Jim Armstrong, Eliot Bernstein. Steve, 

Jim, everybody, I’m taping the conversation, 8/4/ patent discussion 
regarding Docket 57103-120 with Brian Utley, Steve Becker, Jim Armstrong, 
Si Bernstein, and Eliot. Okay, guys. 

 
Becker:  [ ], too, if that’s all right with everybody. 
 
Bernstein: Yeah, did you get the fax from Jim? 
 
Becker:  I haven’t received it yet. 
 
Armstrong: It was sent actually to Doug on the “cc” line, but to a machine at 297-4900. 
 
Becker:  That’s right. It’ll go to our central fax department, and I just phoned up there 

and asked them to deliver that to me when it comes in. 
 
Bernstein: Okay, but you’ve got the patent in front of you? 
 
Becker:  I don’t. I don’t, but I can get it. 
 
Bernstein: Okay, well, let’s do that. 
 
Becker:  Okay. I’ll need a minute. I’ve got to go over the Doug’s office.  
Bernstein: Okay. 
 
Armstrong: The fax is on its way to you now. 
 
BeckerSimon:  It’s on the way to me? 
 
Armstrong: Yeah. 
 
BeckerSimon:  Okay, then I’m going to put you guys on hold... 
 
Armstrong: It’s not done yet. 
 
Becker:  Well, I’ve got to go upstairs and get it, so hold on. 
 
Armstrong: Never a dull moment.  
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UtleyBernstein:  They didn’t put...they didn’t put in what we corrected them on... 
 
Bernstein: <Inaudible comment.>  
 
Utley:  And I did it again on Wednesday night. 
 
Bernstein: And he said to me all these changes were in when I went through them at 11:15 at 

night with them. That all the math has been changed. I was looking at him 
and said these haven’t been changed. He said, “No, I’m working on a copy 
that’s been changed. I’m going to send it to Brian, and sign off...” So, 
well, now, again, we’re back at this same thing. How do we change things? 
What effects does it have on us? 

 
Utley:  This has no effect. Mathematically, that’s... 
 
S. Bernstein: Were those faxed? 
 
Bernstein: YeahYes. 
 
S. BernsteinArmstrong: Okay. Nine pages.  
 
Utley:  But obviously this has an effect. 
 
Bernstein: A huge effect because you have completely altered numbers.  
 
Utley:  Well, you could explain it; but the only way you could derive this is by having 

that be the square root. 
 
Bernstein: But this is wrong that he missed this, and isn’t that on your current math? Do you 

have your sheet that you did...current math...that he said he didn’t have, 
had, whatever? Brian, do you have the patent book? 

 
Utley:  Yes. 
 
Bernstein: Okay. I need to borrow that. 
 
Armstrong: I would think that in a patent document being as important to us as it is, there’s 

not an acceptable level of error. It’s either got to be all right, or it’s 
not acceptable. 

 
Bernstein: Oh, and that’s what we heard from Doug this morning. So, I mean it’s hard to 

fathom this. 
 
S. Bernstein: You know what guys? I don’t understand. Why doesn’t somebody... take five minutes, 

and tell me what...because I saty it in a meeting with all the lawyers, 
and... 

 
Bernstein: Here, Dad, let me give you an example. Is 2,560,000 times .8 the same as 2,560,000 

times 1.25? Yes or no? 
 
S. Bernstein: I doubt it! 
 
Bernstein: Okay, well, that’s the fuckin issue. That’s how far off these are. 
 
S. Bernstein: Okay. 
 
Becker:  This is Steve. I’m back, and I can’t seem to find that file. Doug is out today. 

You guys may know. So, I don’t know how much help I’m going to be. 
 
Bernstein: Okay, well, do you have the fax? Hey, DB-Man, you’ve got the file right there. 

Just email it to him. 
 
Becker:  Here it is. I’ve got the fax now. 
 
Bernstein: Okay. Steve, Doug also mentioned that you had emailed some correspondence to us 

that you didn’t think the math was right earlier? I have no records of any 
of that. 
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Becker:  No, what I did was I faxed the draft over on Monday night, which incorporated some 
additional disclosure that Brian had sent. Basically, it was examples. It 
had the equations set out for both print film and digital examples, and 
then he had three examples for print film and one example for digital, and 
I essentially...I exactly basically cut and pasted that into the 
application.  

 
Bernstein: Well, the application we got from Doug didn’t have any of that. cut and paste 

because what it had was the old stuff and Brain referred to having sent 
this to you several days earlier and yet it wasn’t in there. 

 
MISSING SECTION GO BACK 
 
Becker:  I don’t really know because at that point Doug was down there with you guys, and I 

presumed you were reviewing it on like Tuesday and Wednesday. And the Doug 
said he would take care of just...because we figured there would just be 
some minor changes after we’d incorporate all of that. 

 
Bernstein: Well, it wasn’t incorporated, so there were huge changes. 
 
Becker:  Oh. 
 
Bernstein: And it would have been filed completely wrong had it not been for Jim Armstrong 

reviewing it. Everybody would have nodded off on this and accepted wrong, 
completely wrong, filings. 

 
Becker:  Maybe he should be part of this conversation. 
 
Bernstein: He’s on this conversation. 
 
Becker:  Oh, good. Hi, Brian. 
 
Utley:  Hi, Steve. 
 
Bernstein: Brian’s here and Jim Armstrong’s here. 
 
Becker:  Okay. Well, the only link we’re missing here is Doug because Doug took the last 

few steps of incorporating comments and actually filing the application on 
Wednesday. 

Bernstein: Hey, EB...EB-man, forward him a copy of the final draft, would you? 
 
Armstrong: And that, Steve, I think the most important question to have answered is what are 

our rights and obli1gations and opportunities relative to correcting this 
without any ill effects to us? 

 
Becker:  Yeah. There’s plenty of opportunity essentially. We can file...if there are 

substantial errors in the application as it was filed, we can simply file 
a new application as soon as we get those fixed either on Monday or 
Tuesday or what have you. The goal of filing on Wednesday was to maintain 
priority back to the provisional application, which was filed a year ago. 

 
Bernstein: So, did we lose that if they’re wrong? 
 
Becker:  No, because we can only claim priority back to the extent that the subject matter 

was originally disclosed in the provisional filing of August 2nd of last 
year, and none of these equations were filed back then. 

 
Bernstein: But the original process was. 
 
Becker:  Right. And the original process is the [ ]preserved in the application. We’re just 

talking about the details of the math examples that are in here. So we 
haven’t lost anything.  

 
Bernstein: Will we lose claiming back to the priority of the original provisional? So we did 

lose something, or am I incorrect in what I’m hearing. 
 
Becker:  Yeah, No, we didn’t lose...the original provisional can only provide priority for 

what was originally disclosed, and the math was not originally disclosed, 
right? 
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Bernstein: Well, no, but the math is a subject of the invention, not vice-versa. 
 
Becker:  The reason I’m putting the math in there is essentially to provide concrete 

examples... 
 
Bernstein: Of the invention.  
Becker:  Right. 
 
Bernstein: But the invention was in there as of the priority date, and we had already talked 

with Chris Wheeler and everything regarding this. Were you on that 
conversation?  

 
Becker:  I don’t remember.  
 
Bernstein: Well, Brian, you were on that conversation. It’s the conversation where we were 

going back to try to get the soonest date on the filing and correcting the 
provisional to encompass all of these things.  

 
Utley:  Well, you can’t correct the provisional, but you can...what it does is it claims 

back for everything that references back to the original, but then 
incorporates all the new elements to bring it into...to make it into more 
of a complete statement.  

 
Bernstein: I’m not sure I understand this. It was my understanding that we were going back to 

Ray [Joao’s] patent and fixing it by inserting what we have here. When I 
talked to Doug, that was what he was under the impression we were going to 
do, and now that’s all changed as of today. 

 
Becker:  You really can’t fix a provisional application.  
 
Bernstein: Not the provisional–the regular Ray Joao filing of August whatever–whatever day it 

was. 
 
Utley:  No, in March. March 24th. 
 
Becker:  Oh, okay. Yeah. 
 
Bernstein: And that way, if that patent gets approved with all this in it, that’s what we 

were doing, and we wanted that one to be approved first correctly because 
it obviously expedites our life by a long way.  

 
Becker:  This is the PCT application file of March 23rd. Is that what we’re talking about?  
 
Utley:  Yeah, but the way that I recall the conversation, the spec cannot be changed... 
 
Becker:  Right. 
 
Utley:  ...but the claims can be. 
 
Becker:  Right, and they can be changed as long as they’re supported by teachings that are 

in that specification.  
 
Utley:  Right. 
 
Becker:  Which is why you really... 
 
Bernstein: And the specification can’t change?  
 
Becker:  Right. 
 
Bernstein: Why? 
 
Becker:  Because it would be kind of like... 
 
Bernstein: I thought that was based on new matter. 
 
Becker:  That’s exactly why it can’t be changed. 
 
Bernstein: So it can be changed if it’s still the same matter? 
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Becker:  The claims can be amended as long as they are still fully supported by the matter 
that’s in the specification that’s originally filed. Now, if you want to 
change your claims and they’re not supported by the specification as 
originally filed, then you have to file a whole new application adding new 
matter to your specification that will support those claims.  

 
Armstrong: Does the fact that a direct interpretation of what in general amounts to typos and 

oversights, but a direct interpretation of that affect our ability to 
change that supporting matter of that matter? Because if we directly 
interpret the math in the certain circumstances here, it will bring you to 
a wrong conclusion if it’s a direct interpretation without having to 
reverse such an error butengineer what was meant to occur. 

Becker:  Well, I see. Then we need to get the math right, but it doesn’t affect our 
priority. Only by a few days essentially. 

 
Bernstein: Well, do we lose the ability to claim priority to what we were trying to claim 

here... 
 
Becker:  No. 
 
Bernstein: ...by that date? So you can go back in and change the matter of this? 
 
Becker:  You don’t go back and change the matter, you just file a new application which 

claims priority back to a prior application only for the subject matter 
that was... 

 
Bernstein: But we missed that application.  
 
Becker:  No, we’ve got it in the form of this continuation, or this PCT, that we filed 

claiming priority back to that patent application. So we’ve preserved that 
chain of priority.  

 
Armstrong: Are you then completely confident that errors that we need to correct right now 

then are not going to hurt us in any way, shape, or form as being able to 
claim as part of our invention all of the correct things that we want in 
there? 

 
S. Bernstein: That’s what I heard at that meeting, that we could go back and re-do that at a 

later date without having any implication. 
 
Bernstein: As long as it wasn’t new subject matter.  
 
S. Bernstein: Exactly right. These are just corrections to the... 
 
Bernstein: They’re corrections, they’re math, whatever. 
 
S. Bernstein: Okay, but we’re not saying this is a new way to get to that. 
 
Bernstein: No. 
 
S. Bernstein: Okay, that’s what I heard. That’s the notes I took. Eliot, you should have that on 

the tape recorder so that we know that.  
 
Armstrong: Well, we do, and that would also support, I think, another issue, which is that we 

now have to go through the refiling of something else which was originally 
corrected several days ago and was somehow ignored so that this whole 
refiling shouldn’t even cost us anything.  

 
Bernstein: Well, and beyond that, Doug <sic>, what I’d like to really get down to is a letter 

from you, in writing, explaining all of my, you know, both from the Ray 
[Joa] patent forward, and I think you need to talk to Doug about it, of 
what our potential pitfalls are here with these filing errors, what our 
potential pitfalls are, what it caused to happen with that priority, 
priority equals, and if there’s any harm to us. Because we keep just 
slipping back by these things. This should have been right. I mean, we 
have well documented, and Brian’s well documented, that these changes were 
sent, and now we’ve missed a priority claim to that by not being able to 
go back and change our last filing. I need to know the liability here. 
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Becker:  You know, I was not there on Wednesday night. Brian talked to Doug on this and 
then made final changes, and then... 

 
Utley:  Yeah, Doug sent me a next-to-last copy, which I went through and there were a 

number of errors—I have my notes on each one of those at home—and then I 
reviewed each one of those with Doug, agreed on what they were, and then 
Doug was going to send me the last copy, which apparently he didn’t 
because I never received it. At that point in time, it was, I guess, about 
11:30 or 11:45 our time. 

 
Bernstein: And these were also discussed in great length with him for a whole day on the 

phone. 
 
S. Bernstein: Yes, well, how about in the... 
 
Bernstein: No, no, Dad, this is separate. But at great length this was discussed, every one 

of these changes.  
Becker:  The changes you sent me here, is this Brian’s handwriting? 
 
Utley:  No, some of it isn’t.  Isn’t correct. 
 
Bernstein: Well, let’s go through it because I’d like to... 
 
Armstrong: Yeah, let’s go through it. 
 
Becker:  I don’t know if that’s going to help that much because it’s a question of what 

actually was filed and whether it incorporated the changes that Brian 
asked for the last minute. 

 
Bernstein: It didn’t. 
 
Armstrong: We know that. This is what was filed. 
 
Becker:  Brian, didn’t you just say that Doug didn’t send you the final draft of what was 

filed? 
 
Bernstein: He did it the next day. 
 
Becker:  Oh, he did the next day? 
 
ArmstrongBernstein: Yeah, Jim, can you forward that to Steve real quick? 
 
Armstrong: What? 
 
Bernstein: Email it to him...the final draft? 
 
Armstrong: Yeah. 
 
Becker:  Well, I’m not going to question... 
 
Bernstein: Okay, but we need to go through and get the changes acknowledged, accepted, have 

you put it into the next whatever you’re going to do to solve this, with a 
letter explaining what we’ve lost here. 

 
Becker:  All right. 
 
Bernstein: Okay. Any liability, potential liability where we’re exposed to from this. 
 
Becker:  Oh, I wouldn’t worry about it. You guys are making a mountain... 
 
Bernstein: Well, you know, I gotta tell you, I worry a lot about it from what Doug told us. 

So, you know what I mean? You tell me not to worry, but then you tell me 
it’s very important that we’re accurate in this filing; and then we’re 
very inaccurate in the filing, and then we’re not supposed to worry. I’ll 
feel much better not worrying with a letter from you explaining why I 
shouldn’t worry. 

 
Armstrong: Steve, what’s at your email? 
 
Becker:  Sbecker@foleylaw.com. 
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Armstrong: Sbecker? 
 
Becker:  Yeah, “S” as in Steven, “becker.” 
 
Armstrong: Got it. 
 
Bernstein: Okay. Let’s just go through this with you, Steve, so we can get the next step 

done. 
 
Becker:  All right. 
 
Bernstein: Which is correcting the issues. Are you with us on page 13? 
 
Becker:  Right. 
 
Bernstein: Okay. Jim? 
 
Armstrong: On page 13, line 19, the expression of VWH should follow the way we express it in 

our definitions, which is VIH. Even though the two are equal, let’s just 
follow the way that we have it expressed in our definitions on page 12. 

 
Becker:  Oh, I see. Okay. 
 
Armstrong: Then on line 23, each of those expressions is not congruent with the way we’ve 

defined them. Despite the fact that we arrive at the same results, it 
doesn’t apply the formula in exactly the same way. So for a reader, it 
ought to be the same. So for line 23, it should be the “square root of 
2,560,000 times 1.25.” 

 
Becker:  All right. 
 
Armstrong: Okay. Not “2560 divided by .8.” 
 
Becker:  Okay. 
 
Armstrong: On line 24, it ought to be “1789 divided by 1.25.” 
 
Becker:  I see. Okay. 
 
Armstrong: Then on line 25, it ought to be “1441 divided by 4.” Again, the results are the 

same; the expressions are not. 
 
Utley:  Now,on that last one, Jim, it’s correct. 
 
Armstrong: It’s what?  
 
Utley:  The scan density is 1789 divided by 5. 
 
Armstrong: Okay, hold on. Scan density is defined by us as being...where the heck is it...oh, 

it’s right up above...”target image height...” right up above on line 
7...”minimum scan density is target image height,” which in this case we 
just defined to be 1431... 

 
Utley:  Where are you reading from? 
 
Armstrong: Line 7 of the same page. Line 7, page 13. So target image height is 1431 divided 

by the source image height, which is 4, so it should be 1431 divided by 4.  
 
Utley:  Well, the...yeah I guess that that equation, “MSD equals TIH/SIH,” did not come 

from my documentation. 
 
BeckerArmstrong:  Hold on, let me look at this documentation. I’ve got it right here, 

too. 
 
Bernstein: Well, Steve, you have copies of this, too, that were sent to you... 
 
Becker:  Right. 
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Bernstein: ...of what Brian’s looking at, several days ago. So how isn’t this stuff flowing 
forward into the patents, especially when we pointed it out two times 
before filing? I mean, I’m just dumbfounded at this. 

 
Utley:  There was a change, Steve, which you were not involved... 
 
Becker:  The proper equations, that I wasn’t there the last night when the last changes 

were put in, so I can’t really speak to it. 
 
Bernstein: No, but he sent you his changes several days ago. 
 
Utley:  Steve, there was a change that we decided on uh on uh Wednesday afternoon, which 

was to reflect aspect ratio as width divided by height, which uh I uh 
made, and that was created by the desire to reflect aspect ratio the way 
that displays are uh uh uh expressed as opposed to the way photographic 
images are expressed. Photographic images are expressed the opposite way, 
and that’s the way the documentation uh uh had been originally prepared. 
But it was thought that it was uh perhaps more consistent with current 
technology to express it the way that displays are expressed. So I went 
through and changed... 

 
Becker:  You mean from that change in [invention? convention?]?convention? 
 
Utley:  Yes. So that caused the equations to be reconstructed to reflect the uh uh inverse 

of what was there before because the affect ratio now is inverted. 
 
Becker:  I see. 
 
Utley:  And what happened was Doug apparently did not pick up all of those changes, even 

though I went through them very methodically the last thing uh Wednesday 
night when he sent me his his uh his uh almost-final draft. 

 
Becker:  I see.  
 
Utley:  Uh And uh, Jim, just for your uh edification, that also affected the MSD shifting 

from a height to a width orientation. The number is the same, but it 
changed it from a height to a width.  

 
Armstrong: So what’s the correct formula for MSD? 
 
Utley:  It’s TIW/SIW. 
 
Armstrong: Okay.  
 
Bernstein: So, you made this change with Doug, and it’s still wrong in the patent? 
 
Utley:  Right 
 
S. Bernstein: I’m a little concerned about the proficiency of the legal aspect of this. We sat 

there for hours, and then Brian stayed late into the night with this guy, 
and then he comes back and we don’t file it right anyway? It seems like 
there’s something wrong here. I mean, ... 

 
Bernstein: I mean this is, yeah... 
 
S. Bernstein: I mean, I’m just budding in because I have little or no knowledge as to what the 

numbers mean, I’m just listening to a conversation in which I’m hearing is 
that after four or five hours in a room locked together with lawyers and 
everybody else, we reach an agreement that those changes will be made. 
Now, my understanding is Brian stayed and made those changes, and then the 
lawyer didn’t file the changes? What’s the sense of that? 

 
Bernstein: These are good points. Let’s move forward, Jim. 
 
S. Bernstein: These are points that have to go back to stockholders with money invested. 
 
Bernstein: That’s why I’ve asked Steve to send us a letter of what’s happening, what our 

exposure is, by Monday or Tuesday, explaining how this didn’t occur, get 
in, and what we’re going to do to resolve it, and what that resolve 
initiates in the chain of events. 
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S. Bernstein: Well, the other side of it is this. If after all of this precaution has been 

taken—and Brian, you can correct me if you think different—but after all 
of this precaution has been taken, it appears that the fallacy of worrying 
about it ever gets accomplished. Brian stays, everybody works on it, it’s 
still filed wrong. Now what if Jim Armstrong hadn’t caught it. Brian was 
on a plane today... 

 
Bernstein: Then none of Brian’s changes even sent several days ago even would have even been 

in there. Math would have been wrong, equations would have been wrong, 
verbiage would have been wrong. 

 
S. Bernstein: Am I right, Brian, in having this concern? 
 
Utley:  Uh Well, yeah, obviously it’s uh clearly uh uh a major concern because there’s 

nothing more disciplined than the uh uh mathematical expressions. 
 
S. Bernstein: And you’re comfortable that what you did, even if some of them were wrong, that we 

could have later corrected... 
 
Bernstein: No, Dad, we sat here with Brian and Jim and Doug, and we went through it, and we 

all agreed it was right, and those changes do not appear. 
 
Utley:  No, we...uh uh 
 
 
 
S. Bernstein: That makes me very nervous. Well, it makes me nervous to the extent that are all 

of the other patents done right? 
 
Bernstein: Well, that’s what I’m...I’m going to start having somebody review all of this. I 

mean, obviously there’s...it opens up a whole can of worms. 
 
S. Bernstein: Well, the other thing that I heard was—and not negatively or anything else—but I 

heard that perhaps Ray [Joa] o did this work and he was either concerned 
about it being a bit sloppy, blah, blah, blah, blah. What is the excuse 
for this law firm? 

 
Bernstein: Well, let them write us what’s happened here. I mean, I definitely need to see on 

paper, Steve, some kind of report on this. That it describes what 
occurred, why it’s not reflected in the patent filings, and what our 
exposures are, and that’ll tell us what we’re dealing with in firm, etc., 
liabilities. I mean, we don’t know that. 

 
Armstrong: We should continue to look at the changes so that he’s copy that reflects 

everything.  
 
S. Bernstein: Well, even if there is no liability, what I’m still concerned about, even if it 

can be corrected, it’s the exact same position—Brian, am I right?—that we 
found ourselves in with the last lawyer who did it. Okay, thank God we can 
make changes, but that isn’t the answer. Why not just get it right, get it 
filed... 

 
Bernstein: No, don’t just say thank God we can make changes, Dad, because all of that brings 

additional liability to you. You miss dates, you miss claiming, you miss 
this and that—words that are very tricky and confusing, and only these 
guys can understand. So that’s why I need it to be put in writing so I can 
have it analyzed... 

 
S. Bernstein: Absolutely, I want it definitely, because I need to take it...you know, I need to 

have board member approval... 
 
Bernstein: Oh, I think our board is going to be disastrous with this stuff about several 

things when we take this to them. And we need to know from the Ray [Joao} 
level to the Foley-[Lardver] level, how this is going to be cleared up and 
what the problems were that occurred. 

 
S. Bernstein: Okay, let’s get that part in process; and it’s unfortunate that Doug’s not here 

because maybe it’s something he could explain. 
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Bernstein: No, I talked to him this morning; and as a matter of fact, he said Steve had the 
math from Brian days before and by the time he got it, he thought it was 
all input correctly, and that was his excuse. 

 
S. Bernstein: Well, what was he doing here with Brian? 
 
Bernstein: Well, then we spent a whole day with him correcting it all so that it was right; 

and then by filing time, none of it was right. So, let’s go forward. Let’s 
just stay on track. We’ll deal with all of these issues on Monday. 

 
Utley:  Uh I just say one thing. Uh Fortunately, uh I don’t know  The most important part 

of the math is all of the definitions. The examples are examples; but the 
most important part of the math is the are the definitions. 

 
S.BeckerBernstein:  Okay, are those right? 
 
Armstrong: No. Well, there’s one that’s not, ,we just found out which is [ ]. Line 7 of page 

13... 
 
Bernstein: Is wrong. 
 
Armstrong: Is wrong. It should read... 
 
Bernstein: ...”[ ] equals TIW/SIW.” 
 
Utley:  They are mathematically uh uh equal. Both will give the same results. So It’s a uh  

consistency question as opposed to an accuracy question.  
 
S. Bernstein: And for a reader, it would probably be easier to be consistent. 
 
Utley:  Absolutely.  
 
S. Bernstein: That’s what we want. As long as we’re spending all of this money and everybody’s 

devoting their time to it, we want it to right—as right as you can 
possibly get it at any rate. 

 
Bernstein: Okay, Dad, let’s move forward. 
 
Armstrong: That changes one thing on line 25. The expression on line 25 is now correct as it 

was typed, so scratch out my handwriting. Okay? All the other corrections 
stand as I explained them earlier. Now, on the last line of this page, 
that should read: “480 X 320.” 

 
Utley:  That’s correct. 
 
Armstrong: Okay. Then on line 6 of page 14, I think we should consistently state which is 

width and which number is height because it’s such an important 
distinction in the calculations. We did it on the previous example, but 
not on this one. 

 
Bernstein: This then is width height 
 
Armstrong: Width is [} height is 4 
 
 
Utley:  And that is what we had agreed upon on Wednesday afternoon. 
 
Bernstein: Right.  That changes again in a minute 
 
Armstrong: Okay. Line 17, again we’re just missing that square root symbol in order to make 

that equation work. Without the square root, it’s millions instead of 
thousands. Now, in line 19, I had originally indicated this was correct; 
it’s now incorrect because of our change in the formula for the density 
for the maximum scan density.  

 
Bernstein: Steve, are you getting all of these? 
 
Becker:  Yep. 
 
Armstrong: This should now read in line 19: “1789 divided by 5 equals 358.” 
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Becker:  “1789 divided by 5 equals 358?” 
 
Armstrong: Yes. 
 
Becker:  All right. 
 
S. Bernstein: Steve, I have a question to ask you. 
 
Becker:  Yes. 
 
S. Bernstein: When Jim or Brian or anybody gives you these numbers, are they checked out by 

anybody, or do you just copy what we say and that’s it? 
 
Bernstein: No, they definitely don’t copy what we say. That’s an initial problem here, Dad. 
 
S. Bernstein: Okay, I don’t mean to be sarcastic. 
 
Bernstein: No, but they would normally as mathematical people add up the equations. 
 
S. Bernstein: Yeah, because your partner was telling me that most patent lawyers are engineers, 

which would lead me to believe that somebody would say, “well, I better 
check the math to make sure that guys who are not engineers know what the 
hell they’re talking about.” Is that done by your firm, or is it just 
accepted as gospel what we give you? 

 
Becker:  We don’t have engineers or technical people check the math that you provide us. 
 
S. Bernstein: Okay, so what we provide you, then, we live and die by? 
 
Becker:  Okay. Your job is to get that right. 
 
Bernstein: Right, but what we did give you, you didn’t provide in the patent.  
 
S. Bernstein: Okay, we’re trying to say the same thing.  
 
Bernstein: Okay. 
 
Armstrong: Let’s just get it right.  
 
S. Bernstein: At this point we’re only interested in getting it right.  
 
Armstrong: Line 27, that should be “360H” for the height. 
 
Bernstein: Which page? 
 
Armstrong: Line 14, third-to-last line of the page. 
 
Bernstein: Okay. 
 
Armstrong: Now we’re onto page 15. Again, we just need that square root symbol as indicated 

there. 
 
Becker:  Okay. 
 
Armstrong: Then there is nothing on the next few pages until we get to page 18, this is an 

important omission for our calculation standpoint, but we need that square 
root symbol. 

 
Becker:  Okay. 
 
Armstrong: Then I’m going to skip for a second this discussion on minimum scan density here 

because I want to talk to...go with Brian’s comments, too, but on line 10, 
the correct figure is “1.33 equals 1.33.” 

 
Becker:  Okay. 
 
Utley:  Yeah, that wasn’t picked up from the other...from above, the aspect ratio. 
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Armstrong: Line 15, the square root symbol again is missing from that same equation. And then 
finally, I don’t see why, in this example, or any digital example where we 
have no scanning to do, why we should even include any reference to 
minimum scan density because the only application of scanning in a digital 
world is if we were to print a digital photograph and later scan it, in 
which case we’d follow the print formulas, not the digital formulas. So, 
my suggestion here is that we change the sentence, beginning on line one, 
to end after the word “dimensions”...actually, strike the words “and 
minimum scan density” and also to eliminate line 23. Do you agree, Brian, 
that there’s no reason to have that there? 

 
Utley:  It certainly doesn’t add anything. Uh It doesn’t uh uh subtract anything.  
 
Armstrong: It just added confusion to me as a reader when I thought, “How do I calculate 

that?” and then realized it’s not...we’re not scanning anyway. Why ask 
someone to determine something that is not included as a step of the 
process? So I think if everyone agrees, we should strike the words “...and 
minimum scan density” in line 1 and 2... 

 
Utley:  No, what I would do, I wouldn’t do that. What I would do is simply say, “...image 

size and dimensions” and then add a new sentence which says, “Minimum scan 
density is not required since we are dealing with a digital image.”  

 
Armstrong: That’s fine, too. Then let’s strike line 23. 
 
Utley:  No, I’d leave that in. 
 
Armstrong: It’s redundant, but that’s okay. Do you see any other problems with the formulas? 

Did you review all of this again today, Brian? 
 
Utley:  Uh I’ve  just uh uh I have not reviewed anything today. I wasn’t aware of the 

problems until about three minutes ago. 
 
Armstrong: Okay. So that covers my comments on that. 
 
Bernstein: And, Steve, do me a favor. When you guys draft this letter, draft it to Si and 

Brian. Okay? I’d like to be cc:’d on...and by the way, I’d like to be 
cc:’d on any correspondence of anybody to do with the patents.  

 
Becker:  Okay.  
 
Bernstein: One last thing. Doug mentioned that you had a file from Brian, a spreadsheet that 

part of the spreadsheet matter is not incorporated in here. He didn’t know 
why...he couldn’t explain why. I was wondering what that matter is, and 
where is it? Are you aware of that? Because he referred to you. 

 
Becker:  Did heTo me? 
 
Bernstein: Yes. 
 
Utley:  Uh uh That’s probably the image sizing spreadsheet. 
 
Becker:  Image sizing? 
 
Utley:  Yeah, I sent you two files on Monday. 
 
Becker:  Okay. Actually, you sent three all together. Oh, you sent three emails, and then 

the last one had two of them. 
 
Utley:  Right, the last one had two files: both the image sizing and the process.  
 
Becker:  Oh, you’reve got the macro, and then you’ve also got the description of the math. 

Now, what did you want included that wasn’t? 
 
Bernstein: Well, Doug said it should have been included, but it wasn’t...the rest of that 

sheet. 
 
Becker:  What? 
 
Bernstein: I don’t know. Whichever half’s missing. 
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Armstrong: Hold on one second...I don’t want to confuse Steve. We do not want you to cut and 

paste out of those documents into thise patent filing. Those documents do 
not reflect the way we want to express the math. 

 
Bernstein: Right, but we might want them in there, B, correctly. 
 
Armstrong: What? 
 
Bernstein: We might want them in their correctly... 
 
Armstrong: They’re not in there correctly. We just went through it. It’s now correct. If he 

employs all of the changes we just all agreed to... 
 
Bernstein: No, but there’s another sheet that’s not reflected here. 
 
Armstrong: Well, yes, I do want to talk about that. The macro, right?  
 
Bernstein: Right. Can you forward that file to us—the Excel sheet—to Jim, me. 
 
Armstrong: Just have Steve forwarded the whole email back to you. 
 
Bernstein: Well, he doesn’t have it in front of him, and Brian’s got it right here. 
 
Utley:  No, I sent it to you. You were copied on it. 
 
Bernstein: Okay. Let’s just get the most up to date...any changes.  
 
Becker:  Yeah, Brian, remember, we made a decision not to file the claims directed to your 

macro—we made that decision last...a week before the... 
 
Bernstein: Why? 
 
Becker:  Because it was going to involve some additional work, and we didn’t have time at 

that point; and it was all new matter that wasn’t going to claim priority 
to anything, so... 

 
Bernstein: Well, what’s new matter? If the math is part of describing the invention, then 

it’s not new matter, according to what Doug’s told me four times now. 
 
Becker:  Well, Eliot, as you recall, you always have to look at the claims of the 

application, and that defines the scope of your protection. The claims 
will also define...also have to be supported by the specifications. We 
were going to direct claims to the idea of using...of having a macro 
program, which is useful as a tool, to do these calculations in a rather 
simple process.  

 
Bernstein: Okay, that’s fine if you want to just claim a macro. That does it as a simplified 

process and add that as an additional patent for us, but the underlying 
math of it should all be applicable to the invention since it’s just 
derived off the invention.  

 
Becker:  Yeah, math... 
 
Bernstein: So it’s not new matter, it’s just an understanding of the matter. I mean, I swear 

we went through this four times the other day with that conclusion. 
 
Becker:  There are two files that Brian sent me. One of them was an Excel spreadsheet 

having six pages, and all of that material was included in the application 
in pretty much cut-and-paste format. His pages 2, 3, 4, and 6 were the 
examples, which I just cut and pasted as soon as I got them from Brian 
because they defined it all very particularly. 

 
Bernstein: Okay, now you need to get back your record of that because 2, 3, 4, 5, and 6 that 

Brian is sitting here showing me, were never in these patents yesterday. 
So cutting and paste, you must have put them in the wrong document. 

 
Utley:  Those are the examples. 
 
Bernstein: But those weren’t...that’s not what ended up in there. 
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Utley:  They pulled these pictures out and put them as a uh uh uh figure sheet on the 

back, uh and then uh uh we re-entered...  
 
Bernstein: Wrong math. 
 
Utley:  ...the formulas in the body of the... 
 
Armstrong: Hey, right. B, are those images...are you looking at the figures? Are all of these 

figures in the patent application.  
 
Utley:  We should be on figure 7. 
 
Bernstein: Steve, figure 7?  
 
Becker:  Okay. 
 
Bernstein: Are you looking at it? 
 
Becker:  Not in front of me, but I recall writing it. 
 
Bernstein: Jim, figure 7, what do you see? 
 
Armstrong: I don’t have a figure 7...because that was part of...that didn’t come in the 

patent application, that I was mailedbut [ ]. 
 
Bernstein: It’s not part of that final patent? 
 
Armstrong: I don’t know about that, but it didn’t come as part of that Word document.  
 
Bernstein: That’s what I just sent you, Tthat’s supposed to be the final revision of the 

patent.  
 
Becker:  We have to scan the drawings into a Word document; so if you just mailed the Word 

document, you probably didn’t get any figures yet.  
 
Armstrong: Probably the figures were left off of that El. 
 
Bernstein: Okay, do you have your patent application?  
 
Armstrong: I’ve go the one we reviewed on Tuesday Wednesday. 
 
Bernstein: And what’s in there? 
 
Armstrong: All the figures. 
 
Bernstein: Right or wrong? 
 
Armstrong: You know, I don’t know. I didn’t...Brian, was figure 7 changed at all with the 

restatement of our aspect ratio? 
Utley:  Yeah There were some additions that I made for clarification purposes. Uh If you 

look at the first page of the imaging process, where it says, uh uh  the 
third box down, it says “viewing image,” uh I inserted uh “SIR less than 
DWR” to tie it to the equation above it. And then in the one, the bottom, 
,uh uh it has the expression “SIR greater than BWR,” again, that is to tie 
it to the equation above it. 

 
Armstrong: Yeah, because those two don’t have a distinction, figure 7 as it is now. 
 
Utley:  Right. So that simply ties the image to the equation. 
 
Armstrong: So do they have...have you sent them an updated amendment? 
 
Utley:  Yeah, that went out uh uh late Wednesday afternoon. 
 
Armstrong: Okay, we’ve just got to make sure that the corrected figure 7... 
 
Bernstein: Steve, can you fax us the filed patent? 
 
Becker:  No, I can’t find it. I guess Doug took care of this from... 
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Bernstein: Does his secretary have a copy? 
 
Becker:  ...Monday night on. I spoke with her, and she wasn’t clear...she wasn’t able to 

find it. 
 
Bernstein: Do we have a filed patent?  
 
Becker:  How certain would you like me to answer that question? I mean, Doug sent me an 

email saying we filed the patent.  
 
Bernstein: Well, what he sent me that he said he filed is missing the diagrams. So, I have a 

final patent document missing... 
 
S. Bernstein: When is Doug available? 
 
Bernstein: Yeah, does he got a cell phone or something?  
 
Becker:  I don’t know. I don’t know. Maybe I can help clarify this...I mean, Eliot, you 

sound like you’re really upset at us. 
 
Bernstein: You know, I’m not a person to get upset until I see that I spend a lot hours going 

through this, Brian spends a lot of hours, we make all of these global 
changes... 

 
Becker:  Eliot, I’ve heard that a couple times already. Let me try to explain a little bit 

about patent law and maybe help everyone understand what has or has not 
happened. Okay, there’s a lot of rhetoric being thrown on there, but 
there’s... 

 
Bernstein: Yeah, because we’re blind.  
 
Becker:  I don’t think all of it has a lot of basis in patent law. 
 
S. Bernstein: That’s good to hear, so let’s hear that. 
 
Becker:  Okay, and Si, I thought you in particular might be interested to hear that. 
 
S. Bernstein: Yeah, that’s, you know, I’m not sure that adds any comfort because maybe what 

you’re saying is it’s not an exact science and then you move along... 
 
Becker:  Well, I’m going to go well beyond that. 
 
S. Bernstein: Okay. 
 
Becker:  Does anyone have a copy of claim one they can read off of? 
 
Bernstein: Yes. 
 
Utley:  Uh uh This is only a piece of it, right? 
 
Bernstein: Yeah. 
 
Armstrong: It’s Page 22. 
 
Becker:  I’m working off what you emailed me, Jim, and I see page 24, lines 1 through 7. I 

guess they could have repaginated, but... 
 
Armstrong: Oh, but Eliot had mailed you...or faxed you... 
 
Becker:  I’m sorry, what you emailed me. 
 
Armstrong: Oh, okay. So it’s changed then. I don’t know why, though. 
 
Becker:  On the top of the page says “What this claim is.” 
 
Armstrong: “What this claim is”... 
 
Becker:  Do you have that? 
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Armstrong: Yes, page 22 in my printed on. 
 
Becker:  Okay. 
 
Bernstein: Okay, hold on one second because I want to get my notes. 
 
UtleyS. Bernstein:  What page is that, Jim? 
 
Armstrong: Page 22 You don’t have it, BrianSi. 
 
S. Bernstein: Because I don’t have 22. 
 
Armstrong: Want me to fax it... email it to you? 
 
S. Bernstein: No, that’s okay, he’s going to explain it to me. I want to see if I can’t 

understand this. 
 
Becker:  Sure. It’s very sort claims, seven lines long. It actually defines the scope of 

the patent protection that we are trying to obtain in this filing. 
 
Armstrong: Who are we waiting for, Eliot? 
 
Becker:  I think believe so. 
 
Bernstein: Yeah I’m up front. We’re waiting for Brian again. 
 
Becker:  Let me know when you’re ready. 
 
Bernstein: Okay, Steve, Brian stepped out for a minute, but I still want to address this 

issue. We invent something. I hire a mathematician. The mathematician 
solves the X, Y, and Z of the invention. Does he claim a new patent for 
himself? 

 
Becker:  Probably not. [Inventorship] typically follows with the conception of invention. 

If somebody else figures out how it was done, generally speaking that 
would. 

 
Bernstein: Well, I want to be very colorclear on this because Doug’s thinking...I don’t even 

know if then the next statement is correct or incorrect, but if a macro 
was created using the math that comes from the invention, where does it 
follow? Brian, I just asked him, if I hired a mathematician to do the 
math, put all of this into a thing, where does this follow. He says the 
invention, the inventor, etc. The guy you hired to do math wouldn’t claim 
a new patent or a new invention, which is confusing to me because Doug 
now, as of this morning, told me that you’re planning on filing a separate 
patent as inventor of a macro that just spawns off the math entitled to 
this invention. So I’m confused, and I want to be very specific on this of 
what our strategy is here on all of these peripheral pieces. 

 
<End Side 1; begin Side 2> 
 
Bernstein: Why don’t you explain that to me again. 
 
Becker:  Can we go ahead with describing the claims?  
 
Bernstein: Well, do you want to just finish that real quick, and then we’ll go right back to 

the claims? 
 
Becker:  Okay, now what was the question you posed me, Eliot? 
 
Bernstein: I hired a mathematician to solve for what I did. He comes up with an equation. 

Where does that equation belong? Does it belong filed as another patent? 
What’s the inventorship, so to speak? And then, I design from that math a 
macro that solves that math with input formula. How should we be 
protecting that the whole way through, because I seem to be very confused 
about what I’m being told each day. 

 
S. Bernstein: Okay, let him answer the question.  
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Becker:  Inventorship follows whoever conceived the invention as claimed, and that’s why 
the claim is so important because when you set forth in your claim what it 
exactly is that you’re claiming, you have to ask who conceived of that 
idea—who was the first one to come up with it. So, typically if somebody 
really reduces your idea to equations that describe why it works or how it 
works, typically they would not be named as a co-inventor because they 
really didn’t invent the idea. Now if you wanted to claim a macro which 
has user-input displays for receiving certain data that can be used by, 
say, a technician to determine the scan density of a print film image that 
would allow for the desired enlargement ratios and the desired target 
image size, that kind of is a separate idea, and that’s why we thought it 
would be useful to claim that as a tool as well. 

 
Bernstein: Okay, and I understand that part. I don’t mind claiming that all day long. 
 
Becker:  Brian really was the one that built that and came up with it. It’s based on 

principles that you learned, you know, a few years ago that maybe you 
didn’t understand the math behind them, but certainly, I would think, be 
named an inventor on that. 

 
Utley:  I think that would probably claim both Eliot and myself as it relates to both 

aspects. 
 
Becker:  Right. But the important thing with the patent office is that it is...the patent 

office realizes that it is a bit of a grey issue in terms of who conceived 
what, so the important thing is not to have any deceptive intent. 

 
S. BernsteinArmstrong: I think the most important thing is the distinction between inventorship 

and ownership. As I understand, all of this, every one of the patents that 
we have filed, all rights, title, and interests are iviewit’s, regardless 
of who the author/inventor is; and any revenue stream derived therefrom 
are iviewit’s, and that’s the important thing. Is that true, despite and 
in light of the [__]?  

S. Bernstein:  Well Jim that’s Mmy very next question 
 
Armstrong:  , because we could put anybody as an inventor; but as long as that doesn’t 

entitle them to a disproportionate share of any revenues derived 
therefrom, then I don’t care. 

 
Becker:  Yeah, inventorship or ownership initially vests in the inventor or inventors who 

are named in the application; but typically, inventors are under some 
obligation to assign to a corporate entity, either written or by cause of 
their employment—and you can get into the issues of shop right...you know, 
if somebody invented something on the corporate time and then went 
and...you know, it wasn’t really part of his job description, I know this 
issue’s going to be a little more tricky. But I think in this case...what 
we do typically as a practice to confirm ownership is to have the 
inventors sign a written assignment document over to whichever corporate 
entity they want to... 

 
S. Bernstein: But haven’t we followed that? 
 
Becker:  We’ve got those documents. I don’t think we have them all signed and filed yet. 
 
S. BernsteinArmstrong: Let’s get them. 
 
Utley:  Well, Doug was doing that on Tuesday while he was here. 
 
Becker:  Okay. Did you do some signing of documents, Jim and Eliot? 
 
Bernstein: Yeah. Right. 
 
Becker:  Okay, so that’s in process.  
 
Bernstein: Okay, and wasn’t really the intent of my question. The intent of my question is to 

define, for my understanding, what should claim back to Ray [Joao’s] 
patent, and that means that everything other than a macro shell should 
define back to the original patent and be filed, corrected, amended, 
however we get it in to the original patent documents since none of it’s 
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new matter, it’s just an explanation mathematically on every equation of 
what happens. 

 
S. Bernstein: That’s what I heard at the meeting. 
 
Bernstein: And that is exactly what I’ve heard, repeated; and then this morning, it was 

completely opposite, and yesterday is was a little opposite—a little—and, 
you know, I’ve become very confused about which strategy we’re taking, 
which road, because we decide something, and then it’s changed, and we’re 
doing something else, and I’m completely lost. 

 
Becker:  I think I can make this very clear for you if you’ll give me an opportunity. 
 
Bernstein: I will. 
 
Becker:  Let’s take a look at claim one. Claim one states that what you’re claiming is a 

method of providing a digital image file for viewing on a user display in 
a viewing window that has a predetermined size, and the method includes 
one step. The step is, very broadly stated—so bear with me here—providing 
a digital image file having a image size comprising a fixed number of 
pixels representative of an image wherein that image size is greater than 
that of the viewing window size. Now the broad concept that we’re trying 
to claim here is being the first ones to provide a digital image file that 
has more data than is needed for the window size. And why are we trying to 
claim that? Because that allows you to zoom into the image without 
pixelation, and it allows you to pan around the image to corners that 
maybe are not shown in the original viewing window. Does everybody 
understand that? 

 
UtleyS. Bernstein:  I think so. 
 
Armstrong: Yes. 
 
S. Bernstein: I think we’re on the same line. 
 
Becker:  Okay. So now the question becomes: Did we support that claim with relevant 

descriptions in the specifications. And what’s our standard? Our standard 
is that we have to provide enough disclosure in the specifications to 
enable somebody to make and use that invention as claimed. This person 
needs to be somebody of ordinary skill in the art—in other words, somebody 
who can read this document and maybe has some technical background in 
imaging or image processing, for example, and can read what we’ve put in 
our document and can perform our methods claimed. Okay? Everyone with me 
so far? 

 
Bernstein: Um, hm. 
 
Becker:  So we look back into the document that was filed on Wednesday and we say to 

ourselves, “Did we provide enough information in that document to allow 
somebody to teach somebody how to make and use a digital image file that 
has an image size greater than the viewing window size?” And one might 
argue that stating the solution in itself almost provides enough 
information to one of ordinary skill in the art to actually reduce this to 
practice and to make and use one. However, we’ve provided not only a 
description of several different ways of doing it, but also some examples, 
including math, that should make it abundantly clear to one of ordinary 
skill in the art how to do it. The test is whether it would require undue 
experimentation on the part of this fictitious person of ordinary skill in 
the art to make and use a digital image file having these characteristics. 
So the question you need to ask yourself with respect to this application 
is: “Okay, maybe there was an error or two in how it was expressed in 
examples or the number of pixels counted or division here or subtraction 
there, but was there enough in there to enable somebody, based on those 
teachings alone and, of course, their background, to make and use an image 
file having those characteristics?” 

 
UtleyS. Bernstein:  Okay. 
 
Becker:  And I think, based on a reading of it and based on what Jim just walked me through 

in these corrections that need to be made, that there probably was enough 
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in there. That there probably is. I mean, we’ve described in several 
different ways how to do it with print film images or with digital images. 
We described in generally, and then we went and described it specifically.  

 
S. Bernstein: Okay. Can I ask you a question? 
 
Bernstein: Wait, Dad, because that still doesn’t answer my question. That answers this issue 

here.  
 
S. Bernstein: Let him finish with it. 
 
Bernstein: Okay. Are you going to take this back to Ray’s original filing on our... 
 
Becker:  Let me do that next, okay? Now, with respect to Ray’s original filing on August 2nd 

of last year, we asked the exact same inquiry when we review the 
specification that we filed on Wednesday: Did Ray’s filing back on August 
2nd of 1999 provide enough disclosure and enough teaching to enable one of 
ordinary skill in the art to make this file? 

 
Bernstein: And we have a lot of disputes on that because it doesn’t even cover zooming.  
 
Becker:  Right, but what it does describe, if I recall correctly, is it does describe that 

you want to enlarge a print film image to a certain size and then scan it 
at a high density. Now it doesn’t tell what density, it doesn’t give a 
number of pixels, .... 

 
Bernstein: It doesn’t talk about zooming in on the image.  
 
Becker:  It doesn’t tell the number of pixels, but it does show one way of doing it with a 

print film image. It doesn’t talk about digital images...doing it 
specifically with digital images. It may refer to it generally, I don’t 
know. But that is the inquiry.  

 
S. BernsteinArmstrong: If I hear you correctly, it is less important in the claim to say anything 

relative to zooming was in the claim to illustrate or to claim that the 
target image size is larger than the viewing image window because that is, 
in itself, your ability to have the zoom capability. 

 
Becker:  You’re right. You can claim it all different kinds of ways. This was one way that 

we worked out in conjunction with Eliot and Brian two weeks ago. This is 
one of the ways we worked out claiming the invention. 

 
S. BernsteinArmstrong: Because ultimately zooming is simply a feature of the invention.  
 
Bernstein: Okay, hold on one second. Steve?  
 
Becker:  Yeah. 
 
Bernstein: When I look at Ray’s claim one, “What is claimed: An apparatus for producing a 

digital image comprising a device for generating a digital signal file 
from a print film image and a processor for processing said digital signal 
file and for generating an image file wherein said processor generates a 
first signal file from said digital signal file, and further wherein said 
processor processes said first signal file and generates set image file.” 

 
Becker:  Okay. 
 
Bernstein: Okay, we all agreed that that is completely insane...to describe anything about 

our invention...whatever. 
 
Becker:  I know it’s all completely insane; but I think that with the claim that we 

drafted, ... 
 
Bernstein: Yeah, he missed the point.  
 
Becker:  Okay.  
 
Bernstein: Well, then, the claim we drafted, this was my question. It should be right here, 

in this claim, in the patent he filed to date back as far as I can to 
protect our dates, should be changed to the claim we just created. 
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Becker:  Oh, no, this application died on Wednesday, and it doesn’t proceed to a patent. A 

provisional application... 
 
Bernstein: No, no, this isn’t provisional. This is a filed patent. I’m doing dealing with 

one. 
 
Utley:  This is the one that was filed March 24th. 
 
Becker:  Oh, okay. 
 
Bernstein: By Ray [Joao]. 
 
Utley:  So this was the PCT filing on March 24th. 
 
Becker:  Okay, thanks. 
 
Bernstein: And my question is shouldn’t the claims in this patent we just filed be exactly, 

if not identical, to the one...or should they be transposed to Ray 
[Joao’s]? And it was my understanding from Doug that for speed and if the 
patent gets through, etc., that we would rather have it be based on that 
first patent filing. 

 
Becker:  That could be a recommended course of action. 
 
Bernstein: And this is going to get dejected. 
 
Utley:  What we discussed on Tuesday...no, on Monday afternoon, was that uh one of our 

action items was to go back and review the uh March 24th filing and decide 
exactly how we were going to integrate into that filing the uh the uh 
claims that are that should be in there vis-á-vis the specification.  

 
Becker:  Okay.  
 
Utley:  That was one of the action items that we uh uh covered on Monday afternoon. 
 
Bernstein: And now my question further goes to say that once we amend the claims, is there 

any way to amend the body? 
 
Becker:  No. 
 
Bernstein: Even if we’re not adding new subject matter?  
 
Becker:  You can amend the body if you don’t add new subject matter. 
 
Bernstein: Okay, so we can fix Ray’s mess. 
 
Becker:  You can’t add what we added in this application. 
 
Bernstein: Which part? The math is just a description of the old matter, so therefore we 

should be able to add it. 
 
Becker:  It’s not supported. It’s not suggested in the prior applications.  
 
Bernstein: Oh, it’s all suggested because by the nature of the invention it’s suggested. 
 
Becker:  I think the patent office will never allow us to add all of that matter into the 

application.  
 
Bernstein: Okay, but we should add as much matter as we feel comfortable with to buff up 

Ray’s original filing. 
 
Becker:  Sometimes if you change a word or a sentence in a specification... 
 
Bernstein: Yeah? 
 
Becker:  The examiner will outright reject it for new matter. 
 
Bernstein: Well, who cares? He’s going to reject this for insanity in the first place. I 

mean, he’s going to reject this for “what did you patent? Nothing?” 
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S. Bernstein: If I’m hearing Steve right, there’s very little we can do to change the language 

and content of that particular patent... 
 
Bernstein: No, you’re not hearing him right because he just said you could change all of the 

claims whenever you want as long as the examiner hasn’t approved them. And 
right now before the examiner starts approving...looking at this and 
saying it’s nonsense, I’d rather get the right stuff in there. Now, we can 
get most of this stuff in there, albeit I’m going to need good 
argumentation as to why we can’t get it all in there. 

 
S. BernsteinArmstrong: Steve, is that correct? 
 
Becker:  We can change the scope of the claims of the prior application...I mean, that’s a 

good action item, a good thing to do. You know, as I mentioned, it’s 
unlikely we’ll be able to change the specification substantially; and if 
we don’t quite... 

 
Bernstein: Well, we should throw in the word “zoom” if we can. 
 
Becker:  At some point it becomes a question of language and what language you’ve used. If 

we come in and start saying, “Well, what we really were talking about is 
zoom and pan,” Yeah, it’s possible we could get some of those arguments 
through the examiner, but... 

 
Bernstein: Well, we sure as shit should try. 
 
Utley:Bernstein  Well, it looks like Ray took all of this out of here. 
 
Becker:  It’s not as critical as getting one good filing on like we did on Wednesday. 
 
S. BernsteinArmstrong: Yeah, but the date’s what’s important. 
 
Bernstein: Right. 
 
S. BernsteinArmstrong: If this March one...we have one good filing, but it’s dated August 2nd. 

That’s the difference.  
 
Becker:  But it claims priority back to... 
 
Bernstein: The original provisional.  
 
Becker:  The original provisional, which is before this date, again to the extent that 

it’s... 
 
Bernstein: Right, and that’s the strategy I have been hearing is the correct approach here, 

is that we should be cleaning up Ray’s filed patent as best as we can 
without adding subject matter—and I don’t think we really have any new 
subject matter other than a macro shell to re-widget our math, which is 
okay, we’ll leave that out. But I definitely want the underlying math, 
because that’s just not new subject matter, that’s just old subject matter 
defined, and try to get as much of this in that examiner’s hands as fast 
as we can because that is our first patent and we’d like it to approve. 
And then you know what? Leave the macro in this one, and then you’ve got a 
reason that you’ve got new matter in this one that doesn’t conflict with 
your old matter. I mean, the math, I sat through with Doug, went through 
this with Chris Wheeler, my father, I heard all of those things, and then 
I’m hearing that that’s not our strategy. So I just want to be very 
specific on this so that we get that completed in time. I know there are 
issues to timing, etc., that we don’t want to wastewait.  

 
Now, I’m also confused of how we particularly predicted our date as well 
on when this was first exhibited. According to my last notes of when you 
guys were down here originally, we kind of went through a timeline; and 
that timeline has now been changed to September, when, in fact, we felt it 
was more like April or something as the first commercial advantage. Now 
Doug’s talking to me about September dates, and I can list you fifty 
things that occur before then that will be detrimental. As a matter of 
fact, the first one really being something like 8/10, which only gives us 
six days, if my numbers are correct. We signed a license contract with 
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[Centrec? Centrack?] to use and distribute your product. So that’s well 
before 9/1; and these are some real critical things that depend on that 
date, if I’m not mistaken. 

 
Utley:  What contract? 
 
Bernstein: [Centrec? Centrack?]. The license agreement was signed on 8/10. 
 
Utley:  The only thing we signed was a demo. 
 
Bernstein: A demo license, yeah. Well, you were putting it up to commercialize on their site—

on a public site. 
 
Utley:  But there was no charge. 
 
Bernstein: But it’s not a question of charge, according to Doug. Correct, Steve?  
 
Becker:  I need to have some facts. 
 
Bernstein: Okay. We signed a demo to put up on a company’s Web site, and we did, our 

materials for public viewing so that they could identify customer 
response. 

 
Becker:  Oh. When was this? 
 
Bernstein: 8/10. 
 
Becker:  Okay. 
 
Bernstein: Now, there were conversations prior to that. 
 
Becker:  Well, the upside is that we’ve got an application on file as of this past 

Wednesday. 
 
Bernstein: Well, what about changes?  
 
S. BernsteinArmstrong: We have to deal with that one year of commercialization. 
 
Bernstein: If we’re not wrong, and I hate to preach to a lawyer, but that seems to be my 

understanding. So I’d like to get what is claimed in this one into Ray 
[Joao’s] immediately, if not, somehow sooner. 

 
Armstrong: Well, hold on, let him answer the question about commercialization. Would that be 

considered the first date of commercialization or a date of 
commercialization if there’s one prior to it? 

 
Bernstein: There’s not, but... 
 
Becker:  Again, we have to start with the claimed invention... 
 
Armstrong: This was [ ]zoom & pan imagery that we did for him. 
 
Becker:  Okay. And the inquiry is whether or not... 
 
Bernstein: No, it’s video, too, B, that we did. 
 
Armstrong: There was video, too? 
 
Bernstein: Sure. 
 
Becker:  The inquiry was whether or not the claimed invention was on sale more than one 

year before the filing date of the application.  
 
Utley:  This was a test program to determine feasibility.  
 
Becker:  That actually works in our favor. The laws recognize sort of experimental use as 

sort of being a mitigating factor in some types of public disclosure. 
Typically if it’s a commercialization use, or to test the 
commercialization of the invention, they’re less likely to find it to 
be... 
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Bernstein: Well, then, that’s definitely what it was. 
 
Becker:  ...commercial use. 
 
Utley:  Is there any difference, Steve, between...we signed an agreement to do that. 
 
Becker:  Okay. 
 
Utley:  There was no public visibility for another month. So which date will be the 

reference date? 
 
Becker:  Would you call that a sale, that agreement? 
 
Utley:  No. 
 
Becker:  Okay. 
 
Armstrong: Were we ever paid anything by [Centrec? Centrack?]? 
 
Bernstein: No. 
 
Utley:  No. 
 
Armstrong: Never. 
 
Becker:  Okay, that certainly works in our favor if it wasn’t an actual sale of your 

product. In that case, you look more at the public disclosure date. 
 
Bernstein: Well, that was the public disclosure date. 
 
Utley:  No, that was September. 
 
Bernstein: No, it was this date because...well, whenever you put it up on the site publicly. 
 
Becker:  When did you put it up on the site publicly? 
 
Utley:  It was in September. It took us awhile to get there. 
 
Becker:  Okay. No problem, then, right? 
 
Bernstein: If that’s...I’m hanging my hat on a lot of things right there. 
 
Utley:  If that’s the date of reference... 
 
Bernstein: You know, I want to beat the 8/10 day of signing a license agreement because I 

don’t know how that’s going to be construed in court, nor do I care, when 
I can beat it right now. 

 
Becker:  Let me ask the question again, Eliot, do you think that the application that we 

filed on Wednesday does not provide enough information to enable somebody 
of ordinary skill in the art to practice or to make and use what we claim 
in claim one? 

 
Armstrong: I could argue it doesn’t. 
 
Becker:  Go ahead. 
 
Armstrong: I might just simply because the actual deployment of it...or employment of 

it...does require the correct execution of those formulas; and other than 
one particular error that is very, very difficult to understand unless you 
have been part of one of these conversations about the formulas. I mean, 
that you have to reverse-engineer the formulas to find out that the square 
root in that definition is missing, otherwise you’ll end up with target 
image areas of an enormous size and be totally lost. You’ll end up just 
having a goofy result. I mean, I think it could be argued, that you need 
to be able to apply the math to create the image. It could be argued that 
you can conceptually create what it is that we are conceptually defining, 
but it’s more difficult to do that without a precise understanding of the 
relationship of targets of subject images and viewing windows. 
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Becker:  Well, let me turn it against you, Jim. That’s a good analysis. I think it’s 

interesting, but let me turn it against you and say if that’s true, then 
our August 2, 1999, filing doesn’t provide enough disclosure to enable one 
of ordinary skill in the art to make this claim. 

 
Bernstein: On Ray [Joa’s]? 
 
Becker:  CorrectRight, what he... 
 
Bernstein: Yeah, that’s why we want to change it before August 10th. 
 
Armstrong: You said the August 2nd filing. This is the one we just did. 
 
Bernstein: No, the March 3rd filing you mean. 
 
Utley:  March 24th. 
 
Bernstein: March 24th, whatever. 
 
Becker:  Well, I guess I’m going as early as I can, which is why we tried to file on 

Wednesday...which is why we filed on Wednesday, so we could get the 
priority on the provisional application which, if I recall, read very much 
like the March 2000 application.  

 
S. BernsteinArmstrong: The one you’re referring to is the original provisional from August of 

1999. 
 
Becker:  Yeah. 
 
S. BernsteinArmstrong: Saying that if my argument holds, we have nothing of solid validity in 

that particular document. 
 
Becker:  No, what I’m telling you is that that document won’t provide priority to this 

claim. In other words, our priority date will be Wednesday of this year, 
not Wednesday of last year...or not... 

 
S. Bernstein: Because that provisional didn’t provide somebody with ordinary skill in the art 

the ability to replicate what we did? 
 
Becker:  That’s exactly right. 
 
BernsteinUtley: March 24th 

 
Bernstein ...isn’t that the one we’re looking for? 
 
Utley:  March 24th? 
 
Bernstein: Oh, no, that’s the... 
 
Utley:  We’re looking for the August one.  
 
Bernstein: No, I’m looking for the provisional this claims to. 
<Two separate conversations going on at once; difficult to hear and follow...>  
 
Becker:  Let me ask you this... 
 
S. Bernstein: Then that’s to say—and maybe I’ll question my own logic now—is it enough to say 

that somebody understands that in the viewing window that you create zoom 
and then create [ ] ability?  

 
Becker:  As long as we just... 
 
Armstrong: That optimized the particular... 
 
S. BernsteinArmstrong: And all we did was help to clarify... 
 
Becker:  I think that’s pretty convincing. You know, you don’t have to enable all the ways 

of doing it; you just have to enable essentially one way of doing it. 
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Bernstein: Okay. Despite all of this, I still want a firm yes or no. 
 
Becker:  I think was actually critically really finally getting to the issue. 
 
Bernstein: No, yeah, we are. 
 
Becker:  Away from the rhetoric of accusations and... 
 
Bernstein: Okay, okay, right, but... 
 
Becker:  And fear-mongering and calling the investors. I think we’ve gotten to... 
 
Bernstein: Well, I mean, we’ve got to deal with things. These are real fears meaning we 

definitely have real issues. But looking beyond that, which is fine, I’ve 
got still an unanswered question: Does Ray [Joao’s] set of claims change 
tomorrow, Monday, whatever, so that we can protect ourselves? Now you’ve 
agreed that’s a good strategy, Doug’s agreed that’s a good strategy, but 
yet I hear no execution strategy, and that’s what I want to make 100% sure 
that I can get as much of what we’ve discovered into Ray’s incompetent 
work, and I will call it that, as possible. And your work is far more 
superior. These are some issues, but, you know, there’s issues...it’s a 
large thing to grasp, and we’ll get through it. But I want to change what 
Ray [Joao’s] done, and that was my understanding that we’re going to take 
the claims that we’ve discovered in this application you just filed and 
put them into that one, and that the worst that’s going to happen is that 
the examiner will approve the earlier one of Ray and yours will fall away, 
the second one. 

 
Armstrong: Did somebody just join this call? 
 
Bernstein: No. 
 
Armstrong: Did you hear that beep, beep, beep? 
 
Becker:  I did. I don’t know if anyone has joined. 
 
Bernstein: Si? Si? 
 
Armstrong: Maybe he got off. 
 
Bernstein: Yeah. 
 
Armstrong: Okay. 
 
Becker:  Well, let’s do this, Eliot. Let’s say that...I know you are concerned about the 

August 10th date, why don’t we say that we will make some amendments to the 
claims in the prior filings you’re referring to, and we’ll clean that up 
as best we can and make sure that we have the claim amendments... 

 
Bernstein: <Aside to Utley> This is the one we filed? 
 
Utley:  <To Bernstein> That’s the provisional.  
 
Bernstein: <To Utley> That’s the provisional?  
 
Utley:  <To Bernstein> Right. 
 
Armstrong: What about correcting the math in the one from two days ago? 
 
Becker:  Yeah, then again, I don’t know what was filed; and again it appears...I really 

need to consult with Doug on that. 
 
Armstrong: Yeah, but if we’re of understanding what we talked about today is what he filed, 

and I believe that’s it, then what do we do to correct that? We should 
probably correct that by the 10th as well. 

 
Becker:  Okay. Right. That actually was more important with the 8/10 date because these 

changes are considered to be better, then we need to get a filing out by 
that date. 
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Armstrong: Okay. 
 
Bernstein: And Steve, just to remind you on this point, I still definitely for a comfort 

level and to keep accusations at bay, just a letter of what’s occurred, 
what my risks are, and what our strategies for execution are on this 
filing relating to as well fixing this one as well as relating it to Ray 
[Joao’s]. If you could write that clearly to us, that gives us a lot of 
comfort level.  

 
Becker:  All right. Hopefully what I explained today about priority will help. 
 
Bernstein: Well, this gives it the final touch of you can rest assured, I’ve got it in 

writing. That’s what I need to comfort me that I’ve got a strategy, that 
everybody’s on the same page, so to speak, so that page doesn’t shift, so 
that we don’t get off that strategy and we all stay focused on that one 
sheet. So that would be critical. And what is our next due date? Is that 
on the 10th or the 8th or something, or am I missing... 

 
Utley:  Well, the only reason the 10th has any potential bearing is because that’s when the 

test license... 
 
Bernstein: I’d like to beat that here, on this claim; because if we can beat the 10th here on 

Ray [Joao’s] filing, that’s what we need to do there, right? 
 
BeckerArmstrong:  That’s actually not an important date for Ray [Joao’s] filing. 
 
Bernstein: Yes, it is. 
 
BeckerArmstrong:  An important date for the filing that we did a few [weeks? days?] 

ago. 
 
Bernstein: No, no, it’s the same date. Commercialization is commercialization, and how it 

relates is the same here to us.  
 
BeckerArmstrong:  Okay.  
 
Bernstein: You know what I mean? 
 
Becker:  Yeah, I guess I do.  
 
Armstrong: I’ll make just one other general comment, Steve. Everyone else knows this, but you 

don’t. I was just brought into this process Tuesday as the first time I’ve 
ever reviewed any patents. I’ve held them for Eliot in the past but never 
reviewed them; and was probably surprised with what I found was that it 
was an extremely important and at least, to my understanding, we had very 
little time to get it right, and we’re now paying the price, of course. To 
the extent that that can be avoided in the future through careful 
planning, updates, and contingencies, I suggest we have a plan for that. 

 
Becker:  Yep. 
 
Armstrong: So. Just an overall comment. 
 
Becker:  That’s a good comment. I think it’s important to get things done as early as 

possible, and we certainly have tried to do that throughout the process.  
 
Bernstein: Steve, can you do me one last favor? 
 
Becker:  Yes? 
 
Bernstein: Shoot over to Jim the three video patents we filed. He’s signed a disclosure on 

it—the one you gave us—encompassing him for all patents.  
 
Becker:  All right. Jim, what’s your role? 
 
Armstrong: I’m the Director of Sales and Marketing.  
 
Bernstein: But he’s also a shareholder. 
 
Becker:  Okay. 
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Armstrong: I’ve been with this since before anybody else. 
 
Becker:  I see. 
 
Armstrong: It was just basically me and Eliot and Guy before anybody else started, but I’ve 

never been involved in the patent review. 
 
Becker:  Now you want me to send a copy of the filings...the video filings? 
 
Bernstein: Yeah. Can you just fax them to him? 
 
Becker:  Sure. Let me make sure I’ve got this right. Okay. We’ve got three...no, five 

applications, about 100 pages. Is that fine? 
 
Armstrong: Yes. 
 
Bernstein: We have four. Sorry. 
 
Armstrong: Are they emailable, or no? 
 
Becker:  Yeah, they are emailable. 
 
Armstrong: Let’s do that instead. 
 
Becker:  But then you don’t have the figures. We can email.... 
 
Armstrong: Email those, and then just fax the figures? 
 
Becker:  Yeah. 
 
Armstrong: Okay, cool. The fax number is 732-747-5569. Email is jim@iviewit.com. 
 
Bernstein: And there’s five video patents now. Correct, Steve?  
 
Becker:  I’m looking at my chart here: three US and three corresponding PCT [ ] 

applications that we wrote, and then there’s a PCT video playback—that was 
the video playback invention— 

 
Bernstein: Right. 
 
Becker:  And I think that’s all. 
 
Bernstein: Great. Let’s get those out to Jim real quick. I’d like him reviewing those by the 

8/10 date. Any changes, we’re obviously going to try to revert to keep our 
8/10 day as our commercialization day, giving us a little buffer if we’re 
wrong.  

 
Becker:  All right. 
 
Bernstein: You know what I mean? I mean because we don’t know how people will interpret in 

the end what [Centrec? Centrack?] was, but to beat it would definitely 
give us a greater argument. 

 
Becker:  Yep. 
 
Bernstein: So, all right, we’ll pick this up...you’re going to make those changes on this 

patent, correct? 
 
Becker:  I’m going to wait until I speak with Doug. 
 
Bernstein: Okay, great. 
 
Becker:  To find out what was actually filed, and then we’ll decide how best to proceed 

with amending that.  
 
Armstrong: Steve, one more clarification. Did you say we have or have not had successful 

closure on the signing over of inventors’ patents to the company?  
 
Becker:  I can’t speak to that; Doug is working on that. 



 30

 
Armstrong: Okay, will you put that in our list of things to do...or your strategy that that 

gets completed? 
 
Becker:  Yeah. 
 
Bernstein: Yeah, and B, I just signed as well as Brian and Jude and everybody. It’s a large, 

thick document, so Doug should have an update, Steve, as to what is 
exactly signed. I think it was everything, correct? And we’ve got 
everybody here. 

 
Armstrong: I’ve got emails that indicate that that was all done nine months ago. 
 
Bernstein: No, it was, B, but then we filed patents; and then we thought the past was done, 

and now these new ones had to be done, so he came here, there was notaries 
here...it was, you know, it was a lot, but let’s get an update on it. 

 
Armstrong: I just want to see it in writing 
 
Utley:  In addition to that, everyone has individually signed a separate agreement with 

the company, conveying assigning to the company any intellectual property 
that’s created as a result of their employment. 

 
Armstrong: That I know. The key inventions, I just want to see that they’ve signed over 

because that’s the value of the company right there. That’s what I own 
stock in. 

 
Bernstein: Correct. Okay. So let’s get an update, and I think we’re pretty close.  
 
Armstrong: Okay. 
 
Becker:  Eliot, why don’t we go through the list of things that you’ve asked me to do so we 

can be perfectly clear on this?  
 
Bernstein: Okay. 
 
Becker:  The first is to amend Ray’s PCT application, at least the claims, so that we have 

a good filing there, at least based on whatever Ray has in his 
specification. That’s task #1. 

 
Bernstein: Claims plus any additional language that’s not new matter.  
 
Becker:  All right.  
 
Bernstein: Okay. 
 
Becker:  You want a letter describing the...what was omitted or what was incorrect in this 

application filed Wednesday and to what extent that may have any bearing 
on rights. 

 
Bernstein: Correct. 
 
Becker:  And also a course of action we feel is necessary to file new applications to amend 

these, make these corrections, or if there’s something we feel we can do 
in an amendment that would not introduce new matter. 

 
Bernstein: And our strategy going forward on this. By the way, that would mean our strategy 

as well on the video, correct? Because if there needs to be changes and 
the date did stick at 8/10, we need to make any changes we find by 8/10, 
correct? 

 
Becker:  Only if the changes are so substantial that they would jeopardize the ability of 

one skilled in the art to understand. 
 
Bernstein: Okay, so critical errors. Okay. If we find them. 
 
Becker:  And that’s why I think, you know...and if you’re describing in your specifications 

how to make one, how to do it, provide most of the details. I mean, we’ve 
done a very detailed job of ... 
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Bernstein: No, I agree. I’m not...I agree. I see all that here. 
 
Becker:  Any time whatever we can get out of you guys in terms of describing how it 

works...that, in there when you describe a claim and there’s an error, you 
know, there’s an error in the math, will that dramatically affect and make 
it so somebody can’t practice the invention at all, I don’t know. 

 
Bernstein: Right. So if it’s critical by 8/10, it should be resolved. Correct? 
 
Becker:  With the video application, it doesn’t help for us to go back and look at those. 

You guys go back and look at those and see if there’s anything in there 
that you don’t like. 

 
Bernstein: Right. And if we find something in the claim, for example, that we don’t like, we 

need to amend it by 8/10, right? 
 
Becker:  No. 
 
Bernstein: Why? 
 
Becker:  Because the claims have to be supported by the specification as filed back on 

those dates, which were sometime in June... 
 
Bernstein: Okay, but let’s say all that fits, we also have the commercialization date. 
 
Becker:  The commercialization date... 
 
Utley:  I though <inaudible comment to Bernstein> 
 
Bernstein: So we can go change the claims.  
 
Becker:  Typically [ ] prosecutions, as long as they’re still supported by the 

specifications filed... 
 
Bernstein: Right. So if we find any mistakes, we should change them, correct? In the video 

patents?  
 
Becker:  Yeah, as a general principle, that’s a good idea. 
 
Bernstein: Okay, good. All right. I think that sums up what we need. Send the letter to Si, 

myself, and Brian. 
 
Becker:  That’s not a complete list of what you asked for me to do. 
 
Bernstein: What else have we got? Sorry? 
 
Becker:  You’ve asked me to email to Jim Armstrong the three video applications and the 

playback application—the one playback application— 
 
Bernstein: Right. 
 
Becker:  Now with respect to the video application, we have both PCT and US filings. Do you 

want us to send both of those? They’ve essentially identical—in fact, they 
are identical except the... 

 
Bernstein: No. Just one. 
 
Utley:  Send the US. 
 
Becker:  All right, we’ll send the US versions of those two. And we’ll fax the figures. And 

element #4...Item #4 is to provide a written letter to Jim Armstrong 
regarding the assignment status of... 

 
Bernstein: Well, that’s to everybody. That’s to Brian, Si, myself, Jim. 
 
Becker:  Brian, Si, Eliot, and Jim. 
 
Bernstein: Right. Just giving us the update of where we are.  
 
Armstrong: I think it’s helpful to communicate to the shareholders.  
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Bernstein: Well, let’s get it first, then we’ll communicate at discretion, but I think we’re 

there. 
 
Becker:  Okay, then, in terms of general things going forward: Eliot needs to be cc:’d on 

all correspondence relating to patents. Should we continue our practice of 
sending things to Brian? 

 
Bernstein: Yeah. 
 
Becker:  All right, we’ll continue our practice of sending things to Brian and cc:ing Eliot 

with copies.  
 
Bernstein: Right, and I’d appreciate if all that email comes to iviewit.com. Therefore, I 

have copied records.  
 
Becker:  Are you saying you only want us to correspond with you via email, not letters? 

Not... 
 
Bernstein: No, but if it is emails, iviewit.com emails because that gives me complete copied 

records on tape backups.  
 
Armstrong: Do don’t send anything to any of us at a domain name other than iviewit.com, if 

you send it in email. 
 
Becker:  That’s the instructions? 
 
Bernstein: Right. 
 
Armstrong: Correct. 
 
Becker:  Don’t send to any other email address besides one of your names at iviewit.com. 
 
Bernstein: Correct. 
 
Becker:  Okay. Anything else in addition to those items? 
 
Bernstein: Nope. Steve, I appreciate your taking the blunt end of this, I really do. 
 
Becker:  Well, I just wish you would not... 
 
Bernstein: Well, we freaked out a little bit. You can understand that there’s a reason to 

freak...I’m not just making this up. So based on that, let’s try to 
resolve and move forward.  

 
Becker:  Anything else? 
 
Bernstein: Nope. Thanks very much.  
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Apparatus & 
Method for 
Producing Fail to correct inventors, fix 
Enhanced Video missing discloures & notify 

60/137,297 57103/103 Prov US Images Eliot Bernstein 6/3/1999 US IHI Provisional USPTO OED of problems 

Bernstein 
to Iviewit 
LLC to IHI 
Assigned 
01/06/00 
Reel 
Frame Fail to correct inventors, fix 
010523 missing discloures & notify 

P002 Prov Lapse Eliot Bernstein 0494 USPTO OED of problems 

Operating other equipment 
Apparatus & to play movies remotely by 
Method for Eliot Bernstein + activating others devices, 
Playing Video Zakirul Shirajee + DVD's, TAPES, MOVIES 
Files Across the Jude Rosario Assigned FROM RAM MLGS/PR -

60/137,921 5865-4 Internet Eliot Bernstein (Possible Jeff) 6/7/1999 8/5/99 Fail to disclose inventors -
Apparatus & 
Method for 
Playing Video Fail to correct inventors, fix 
Files Across the missing discloures & notify 

60/137,921 57103/104 Prov US Internet Eliot Bernstein 6/7/1999 US IHI Provisional USPTO OED of problems 



Inventors 
Application Listed On True & Correct Problems with 
Number MLGS F&L BLAKELY Greenberg Status Title of Invention Application Inventors Filing Date Priority Country Assignee Type Comments Application 

Bernstein 
to Iviewit 
LLC to IHI 
Assigned 
01/06/00 
Reel 
Frame Fail to correct inventors, fix 
010523 missing discloures & notify 

P003 Prov Lapse Eliot Bernstein 0497 USPTO OED of problems 

Apparatus & Eliot Bernstein + 
Method for Zakirul Shirajee + 
Providing and/or Jude Rosario + Remote control camera 
transmitting Video Jeff (Eliot + Jeff with video and zoom and 
Data and/or on remote camera mounts. Goes 
Information in a concept using missing this invention. 
Communication video from EIB + Joao has similar patents 

60/141,440 5865-4.1 Network Eliot Bernstein ZS + JR 6/29/1999 Not Filed now. Missing inventors 

Apparatus & 
Method for 
Providing and/or 
transmitting Video 
Data and/or 
Information in a Fail to correct inventors, fix 
Communication missing discloures & notify 

60/141,440 57103/105 Prov US Network Eliot Bernstein 6/29/1999 US IHI Provisional USPTO OED of problems 
IHI 
01/03/00 
Reel 
Frame Fail to correct inventors, fix 
010523 missing discloures & notify 

P004 Prov Lapse Eliot Bernstein 0574 USPTO OED of problems 

Apparatus & 
Method for 
Producing Eliot Bernstein + 
Enhanced Digital Zakirul Shirajee + Missing inventors, missing 

60/146,726 5865-6 Images Eliot Bernstein Jude Rosario 8/2/1999 Not Filed proper disclosure 
Apparatus & 
Method for 
Producing Fail to correct inventors, fix 
Enhanced Digital missing discloures & notify 

60/146,726 57103/106 Prov US Images Eliot Bernstein 8/2/1999 US IHI Provisional USPTO OED of problems 
IHI 
01/06/00 
Reel 
Frame Fail to correct inventors, fix 
010523 missing discloures & notify 

P005 Prov Lapse Eliot Bernstein 0509 USPTO OED of problems 



Inventors 
Application Listed On True & Correct Problems with 
Number MLGS F&L BLAKELY Greenberg Status Title of Invention Application Inventors Filing Date Priority Country Assignee Type Comments Application 

Apparatus and 
Method for 
Producing 
Enhanced Digital Eliot Bernstein + 
Images and/or Zakirul Shirajee + Missing inventors, missing 

60/149,737 5865-5 Digital Video Files Eliot Bernstein Jude Rosario 8/19/1999 Not Filed proper disclosure 

Apparatus and 
Method for 
Producing 
Enhanced Digital Fail to correct inventors, fix 
Images and/or missing discloures & notify 

60/149,737 57103/107 Prov US Digital Video Files Eliot Bernstein 8/19/1999 US IHI Provisional USPTO OED of problems 
IHI 
01/06/00 
Reel 
Frame Fail to correct inventors, fix 
010523 missing discloures & notify 

P006 Prov Lapse 0506 USPTO OED of problems 

Apparatus & 
Method for 
Producing 
Enhanced Video Eliot Bernstein + 
Images and/or Zakirul Shirajee + Missing inventors, missing 

60/155,404 5865-7 Video Files Eliot Bernstein Jude Rosario 9/22/1999 Not Filed proper disclosure 
Apparatus & 
Method for 
Producing 
Enhanced Video Fail to correct inventors, fix 
Images and/or missing discloures & notify 

60/155,404 57103/108 Prov US Video Files Eliot Bernstein 9/22/1999 US IHI Provisional USPTO OED of problems 
IHI 
01/06/00 
Reel 
Frame Fail to correct inventors, fix 
010523 missing discloures & notify 

P007 Prov Lapse Eliot Bernstein 0183 USPTO OED of problems 

Apparatus and 
Method for 
Producing 
Enhanced Video Eliot Bernstein + Missing inventors, missing 
Images and/or Zakirul Shirajee + proper disclosure - looks 

60,169,559 5865-8 Video Files Eliot Bernstein Jude Rosario 12/8/1999 IHI like copy of last one 
Apparatus and 
Method for 
Producing 
Enhanced Video Fail to correct inventors, fix 
Images and/or missing discloures & notify 

60/169,559 57103/109 Prov US Video Files Eliot Bernstein 12/8/1999 US IHI Provisional USPTO OED of problems 



Inventors 
Application Listed On True & Correct Problems with 
Number MLGS F&L BLAKELY Greenberg Status Title of Invention Application Inventors Filing Date Priority Country Assignee Type Comments Application 

IHI 
01/06/00 
Reel 
Frame Fail to correct inventors, fix 
010523 missing discloures & notify 

P008 Prov Lapse Eliot Bernstein 0220 USPTO OED of problems 

May be missing filing 
signed by all three 
inventors and Joao 
somehow revoked it. This 
is supposed to be US filing 

MISSING 5865-9 but Joao does not send it 

Joao files this to try and 
cover up for the US app 
that Jude Zak and Eliot 

Apparatus & signed and somehow he 
Method for files this to say that was 
Producing Eliot Bernstein + filed. Then after we catch 
Enhanced Digital Zakirul Shirajee + him lying he suddenly 

5865-10 PCT Pending Images Eliot Bernstein Jude Rosario sends over a US app that 
Apparatus & 
Method for 
Producing Foley states they assigned 
Enhanced Digital but everyone else states it 

57103/110 1 PCT Pending Images Eliot Bernstein 3/23/2000 3/24/1999 PCT IHI International is not assigned 

LAPSED BY Not 
P009 PCT Pending BSZT Eliot Bernstein Assigned BSZT states not assigned 

Should never have been 
Not lapsed and why never 

Eliot Bernstein Assigned assigned 

JOAO NEVER 
ACCOUNTS FOR OR 
SENDS FOLEY INFO AT 
FIRST - THIS 
CORRESPONDS TO APP 
SIGNED BY ALL THREE 

Apparatus & AND SENT BY 
Method for EIB+WITNESSES. JOAO 
Producing Eliot Bernstein + NOT USES THE SAME 
Enhanced Digital Zakirul Shirajee + ASSIGNE ATTRNY DCKT # 5865-1 

09/522,721 5865-?? US Pending Images Eliot Bernstein Jude Rosario US D US FILIING FOR THIS FILING AS 
Fail to correct inventors, fix 
missing discloures & notify 

NOT USPTO OED of problems. 
ASSIGNE Never assign. Foley in 

57103-119 US Pending D transcripts say they are 



Inventors 
Application Listed On True & Correct Problems with 
Number MLGS F&L BLAKELY Greenberg Status Title of Invention Application Inventors Filing Date Priority Country Assignee Type Comments Application 

Fail to correct inventors, fix 
missing discloures & notify 
USPTO OED of problems. 
Never assign. BSZT lets 

NOT this lapse losing original 
ASSIGNE date, decide with 

P017 US Pending D 
NOT 

Crossbow and Mondragon 

ASSIGNE 
D 

System & Method 
for Streaming an Eliot Bernstein Eliot Bernstein + 

PCT/US00/?? Enhanced Digital + Zakirul Zakirul Shirajee + 
??? 57103/111 4 PCT Pending Video File Shirajee Jude Rosario 

PCT/US00/15 
408 P010 4 PCT Pending Eliot Bernstein 

Eliot Bernstein 

This becomes limited to 
streaming and has wrong 
inventors, even after they 

6/2/2000 PCT MISSING International meet with inventors 
Fail to correct inventors, fix 

Not Not only Foley Spread on missing discloures & notify 
Assigned Blakely find USPTO OED of problems 

+ Zakirul Not 
PCT Natl Phase Shirajee Assigned 

System & Method 
for Providing an Eliot Bernstein Eliot Bernstein + 

PCT/US00/?? Enhanced Digital + Jude Rosario Zakirul Shirajee + 
??? 57103/112 2 PCT Pending Video File + Brian Utley Jude Rosario 

PCT/US00/15 
405 P011 2 PCT Pending Eliot Bernstein 

Eliot Bernstein 
PCT Natl Phase + Brian Utley 

This is really strange, it is 
a copy of the above app 
but we lose Zak and get 
Jude and Brian instead. 

6/2/2000 3/6/1999 PCT MISSING International The title here is the correct 
Fail to correct inventors, fix 

Applicant Not only Foley Spread on missing discloures & notify 
IHI Blakely find USPTO OED of problems 

IHI 

System & Method Eliot Bernstein Eliot Bernstein + 
PCT/US00/?? for Playing a + Zakirul Zakirul Shirajee + 
??? 57103/113 3 PCT Pending Digital Video File Shirajee Jude Rosario 6/2/2000 3/6/1999 PCT MISSING International Wrong inventors 

Fail to correct inventors, fix 
PCT/USO00/1 Not only Foley Spread on missing discloures & notify 
5406 P012 3 PCT Pending Eliot Bernstein IHI Blakely find USPTO OED of problems 

Eliot Bernstein 
+ Zakirul 

ABANDONED Shirajee IHI 

System & Method 
for Streaming an Eliot Bernstein Eliot Bernstein + 
Enhanced Digital + Zakirul Zakirul Shirajee + 

09/???? 57103/114 4 US Pending Video File Shirajee Jude Rosario 

Wrong inventors - wrong 
title and note that it is eib + 

6/5/2000 US MISSING Pending zak 



Inventors 
Application Listed On True & Correct Problems with 
Number MLGS F&L BLAKELY Greenberg Status Title of Invention Application Inventors Filing Date Priority Country Assignee Type Comments Application 

Eliot Bernstein Fail to correct inventors, fix 
+ Zakirul Applicant Not only Foley Spread on missing discloures & notify 

09/587,730 P013 4 US Pending Shirajee IHI Blakely find USPTO OED of problems 
US Pending IHI 

System & Method Eliot Bernstein Eliot Bernstein + 
for Playing a + Zakirul Zakirul Shirajee + 

09/???? 57103/115 3 US Pending Digital Video File Shirajee Jude Rosario 6/5/2000 US MISSING Pending Wrong inventors 
Eliot Bernstein Fail to correct inventors, fix 
+ Zakirul Applicant Not only Foley Spread on missing discloures & notify 

09/587,026 P014 3 US Pending Shirajee IHI Blakely find USPTO OED of problems 
US Pending IHI 

Here again the title is 
System & Method correct and the inventors 
for Providing an Eliot Bernstein Eliot Bernstein + get changed to 
Enhanced Digital + Jude Rosario Zakirul Shirajee + eib+brian+jude, and 

09/???? 57103/116 US Pending Video File + Brian Utley Jude Rosario 6/5/2000 US MISSING Pending another similar app is filed 
Eliot Bernstein Fail to correct inventors, fix 
+ Jude Rosario Applicant Not only Foley Spread on missing discloures & notify 

09/587,734 P015 2 US Pending + Brian Utley IHI Blakely find USPTO OED of problems 
US Pending IHI 

Foley says they skipped 
117 yet we have letter and 
app showing it was 
prepared for EIB + JF to 

Eliot Bernstein + sign and then it disappears 
Zakirul Shirajee + Was and resurfaces with Utley 

Eliot Bernstein Jude Rosario + supposed on new number 118 but 
+ Jeffrey Jeff (Eliot + Jeff to be the whole file vaporizes and 

System & Method Friedstein (NO on remote US they claim it never existed. 
Missing for Video UTLEY ON concept using application Bill Dick states in VA Bar 
Entirely From Playback Over a OUR COPY video from EIB + , that gets that they skipped this 
Foley Docket 57103/117 5 ?  Network OF THIS ZS + JR lost MISSING ? number but yet they have 

US Prov 
60/137,92 

System & Method 1 & US 
for Video Prov Is to continue 5865-4 & 4.1 Foley states that EIB told 
Playback Over a Bernstein, Et 60/141/44 & also 118 is attached them not to file US and this 

57103/117 PCT Intern'l Network Al. 0 ??? instead is BS 
File never sent to BSZT, 

? ? Missing ??? yet fragments remain of 
Eliot Bernstein 
+ Jeffrey 
Friedstein + NO file found at USPTO by 

Not Filed???? Brian Utley ??? CPR 



Inventors 
Application Listed On True & Correct Problems with 
Number MLGS F&L BLAKELY Greenberg Status Title of Invention Application Inventors Filing Date Priority Country Assignee Type Comments Application 

Eliot Bernstein + 
Zakirul Shirajee + 
Jude Rosario + 
Jeff (Eliot + Jeff This replaces 117 for Eliot 

System & Method Eliot Bernstein on remote and Jeff and adds Utley 
for Video + Jeffrey concept using and loses invention 

PCT/US00/?? Playback Over a Friedstein + video from EIB + disclosure that was part of 
??? 57103/118 5 PCT Pending Network Brian Utley ZS + JR 6/7/2000 PCT MISSING International 117 

File 117 disappears off FL 
US Prov spreadsheet. Utley never 

System & Method 60/137,92 invents with Jeff & I and 
for Video Eliot Bernstein 1 & Fax refers to 117 but 118 is contributes nothing but 
Playback Over a + Jeffrey 60/141/44 attached , the client matter puts himself in. In fact in 

PCT Pending Network Friedstein 0 PCT International is bizarre his dep he admits he 
Fail to correct inventors, fix 

PCT/US00/15 Applicant Not only Foley Spread on missing discloures & notify 
602 P016 5 PCT Pending Eliot Bernstein IHI Blakely find USPTO OED of problems 

Eliot Bernstein 
+ Jeffrey 
Friedstein + 

ABANDONED Brian Utley IHI 

5865-1 - Wrong inventors - missing 
Joao Apparatus & disclosure - not assigned. 
names Method for Joao opens no file for this 
this same Producing Eliot Bernstein + and it never assigned a 
as prov Enhanced Digital Zakirul Shirajee + 60/125,82 Totally Weird here, thought attrny #, it tries to use 824 

09/522,721 app 824 Images Eliot Bernstein Jude Rosario 3/10/2000 4 this was 110 filing # 
FL fails to change 
inventors & instead tries to 
replace this with 939 and 
change the inventors to 

Apparatus & EIB + BGU. Fail to report 
Method for Joao. Transcripts clearly 
Producing state they are supposed to 
Enhanced Digital ammend this and put in 

09/522,721 57103/119 1 US Pending Images Eliot Bernstein 3/10/2000 US MISSING Pending 939 info, they never do. If 
BSZT fails to change 
inventors & instead tries to 
replace this with 939 and 
change the inventors to 
EIB + BGU. Fail to report 
Joao + FL. Fail to assign. 

Not They make decision with 
P017 US Pending Eliot Bernstein Assigned Mondragon & Crossbow to 

Not 
US?????? Assigned 



Inventors 
Application Listed On True & Correct Problems with 
Number MLGS F&L BLAKELY Greenberg Status Title of Invention Application Inventors Filing Date Priority Country Assignee Type Comments Application 

System & Method 
MISSING for Providing an 
FROM FOLEY Enhanced Digital 
DOCKET 57103/120 6 MISSING Image File Missing Missing ? MISSING ? 

Not on Foley Spreadsheet, 
Blakely finds this or they 

PCT/US00/21 Applicant then send to BSZT but 
211 P018 6 PCT Pending Eliot Bernstein 8/2/2000 PCT IHI International Company is unaware it 

Eliot Bernstein 
PCT Natl + Brian Utley IHI 

Missing oath & declaration 
System & Method when filed. EIB never saw 

MISSING for Providing an Eliot Bernstein + this never invented with 
FROM FOLEY Enhanced Digital Zakirul Shirajee + Utley - no EOB sig 
DOCKET 57103/121 6 MISSING Image File Missing Jude Rosario Missing ? MISSING ? anywhere 

BSZT - Fails to report to 
Eliot Bernstein Not Not only Foley Spread on OED or authorities - Fails 

09/630,939 P019 6 US Pending + Brian Utley 8/2/2000 US Assigned Pending Blakely find to correct inventors 

Eliot Bernstein Not 
US Pending + Brian Utley Assigned 

Foley files without 
authorization - Utley as 
sole inventor - no 
assignment to Company 
Foley files without 
authorization - Utley as 
sole inventor - no 

MISSING Zoom & Pan Eliot Bernstein + assignment to Company. 
FROM FOLEY Using a Digital Zakirul Shirajee + Utley in dep denies 
DOCKET 57103/122 P020 US Prov Camera Brian Utley Jude Rosario 9/18/2000 US IHI Provisional knowing about camera 

BSZT Never corrected the 
inventors or re-assigned it 

Not Not only Foley Spread on to Company. Failure to 
60/223,344 CANCELLED Brian Utley Assigned Blakely find report the matter to OED 

. 
Foley files without 

MISSING Zoom & Pan Eliot Bernstein + authorization - Utley as 
FROM FOLEY Imaging Design Zakirul Shirajee + sole inventor - no 
DOCKET 57103/123 P021 US Prov Tool Brian Utley Jude Rosario 9/18/2000 US IHI Provisional assignment to Company 

BSZT Never corrected the 
inventors or re-assigned it 

Not Not only Foley Spread on to Company. Failure to 
60/233,341 CANCELLED Brian Utley Assigned Blakely find report the matter to OED 

Japanese Applications 
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Line
This comes after Utley is fired with cause and this file number does not match the patent file number
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This comes after Utley is fired with cause and this file number does not match the patent file number





eliot
Note
There is no carbon copy on this letter as Foley was requested to provide on all patent matters and it comes after Utley is terminated.  Prior to this the Company had no records of this application.
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Raymond Hersh is the CFO and should not have been cc'd ANY patent information.
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Note
Brian Utley is the sole applicant listed on this application
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Brian Utley is the sole applicant listed on this application



Administrator
Line







eliot
Line









Administrator
Line

Administrator
Line



eliot
Line

eliot
Line


eliot
Line
No carbon copy to ANYONE, despite repeated requests in the transcripts to send cc to others.  Company cannot verify this as it was not in the Company files until transfer of files from Foley



Boehm: Well, then, talk to Brian because we were corresponding with Brian on that, and I
don’t know why you weren’t getting it if that was the case, and I don’t
know which letter went to who, blah, blah, blah, but I do know that we
mentioned that we didn’t understand the math, and we were up to the third
draft, if I recall; and you’re right, Jim, that it shouldn’t have
taken...it shouldn’t have been last minute and you should have had time to
do it. I totally agree, but I can’t take total blame for that... 

Bernstein: But wait a minute. Steve has fundamental errors on understanding the math, and yet
we’re going to file it with him having math problems? 

Boehm: It’s your duty to either help us to understand... 

Bernstein: But then I’ve got a point. We did help you. We sat on the phone for an entire day,
walked through this... 

Boehm: The day of the filing you mean? 

Bernstein: And if this math is still wrong, I mean, there’s something really fundamentally
wrong here. 

Armstrong: Let me check it again. 

Bernstein: Yeah, let us call you back in a while. Is Steve in today, too? 

Armstrong: I didn’t get involved until Wednesday. 

Boehm: Right. 

Armstrong: I’ll tell you one thing, Doug, that you should do as just a matter of course going
forward. Eliot being the owner of the company and the person that Brian
reports to is any future email correspondence should always be copied to
him. That’s kind of just a standard practice we all do in the company. 

Boehm: To copy? 

Armstrong: Yeah. 

Boehm: Okay. I didn’t know that. 

Bernstein: You ask me to review and sign these patents, and you’re not sending me
information. What do you mean. 

Armstrong: I think had we known that there was a question of validating Brian’s math, Eliot
would have brought me in a lot earlier. 

Bernstein: I would have brought a mathematician in. I mean, this is ridiculous. 

Armstrong: Yeah, I’m just a friend that’s good at math, not a mathematician. 

Boehm: Right, well. 

Armstrong: Go to your meeting. We’re going to check theis patent stats out, and we’ll talk to
you letter. 

Boehm: Well, you’ve got to talk to Brian, too. 

Armstrong: Yeah. 

Bernstein: I think because I now seriously have to report a lot of things to a board of
people that we’re going to have to have a meeting at some point either
today or Monday with a few of the key people in the company who are
investors, etc., so that they understand what they are investing or not
investing in. 

BeckerArmstrong: Don’t jump to conclusions. 

Bernstein: No, I’m not, but if this is correct, we’ve got some fundamental things that need
to be discussed. 

2
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Note
Boehm directed to copy company on patents and other matters
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Note
This portfolio sheet has two numbers 122 and they both say assigned to Iviewit.  Additionally, it does not match up with the sheets it was sent with, see next pages.  It has Eliot Bernstein on one but patent filing per BSZT does not.  No signature of EIB in files.
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Note
No filing stamps are on this at all as with other applications??



eliot
Line

eliot
Note
No signature for Eliot is in the files and BSZT states in portfolio that it is only Utley.  There is no stamps from patent office or other proof this is legit.  Was not in the Company files until Foley to BSZT transfer.
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Assignment never filed and small entity never filed.
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Assignment never filed and small entity never filed.
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No signature in files for Eliot and BSZT and patent office state Eliot is not listed???
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Company has no original files on this patent or signatures or filing receipts from patent office.
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CORRECTED VERSION – CORRECTED ON 5/14/2003

Transcription of Telephone Conference


Conducted July 31, 2000

Participants:


Simon Bernstein, Eliot Bernstein, Maurice Buchsbaum,

Brian Utley, Doug Boehm, Chris Wheeler


Note: Square brackets [ ] are used to indicate inaudible or indecipherable 
text. Text found inside brackets indicates transcriptionist’s 
best guess. Since speaker names are not specifically identified, 
transcriptionist has made an attempt to identify based upon 
comments made in conversation but cannot guarantee that each 
speaker has been accurately identified. Note also that this 
recording has numerous instances of participants speaking at once 
or carrying on simultaneous side conversations that make it 
difficult to follow and transcribe the entire line of discussion. 

Utley:	 <begins midstream>...status of the original digital image

filings, and basically the fact that the original filings

do not cover the full subject matter of the imaging

technology; and to wit, one of the omissions, in particular

in reading the claims section of the provisional and the

formal filing, relates to the zooming and panning

capability that is inherent in the technology. This has

become a topic due to the fact that we are currently in the

second phase of filing imaging patent protection which is

driven by the provisionals that were filed later last year,

between August and December of last year. So the concern

that were expressed by Eliot in reviewing this is that this

omission of the zooming and panning capability was

attributable to a failure, for whatever reason, on the part

of Ray Joao, the patent attorney of record, in constructing

and putting together the provisional and formal filing<tape

cuts out here> did I say it is that right Eliot


E Bernstein I believe so


Utley Is that your understanding


E Bernstein Correct


Utley The purpose of this meeting is to review the facts and I think

there are two particular points that are


...that are important to moving ahead. The first is: “Given that the filings

are what they are, and given what we know about the filing

which is scheduled to take place this week on Wednesday,

what means do we have to correct the situation; and given

whatever corrections we find, what then is the impact or

exposure to iviewit based upon what actions we can take.

Then, lastly, what, if any, recourse might iviewit have vi

sa vi the omissions in the original filings Are there any

other issues, Doug?


Bernstein: Yeah, just correcting back to Ray Joao's work of the formal

filing that he filed. Do we have a copy of that?
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Missing inventor Rosario
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Jude Rosario is missing
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Note
This sent months after filing for review by inventors of first draft?  Dicks VA Bar response said all inventors had time to review and sign.
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No copies to anyone at Company or inventors
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These are signed on July 31 and sent on 10/3/00???
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Two months after filing.
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No signature for Bernstein exists.  Bernstein never invented anything with Utley.
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This signature could have been taken from an any application that I saw and then switched.
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Bernstein signs to remove Utley from patent with counsel BSZT
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Sent two months after filing for inventor review, this contradicts statements to VA Bar that inventors had time to review and change applications.
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1 year after filing and 5 months after supposedly signing an oath for Foley, the Oath is still missing???
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Although this document states facsimile there are no send headers?
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Day before filing and we are getting 1st draft?  Dick's VA Bar response says inventors had time to review.  There are several apps claimed to be done this way.
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The Company is not in possession of these records or hand corrected copies  and Foley claims to have retained no records of the files in the VA Bar Response.
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No carbon copies to anyone.
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Strange that Foley starts suddenly putting all these disclaimers regarding inventors.
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The first page now states 118 and the rest is 117.
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No fax header like the other ones!!!
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you at any of those meetings? 199 

I property, intellectual property, was there ever 

2 

3 

4 

1 any concern expressed to you, as COO and I 

A. I didn't take a camera with me. 

Q . Now, going back to the Iviewit 

technologies, the heart of the company's 

I president of the company, concerning the math, 

the poo:? math that was submitted to the patent 

office with errors? Is there anyone who 

expressed any concern to you about that? 

MR. PRUSASKI: Object to the form. 

THE WITNESS: There was a dispute as 

to the consistency of the mathematical 

representation, not to accuracy. 

By MR. SELZ: 

Q. Okay. So it wasn't dealing with the 

accuracy of the math or computational errors; it 

was dealing with whether or not the math properly 

applied the processes involved? 

A .. No. It was, I said, consistency. 

Q. Consistency, okay. Well, explain to 

me what you mean by consistency, then, sir, so I 

can understand. 

A. Well, there may be several different 

ways of deriving the same number, and it could be 

Pat Carl & Associates (763)591-0535 or (800)591-9PCA (722) - 
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derived using one form in one place and another 2 0 0  

form in another place. The result is always the 

same and both forms are accurate. 

Q - But they're not consistent? 

A. They are not -- they don't show the 

same format, but the values and the value derived 

is always the same. It is mathematically 

correct. 

Q . Okay. So did anyone ever express to 

you a concern about those particular issues? 

A. There was a concern expressed, yes. 

Q. By who? 

A. By Eliot Bernstein. 

Q. How about Murice Buchsbaum, did he 

ever express any concern to you about the math 

submitted? 

A .. Murice Buchsbaum didn't understand 

the math. 

Q .  Okay. So he never, he never 

expressed any concern to you then? 

A. Not on that score. 

Q. Did the board of directors ever 

question you about the patent materials submitted 

or any problems with the patent submitted to 

these intellectual property rights? 

Pat Carl & Associates (763)591-0535 or (800)591-~PCA ( 722 )  - 



A. I don't recall discussing any 

problem with respect to Foley & Lardner's work 

because I don't recall any problem with Foley & 

Lardner's work. 

Q .. Okay. How about Meltzer Lippy, I 

think you described yesterday, there were some 

Proskauer Rose vs. Iviewit.com, et al. 8/23/02 

concerns; were those discussed with the board of 

directors? 

A .. The work done with Meltzer Lipper, 

1 

2 

3 

4 

5 

6 

7 

I was done mostly before my time. I 

A. No. 201 

MR. PRUSASKI: Object to the form. 

By MR. SELZ:  

Q. Did you ever discuss with the board 

of directors any of the problems with Foley & 

Lardner or Meltzer Lippy's work with regard to 

the patent? 

Q. What about the part that was done 

during your time, were you concerned about any of 

the qual-ity of the work that was performed or any 

problems you felt might arise from that work? 

A. I did not, during that time, 

discover any problems. 

I If I may ask the question, I'm 

puzzling here to understand why this form of 

Pat Carl & .Associates (763) 591-0535 or (800) 591-9PCA (722) - 
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- 

questioning is relevant to the Proskauer 

litigation? 

Q. Well, actually, sir, and I don't 

mean to be impolite in any manner whatsoever, but 

the role here for you is not really to ask these 

questions, but rather to answer the questions 

that are posed. So, although I appreciate your 

concerns, that's not something really for you to 

determine, but rather for posing counsel to bring 

before the court, if these matters should ever be 

submitted. 

So, again, I'm not attempting to be 

rude or i-mpolite in any manner, but these are the 

questions we can pose to you and you are duty 

bound to answer them. 

MR. PRUSASKI: I would just say to 

some extent, because he's not represented here, I 

think he's got the right to -- 

MR. SELZ: He doesn't have any right 

to object.. And you know, Chris, you and I both 

know, that even if you object to the form of a 

question or relevancy, the witness still has to 

answer it.. 

MR. PRUSASKI : I agree, and I think 

Mr. Utley knows that he needs to answer the 

Pat Carl & Associates (763)591-0535 or (800)591-~PCA (722) 
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represented, to some extent, he does have the 

right to question the relevancy. 

MR. SELZ: Well, I mean, he can 

object klased on the relevancy or you can object 

based on the relevancy, but he cannot question 

the validity of what I'm asking based on a 

relevancy objection. 

MR. PRUSASKI: Okay. I just think 

that his last comment was basically just a lay 

person's objection to the relevance. 

MR. SELZ: That's fine. I mean, you 

know -- 

MR. PRUSASKI: And I'd like to 

state 

MR. SELZ: I don't even know if he 

has standing to interpose an objection because 

he's not a party to the case. So, well, I guess 

whatever, but the bottom line is we'll proceed so 

we can hopefully get through this as quickly as 

possible and release Mr. Utley from his 

obligations here. 

MR. PRUSASKI: Okay. And I'd like 

to join Mr. Utley with objecting to the relevance 

of the question too. Go ahead. 

Pat Carl & Associates ( 763 )  591-0535 or (800) 591-9PCA (722) 
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MR. SELZ: (No response.) 204 

MR. PRUSASKI: Steve? 

3 MR. SELZ: Yeah, I'm still here. 

4 MR. PRUSASKI: Okay. Go ahead when 

objections. Okay, fine. 

MR. BERNSTEIN: Could somebody 

repeat the last question for me, please. 

MR. SELZ: The last question was are 

you, are, were you aware of any situations 

according to -- Madam Court Reporter, actually if 

you couLd do me a favor, if you read back that 

last question, I would appreciate it. 

5 

6 

(Whereupon, the requested portion 

you're ready. I guess we're done. 

MR. SELZ: You're done with your 

was read back.) 

MR. SELZ: That's fine, thank you. 

By MR. SELZ: 

Q . Did Foley & Lardner ever discuss 

with y0.u any potential errors in the patents and 

any pot'ential liabilities that would arise from 

those errors? 

I MR. PRUSASKI: Object to the form. 

Assumes facts not in evidence. 

MR. SELZ: Well, let me start off 

Pat Carl & Associates (763)591-0535 or (800)591-9PCA (722) 
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with the basic question then. 205 

By MR. S E L Z :  

Q - Did Foley & Lardner ever advise you 

that there were any errors in the patents? 

A. No. 

Q. So, then, they never advised you of 

any liabilities or any errors that might arise 

from any errors because there weren't any; is 

that your testimony is today? 

A. They never advised me that there 

were any errors in the patents. 

Q. Okay. Now, with regard to the 

Proskauer Rose billing, you had indicated that 

you had authorized certain payments to be made 

and Mr. Prusaski had showed you a series of 

letters sent to you by Chris Wheeler and your 

responses on a couple of those. 

Were those payments ever authorized 

by the board of directors of Iviewit? 

A. The board of directors normally does 

not become involved in the administration of 

accounts receivable and accounts payable. 

Q. Okay. Well, you, in your own 

testimony, sir, indicated that the company was in 

a cash poor position; is that true? 
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Eliot I. Bernstein

From: Eliot I. Bernstein [alps1@bellsouth.net]

Sent: Wednesday, August 09, 2000 11:10 AM

To: Douglas Boehm (E-mail); James F Armstrong (E-mail); Simon L. Bernstein (E-mail);
brian@iviewit.com
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Doug - As you can imagine I am a bit upset myself with last Friday’s conversations but for
different reasons. I have made not one single unfounded accusation. My remarks were based on
facts. If you read the transcript what initiated that call was that when we received the patent that
was filed, many of our changes were not incorporated. Most of the changes in the math that we
spent the entire day with you laboring over were not incorporated in the patent. The math had
fundamental errors still such as missing square roots etc. Also, if you listen to the tapes you will
find that Brian was also upset that the math that he had sent several days earlier was also not
included. Therefore, we seem to see wild accusations as separate items.

I would have liked to have more time to review the patent myself but you and Steve were working
with Brian and I did not really have time to review until the week prior to filing when I first
received the first draft. This gave me very little time to review prior to filing, so I am unclear as to
how I could have done things any faster as you said in your letter. I figured we had established
most of the meat of the invention when you came to our offices several months ago and that the
final patent would have been well thought out, and that the math would be correct and tested.
When I received the first draft of the filing, again, we had failed to cover zoom without pixelation.
When I saw the complexity of the math, I asked my friend to explain it to me. What Jim found
were huge errors that we spent our entire day reviewing with you. We agreed to those changes
and we trusted that they would be incorporated in our filing. They were not. You now refer to
these as minor changes but while we first reviewed them you called them very significant.

As you articulately pointed out, I am neither a patent attorney nor an engineer nor a
mathematician, so I have hired people I do trust. What was shocking to me as naive as I may be
was that these were items that were discussed to full understanding and yet they remained wrong.
You cannot argue that there is much wrong with my anger since it remains founded in facts.
Anger is an associated with fear, and this seemed to put me and my partners in danger because of
the errors. Thus, I re-acted to these facts by asking Steve what liabilities we would now encumber
and this is of major concern to my shareholders etc. if there were liabilities that arose.

Regarding the patents Ray filed, it was you and Steve that pointed out that there could be
problems in Ray’s filings. Again, I re-acted in fear. How can the people we are entrusting to our
inventions fail to serve us well? Thus, I alerted those involved and you presented your position on
Ray Joao since you were the one who made the accusations in the first place. After listening to
you we had decided to go back and amend Rays application to claim priority of all matter to that
initial date. When we talked with Steve it was unclear if we were still on that same path and that
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was because of the bar date. We revisited the bar date issue and it became unclear as to whether
it was September or August based on Centrack. When we noticed that the math and illustrations
were not based on the stuff Brian had sent you we asked Steve to explain, he had no answer as to
why it had been filed without it. Then, if you listen to the tapes, you will see that Brian was very
upset that these changes had not been entered. He was shocked and so expresses his emotions on
the tape. Have you written him an angry letter, calling him a wildcard that has unfounded
accusations.

As to holding the meeting without you, we were very concerned about the mistakes in the filing
and we did try several times to call you. Per Steve and your secretary it was determined that you
were totally unreachable by any communication methods. We did not know that this was a foul
and had Steve felt uncomfortable he should have passed on the call or brought Bill Dick in.

I have not gone behind your back and made accusations, I am simply trying to understand why
the filing was missing the corrections we had worked on, and why Brian’s math he had sent days
earlier was not included and what this would expose us to. If the math mistakes were critical, it
would have been I who would have had to explain to our board why their investments may have
not been adequately protected. How would you feel in that position?

Since these items that will be corrected are in fact mistakes and not accusations of mistakes, I fail
to understand why your retort appears so hostile. Why you feel the need to attack my personality
etc. The point of Friday's conversation was to make changes where change is due and move
forward, together. We asked for a clear and concise letter addressing these and other issues that
would help clear up the mistakes etc.

I do understand why you want to seek wrath against me or my company for founded factual
mistakes, made on your part. I was expecting an apology from you as to why this occurred in the
first place, not a letter accusing me of any wrong doings. I did nothing wrong. I feel that the bill
for that filing should instead be reduced for the time and effort that was wasted and will be
further wasted fixing the errors.

I am a little confused by the statement; "Since you seem to have a predisposition to sue your
patent lawyers, I now have to religiously follow all of our firms practices and procedures for
documenting everything I say and do with you." Why were we not doing this all along, as it
seems a practice of the firm to protect your clients and why would this subject me to additional
rates?

I am also puzzled as to why you chose to write me directly and not include the other people
involved in this matter. First, Brian was also very upset and puzzled by this. Brian, unlike me,
has good knowledge in this arena; he has been hired to handle the intellectual property of the
firm. If anyone has failed to understand any of the things you have mentioned, you must confront
him. Brian has been working with you to develop and cultivate the property; if we are in the dark
you must confront him. I am naive in this world and this is why I have entrusted both him and
you to protect the company. Also, my father was on the phone and Jim Armstrong and neither
have felt that I did anything wrong or unjust. Thus, I feel obligated to let them respond to your
letter as well.

I am sorry for your feeling that I have accused you of wrong doings. I was just upset with the
facts of the matter and may have seemed scared and afraid. I like both Steve and yourself and do
appreciate all you have done. It does not negate the problems though. I am unsure of how you
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want to proceed with the firm but I think this need to be handled by all involved parties.

Best regards,

Eliot

-----Original Message-----
From: Boehm, Douglas A.
To: Eliot Bernstein (Iviewit)
Sent: 8/9/00 2:46 AM
Subject: PERSONAL AND CONFIDENTIAL

PERSONAL AND CONFIDENTIAL
ATTORNEY-CLIENT PRIVILEGED

Eliot--

I need to discuss something personally with you that is very important
to our working relationship. I am sending this via e-mail and only to
you, without copying Brian or anybody else, so whether you share it or
not is entirely up to you. Please take the time to read and consider
the following.

I am very upset with the way you handled the situation at last Friday's
teleconference with Steve Becker regarding the latest patent application
filing, and I am particularly offended by your exaggerations,
accusations, and criticisms of our work. I listened to the tape of the
teleconference, and I was shocked.

First, you know that I am the Foley & Lardner partner responsible for
Iviewit work, and Steve Becker is the associate who reports to me. I
can't believe that you decided to hold that teleconference Friday with
Steve without me being present. That was really low. If you want to
fly off the handle and jump to conclusions without talking to Brian
first, that's your business. But when it comes to making accusations
about the quality of my work product to my associate, that’s my
business.

Second, Steve and I have consistently put 110% effort into everything we
have done for you. Last week, I put in 200% effort, flying down to
Florida on short notice so you can hold a meeting to figure out if you
were going to sue your former patent attorney, having me spending all
the next day with your investment bankers, and then spending the night
in the O’Hare airport and coming directly to work the very next day to
revise and file a patent application for you by midnight. I don't know
very many people that would have done that for a client. Now you get
all bent out of shape over a few minor math mistakes -- which are
readily correctable.
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Third, during the Friday teleconference, you accused us of changed
strategies, filing delays, and huge mistakes. If there were any
strategy changes, they were partly your fault -- because you don't
understand what's happening on the IP side of your business, even though
we have tried to explain it all to you many times. But that’s fine if
you trust your people. You have excellent people working with you, but
you simply don't listen to us. Instead, you make wild accusations and
inflammatory statements about things you know nothing about. The delays
and the mistakes were also, to a large extent, your fault. Had you
gotten Jim involved earlier, had you worked closer with Brian to
understand the math, had you spent more time reviewing the application
drafts, then perhaps none of this would have happened. You can't just
sit back now and blame us. Sorry, but I won't put up with it.

Fourth, you have strained our working relationship. We now have to tape
each others’ telephone conversations so we can point fingers and
threaten to sue each other? What kind of a working relationship is
that? I figured out from day one that you were a wildcard, but I didn't
mind that, because I can relate to wildcards. A lot of brilliant
inventors are wildcards. I have even been accused of being a wildcard
myself. But just because you’re a wildcard doesn't mean you have the
right to make unfounded accusations and cut people off at the knees.

I’m afraid this latest episode is going to cost you. Steve Becker won't
work on any Iviewit matters any longer for me. That's going to cost you
an additional $40.00 per hour in legal fees, now that I have to do the
work myself. Since you seem to have a predisposition to sue your patent
lawyers, I now have to religiously follow all of our firms practices and
procedures for documenting everything I say and do with you. That's
going to take me extra time and cost you extra money. Foley & Lardner
raises its billing rates on September 1st, and I was previously
considering discounting our rates for Iviewit as I have done in the
past. After all of your accusations, I don't have any inclination to do
so. I've also been dragging my feet on providing you with our bills, as
a favor to you and Brian, since I knew you were cash-strapped. No more.
I'm sending your bills as soon as I can. I have somehow lost my
motivation to get into hot water with my firm for such an unappreciative
client.

The way I see it, you owe us an apology. Steve worked many long,
frustrating hours trying to pull an invention out of your head and get
it down on paper. Apparently Ray Joao had the same problem. You owe
Steve an apology for blaming him, without proof, of cutting and pasting
the mathematical formulas into the wrong document, and for accusing him
of not copying you on the patent correspondence, and for getting angry
and using profanity at the meeting. No lawyer should have to put up
with that kind of abuse from a client -- let alone a bright young
associate like Steve. Fortunately for him, Foley & Lardner has enough
work that he doesn't need to work for me on Iviewit patent applications
for billable hours -- so he's not going to anymore.

Page 4 of 7

4/24/2003



I think you owe me an apology too, and I consider myself pretty
thick-skinned when it comes to these kinds of things. I have spent
numerous nights and weekends working on your agreements and patent
applications in order to satisfy your unreasonably short deadlines.
Then you accused me in front of everybody -- but behind my back -- of
changing the math without your knowledge, altering numbers, missing a
priority date, not filing the changes everybody agreed to, missing
diagrams from final patent documents, changing filing strategies, and
generally providing you with inferior work product. As you can see from
my letter explaining the so-called errors, you blew everything out of
proportion, and without even talking to Brian or me. You got everybody
all excited, including your Father, and you’re also talking about
notifying the stockholders. Notifying them of what? Your unfounded
accusations?

In order for me to continue working with you, you need to change. You
need to promise me that you will act in a civil and professional manner
from here on out. If you don't like the way I'm doing something, call
me on it -- don't hold a meeting about it without me. If you don't
understand a particular patent strategy, just ask me --instead of
accusing me of changing the strategy. If a problem occurs on a team of
which you’re a member, try to resolve it as a team effort -- don't
distance yourself and blame it on somebody else when you are partly at
fault.

You first had problems with Ray Joao, so you came to Foley & Lardner.
Now you have problems with us, and Steve bailed out. Are you still
going to have problems with me and my work product? Well, you can
either work with me to resolve your problems in a civil and professional
manner, or you can find another patent law firm that will put up with
your unreasonable manner and abuse.

Eliot, by spending time on holding meetings to blame your lawyers, you
are missing the bigger issues with your technology. Corrections to the
math of that last patent application are relatively meaningless. You've
got much bigger things you should be worrying about. We have told you
about them before, but I’m not sure you’re listening.

First, you don't seem to have a good feel whether or not your technology
is patentable. You don't personally have the background to tell whether
your technology is new. You don't appreciate that this technology is in
a very crowded and fast-paced field, and will be difficult to obtain
broad patent coverage. You have not performed any technical searches to
determine what the state of the art was at the time of your invention.
You don't know how to help us describe your invention or distinguish it
from the prior art that we do know about. You just seem to be assuming
that everything you did is patentable or can be made so. And if not?
Oh, that’s easy. Then blame the lawyers.

Second, you essentially argued to Wachovia that it doesn't matter if
your competitors are currently using the same or similar technology as
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Iviewit, because you were the first one to do it. Don't you realize
that this argument doesn't fly if you don't have granted patents? When
our PCT applications publish within the next six months, most if not all
of your trade secrets will be lost. So then you want to go license the
technology and know-how? And Iviewit is a newcomer in the industry?
This could be tough. Even if the patents do issue, but a competitor
refuses to accept your technology license, do you have a spare million
dollars or two to sue them for patent infringement? Have you thought
about any of this?

Third, I doubt if you have never checked to see if your competitors have
patents covering your technology. You may find out, rather abruptly I’m
afraid, that the people you’re going to attempt to license may have a
better patent portfolio then you do. All of a sudden you’ll end up
being the licensee. Or what's worse, you may have to shut down and
re-engineer your business to avoid a multimillion dollar patent
infringement lawsuit. This is a real risk -- much more of a risk than
losing a priority date because a square root sign was missing from a
math formula of an example in one of your patent applications. You
should keep things in perspective.

During the Friday teleconference, you say that you don't know why we
came up with a potential bar date of September 1, 2000, yet when Brian
tried to explain it to you, you refused to listen. Now you
independently decide that everything must be done by August 10th. That
cannot realistically be accomplished. Furthermore, I don't think it is
necessary. Based on our understanding when we were there in May, and
based on Brian's comments on Friday, it does not appear that 8/10/99
started the one-year clock. According to both you and Brian, there was
no public disclosure of the invention on that date, and there was no
offer for sale of the invention. If you know of contrary facts, please
provide them. But I refuse to jump through hoops that you arbitrarily
set up just because you don't understand the law, or just because you
get a kick out of seeing lawyers jump through hoops.

I realize that it is not commonplace for outside counsel to be so blunt
and upset with a client, so I apologize for sending this e-mail.
However, I felt that you needed to be told these things now, and in a
straightforward manner, and in writing, in order to salvage our
relationship. We cannot go on working like this. If you don't like the
quality of our services or work product, then please fire us and go find
yourself another group of lawyers who will put up with you. Otherwise,
if you value our working relationship, you’ll simply have to change the
way you deal with people.

Please let me know what you decide.

--Doug

>Douglas A. Boehm

Page 6 of 7

4/24/2003



>Foley & Lardner
>777 East Wisconsin Avenue
>Milwaukee, Wisconsin 53202
>Tel: (414)297-5718
>Fax:(414)297-4900
>Email: daboehm@foleylaw.com
>
>NOTE: The information transmitted in and/or attached to this message
>is intended only for the person or entity to which it is addressed and
>may contain confidential and/or privileged material. Any review,
>retransmission, dissemination, or other use of, or taking any action in
>reliance upon, this information by persons or entities other than the
>intended recipient is prohibited. If you received this information in
>error, please contact the sender and delete the material from any
>computer.
>
>Best regards,
��������������������
Eliot I. Bernstein
Founder & Chief Technology Officer

iviewit.com
email: eliot@iviewit.com
palm mail: eliotb@palm.net
Web: www.iviewit.com
2255 Glades Road
Suite 337 West
Boca Raton, FL 33431
Voice: 561.999.8899
Fax: 561.999.8810
Toll Free: 877.484.8444
Cellular: 561.212.9254
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Proskauer Rose, et al. vs Iviewit.Com, Inc., et al. 8/22/02 

Q. Okay. Other than that, he never 

represented you as an attorney; he never 

represented you in any case, nothing of that 

sort? 

A .. No. 

Q .. Now, when Mr. Wheeler first 

introduced you to Iviewit, did he specify, other 

than what we've already discussed, the purpose 

for his introduction? Did he talk to anything 

about a scope of employment or what your purpose 

would be at the company, other than what you've 

already described? 

A. No. He said he was looking for 

someone with a technology background who had the 

potential to run the company. 

Q. Now, with regard to Eliot Bernstein, 

Jude Resario and Zakirul Shirajee, am I 

pronouncing that correctly? 

A. Why don't you spell it. 

Q .  Let's see, I got Z-A-K-I-R-U-L, last 

name is S-H-I-R-A-J-E-E. Do you remember meeting 

with those gentlemen, Eliot Bernstein and Jude 

Resario and Zakirul Shirajee? 

A. At a later point in time, yes. 

Q. Okay. What was the time that you 
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- 

met with them? 110 

A. It was after I agreed to join the 

company. 

Q. Okay. So that was in the latter 

part or the middle part of 99? 

A. That was late August 99. 

Q . And what exactly were meetings 

consisting of when you met with those three 

gentlemen? 

A. Well, Eliot introduced them to me 

and introduced them as having worked with him on 

feasibility studies relative to his invention and 

he indicated that perhaps we should consider them 

for employment by the company. 

Q - Okay. Did he ever mention to you 

anything of their status as any inventors of any 

IP or anything of that sort? 

A. Well, they were, I believe, they 

were named on several of the provisional patent 

filings that had already been made. 

Q. If you could, I mean, since you were 

acting as president of the Iviewit entities, I'm 

presuming that you're aware of all the inventions 

or all the intellectual properties for which 

Iviewit has filed patents; would that be a 

Pat Carl & Associates (763)591-0535 or (800)591-9PCA (722) - 
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CORRECTED VERSION – CORRECTED ON 5/14/2003

Transcription of Telephone Conference


Conducted July 31, 2000

Participants:


Simon Bernstein, Eliot Bernstein, Maurice Buchsbaum,

Brian Utley, Doug Boehm, Chris Wheeler


Note: Square brackets [ ] are used to indicate inaudible or indecipherable 
text. Text found inside brackets indicates transcriptionist’s 
best guess. Since speaker names are not specifically identified, 
transcriptionist has made an attempt to identify based upon 
comments made in conversation but cannot guarantee that each 
speaker has been accurately identified. Note also that this 
recording has numerous instances of participants speaking at once 
or carrying on simultaneous side conversations that make it 
difficult to follow and transcribe the entire line of discussion. 

Utley:	 <begins midstream>...status of the original digital image

filings, and basically the fact that the original filings

do not cover the full subject matter of the imaging

technology; and to wit, one of the omissions, in particular

in reading the claims section of the provisional and the

formal filing, relates to the zooming and panning

capability that is inherent in the technology. This has

become a topic due to the fact that we are currently in the

second phase of filing imaging patent protection which is

driven by the provisionals that were filed later last year,

between August and December of last year. So the concern

that were expressed by Eliot in reviewing this is that this

omission of the zooming and panning capability was

attributable to a failure, for whatever reason, on the part

of Ray Joao, the patent attorney of record, in constructing

and putting together the provisional and formal filing<tape

cuts out here> did I say it is that right Eliot


E Bernstein I believe so


Utley Is that your understanding


E Bernstein Correct


Utley The purpose of this meeting is to review the facts and I think

there are two particular points that are


...that are important to moving ahead. The first is: “Given that the filings

are what they are, and given what we know about the filing

which is scheduled to take place this week on Wednesday,

what means do we have to correct the situation; and given

whatever corrections we find, what then is the impact or

exposure to iviewit based upon what actions we can take.

Then, lastly, what, if any, recourse might iviewit have vi

sa vi the omissions in the original filings Are there any

other issues, Doug?


Bernstein: Yeah, just correcting back to Ray Joao's work of the formal

filing that he filed. Do we have a copy of that?
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Utley: I do have that. 

Bernstein: I don’t. I’ve got the provisional and I’ve got... 

Boehm: Everything is on the table 

Utley: you should have...the formal. 

Bernstein: This one? 

Utley: Yes, that’s the formal.


Bernstein: Okay.


Simon Bernstein: I just have one question. Does anybody have, or are

we allowed to get, the files of Ray Joao?


Boehm: I have them.


Wheeler: Do you have all of the work that he had?


Bernstein: No, not all of it.


Utley: What was purported to be in the files?


Bernstein: And he also claimed to us that he destroyed part of his files.


Boehm: And I have some of his files. I have what was purported to

be all of the firms’ files.


<Inaudible comment.>


Utley: Well, there’s a whole history, then, because I tried to get

complete copies of the files originally, and found out

later that not only did he not send us all the files, he

didn’t even mention that there was an extra filing out

there that we didn’t even know about.


Bernstein: This one that’s in question.


Boehm: Yep


Simon Bernstein: You have no notes, no data on...?


Boehm: No, I have the application. I have things that you could

get from the US patent office—that I could get from the US

patent office. I have very few notes. I do have some

scribbled Ray Joao’s notes, but I think you gave me those

notes.


Utley: I did. I gave you Bill Dick after Bill yourself[ ] the

notes that I had.


Bernstein: And Ray’s made disclosures to us that he destroyed the documents

to protect us, which I don’t know what he was thinking.
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Simon Bernstein: Destroyed what documents?


Bernstein: Whatever he had in his files. Other patent copies, copies of the

drafts as they proceeded...all that he destroyed to protect

us from something I asked him to explain, and his

reasoning...because I said to him, you know, usually you

destroy documents when you are protecting somebody from

something illegal or something. Have I done something that

would force you to hurt me possibly? He said it was

typical, normal, that all lawyers destroy their records.


Simon Bernstein: If that, in fact, is the case—I’ve never heard of a

lawyer you know other than Nixon destroying anything the

work is ours. Am I right Chris when we pay for a lawyer and

we pay for the work, the work is ours.


Wheeler:	 The work product is yours. He may maintain copies of his

files and everything; or his confidential notes to himself

are not necessarily yours. But the work “product” is...


Simon Bernstein: Would you say that anything germane to the issue

belongs to him? 

Wheeler: Well, I mean if he wrote notes...in sidebars...yeah. 

Bernstein: How about revised patents[ ]. How about copies? Works in progress 

Wheeler: But things which would reinforce your patent, obviously, 
that is germane to the strength of your patent yes, you 
would be entitled to copies I don’t think we disagree. 

Bernstein: He’s claiming He destroyed all faxes. 

Wheeler: Can I ask you a question? 

Bernstein: Yes. 

Wheeler: Just so both of us understand...was this patent done prior 
to his flying down here, or was this patent done as a 
result of his flying down here and having discussions with 
you? I was under the impression that when he flew down 
here—this was before Brian came—I was under the impression 
that followed our meeting with Reel 3-D. I was under the 
impression that he was coming down to discuss, at the very 
least, the video aspect so that you could complete that; 
but were you also completing the imaging patent? 

Bernstein: Correct. 

Wheeler: So he went to your [kitchen]? 

Bernstein: Right. And we spent days there 

Wheeler: And the two of you spent all the days... 

Bernstein: Correct. 
3




Wheeler: And did he, in front of you, write notes? 

Bernstein: Tons. Hundreds 

Wheeler: And did he then produce them on his computer and type out 
certain things? 

Bernstein: Yes. 

Wheeler: I was under the impression he was doing that with you. 

Bernstein: He did. 

Wheeler: And did you read those? 

Bernstein: I did. I did - now going to that same nature, that’s the 
provisional I think we’re talking about... 

Wheeler: Right. 

Bernstein: But he flew out here again with me and Brian and went through 
this as he went to file this—this is a 3/23/2000 file—that 
also fails to make mention of. 

Wheeler: So that’s the formal file...the formal one? 

Bernstein: The formal file. So both also missed the point. 

Wheeler: I just wanted to know and to put things in proportion, when 
you read the provisionals, because Brian wasn’t with the 
company right now and then, and when there were all those 
drafts, because obviously we didn’t see them... 

Bernstein: Well, you saw because we gave you all the documents. I’d get a 
document from Ray and bring it to you so you would have 
records of everything up to that point because I didn’t 
want to keep them at my house. 

Wheeler: The final...the final...but I’m not reviewing the patent. I 
was keep maintaining it as... 

Bernstein: Okay, but you have every record... 

Wheeler: Everything you gave me we maintain. We don’t... 

Simon Bernstein: Any notes should be produced...


Wheeler: We don’t throw away anything.


Bernstein: Yeah, I know.


Simon Bernstein: I know you don’t you’re very thorough.


Wheeler: So, I’d file it away; so if you gave it to me, it’s in our

archives.
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Bernstein: Right. 

Wheeler: I wanted to know, when you read those drafts... 

Bernstein: Oh, it was...it was clear 

Wheeler: Answer my question...when you read the drafts, did you see 
the panning and scanning elements? 

Bernstein: Yeah, and zooming, up to 1,000 times we thought it was. That was 
the big...you know, we had it in there...as a matter of 
fact, he just said it...somewhere it’s in there up to 1,000 
times, isn’t it? 

Utley: 1,700. 

Bernstein: Right. That was our old mistaken a number of times. So, yeah, for 
him to miss that, Chris, would be the essence of stupidity. 

Wheeler: So it was in there? 
Bernstein: Absolutely. 

Utley: The zooming, it was in the body, but not in the claim. 

Boehm: But a provisional doesn’t really...doesn’t have to have 
claims. 

Utley: It doesn’t have claims. 

Bernstein: But then in our claims of our patent, it’s not there. This is 
what you’re representing, correct? 

Wheeler: So you’re saying that it wasn’t put in the file, but it was 
put in the provisional. 

Boehm: No, I could see where he’s going to argue that it’s there. 

Bernstein: Let’s see. Let’s take a look. 

Wheeler: ...what the language of the patent claims are that he 
filed. 

Bernstein: Okay, let’s see what he... 

Wheeler: And this isn’t the final decision because I can go back 
right now and amend those claims. 

Bernstein: Wow, yes, but we have elements of exposure that creep in correct? 

Wheeler: I’m just telling you the whole thing, then we’ll go back. 
So you did look it over, and there are no claims in the 
provisional? 

Boehm: There are no claims in a provisional. You can file them, 
but they are never examined. 
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Wheeler: But the zooming and the panning and the scanning element 
was incorporated in that? 

Boehm: Go ahead, Brian. 

Utley: Let me make sure that we say that properly. The provisional 
filing had a claims section which migrated into the final 
filing, but Eliot is correct in saying that the provisional 
does not need a claims section. 

Boehm: The provisional never gets examined, so it doesn’t need the 
claims. It just holds your place in line for one year. 

Bernstein: But then when I look through this... 

Simon Bernstein: Hold on, Eliot, I need to understand this. What

you’re saying, then, is assuming any negligence on his

part, to that point the negligence doesn’t become

realistically damaging to the company until since he

actually made a claim...since he actually made a

provisional filing. Which took our place in line.


Boehm:	 If the provisional filing covered the invention, your place

in line is only as good as the subject matter described in

accordance with the law.


Simon:	 Obviously, it should have had the panning and zooming in

there.


Boehm:	 Well, the word “zoom” is in there.


Bernstein: But not really to describe what we’re doing.


Boehm:	 But do you see what I’m saying? It’s only to the amount of

subject matter that and attested where the average person

skilled in the art could make and use an invention as it’s

described in this document, and without “undue”

experimentation, without inventing it himself.


Simon Bernstein: Right.


Boehm:	 Now, this provisional application, you throw it...different

patent attorneys do different things with it. On one end of

the spectrum, you do an invention disclosure. Most big

corporations have invention disclosure forms which leads

the inventor to write out good disclosures and figures and

things, and I’ve seen people actually file that invention

disclosure because if you’re coming up on a bar date, you

don’t have time to write an application or think about what

your invention is. All you’ve got to do is get something on

file, and then hope that it will protect...that whatever

you had on file covered your invention.


Simon Bernstein: Is that what we’ve done so far?


Bernstein: No.
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Boehm: I don’t want to answer that, but that’s the line. 

Boehm: It’s a grey question, it’s a grey area, I think. 

Wheeler: That’s what we’re aiming to do, that’s what we’re hoping to 
do. 

Boehm: But on one end of the spectrum, you file very minimal work, 
and that’s what Ray did on some of the applications, like 
on the one... 

Wheeler: He was trying to do it in a broad... 

Wheeler: He did say conceptually that his method was to do a broad 
stroke of it. 

Boehm: Right. Well, a broad stroke on drafting the claims. 

Wheeler: Okay. Right. 

Eliot Bernstein: He’s got to put the invention in!


Boehm:	 That doesn’t happen in a provisional at all, generally. If

you want to, you can write the provisional claims just so

you know what you’re doing, and it’s actually used as

subject matter; but the claims are never examined. It

doesn’t matter if it’s in proper format or anything, it

just sits there. Now, if you pick up the provisional a year

later—it has to be within that year—if it’s a real well

done application, you just file it. There’s no money

involved in turning the provisional into a regular filing.

Oftentimes, with these one-page disclosures, there’s a

substantial amount of money involved in taking that from

there to there. The problem is you cannot add subject

matter to the patent application later on once it’s filed.


Bernstein: Unless it’s really the patent application, correct?


Boehm:	 No, the subject matter has to be supported—has to be

described—


Simon Bernstein: In the provisional.


Boehm:	 Uhhuh To that text, or you lose your filing date.


Wheeler:	 But the zooming element, then, is not in addition.


Boehm:	 Is not in addition? You mean…


E. Bernstein:	 It’s not even in there.


Wheeler:	 You can’t add subject matter. So if he did describe

zooming, then it’s not in addition.


Bernstein: Did he, ?
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Wheeler: I am asking you whether he did or not? 

Boehm: I’m not clear on what you mean. You can’t add additional 
subject matter after the filing date of an application or 
you’ll lose the right to that filing date. 

Wheeler: The provisional? You can’t add subject matter to the 
provisional? 

Boehm: To any application...any patent. 

Wheeler: But if he did describe the zooming, then the zooming 
element is not an addition in the formal. 

Boehm: Right. It’s supported. If he described it in the original, 
you can base claims on it later. 

Wheeler: And have we said that the zooming is in the provisional? 

Bernstein: Nowhere that I can see. 

Simon Bernstein: Wait. You’re the lawyer reading another lawyer’s work. Is

it in there?


Boehm: Do you have a copy of it?


Bernstein: Yeah, right here. It isn’t in there if it bites you.


E. Bernstein:	 It’s not in the filing either.


Simon Bernstein: It’s obviously not in the filing if it’s not in the

provisional.


Bernstein: No.


Simon Bernstein: Can you make reference to something...let’s say he

uses the word “zoom”.


Boehm:	 Exactly. I’m pretty sure the word “zoom” is in there, isn’t

it Eliot?


Bernstein: But what Doug’s saying is that had you written the patent, you

would have described the invention as the ability to do

this cool zoom that we all...and just said this is the cool

part of what we’re doing. What Ray’s missing in the outline

is the ability for you to put a picture on a Web page.


Wheeler:	 He did know that an important element was the fact that

when we went in and made it bigger, we didn’t pixelate.


Bernstein: It didn’t pixelate. Not in here at all.


E. Bernstein: Not even mention to that concept.


Bernstein: Complete failure. It’s not.
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Wheeler: But if said it doesn’t distort when we zoom...


Bernstein: Nope. Nothing like that.


Wheeler: That’s the same thing, isn’t it?


Bernstein: Yeah, but he hasn’t said anything...he doesn’t even tell you ...


Wheeler: What about the panning element, or is that element not

patentable?


Bernstein: No, that’s part of the whole process is to be able to zoom while

panning.


Wheeler:	 Here it is. “The above process can be utilized in order to

create higher zoom capabilities with each new depth layer

of an image...”


Bernstein: No, but that’s a new depth layer which is bringing in another

hotspot image, so it’s really a completely different 
subject. 

Boehm: Oh. Okay. 

Boehm: Okay. Where is that? 

E. Bernstein: I read it to, he’s very crafty you know. 

Boehm: “Where the zoom capacity of up to 1700 times or greater may 
be easily obtained with the [present conventions.]” Are 
they talking about the hotspot now? 

Bernstein: No. 

Boehm:	 No, it’s the general zooming capability.


Wheeler:	 So it’s not in addition.


Bernstein: Well, explain to him where it’s missing.


Wheeler:	 You guys didn’t put it in the formal...I don’t mean

you...he didn’t put it in the formal one in the depth in

that what we want to do it but he could have without it

being construed as an addition.


Boehm: Yes.


Boehm:	 Well play lawyer on you now<Laughs; cannot understand his

comment.>


Wheeler:	 Right - sorry


Boehm:	 Whether or not it’s supported is a question that’s going to

be determined either between you and the

examiner...probably not, it’s between you and another
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lawyer someday when the case is litigated. The question is 
And again, the test is: Can the average person skilled in 
the art—the average designer of this type of software—can 
he read this document and make and use of your invention 
without inventing it? That’s the test. Now, whether he uses 
the word “zoom” in here and “magnification” later, that 
doesn’t mater as long as he would have gotten it. If it is 
so simple to build by reading this, you don’t need any 
subject matter. If you’re combining three elements A, B, 
and C, and A, B, and C are standard in the art, and you 
tell them these are standard in the art, go combine A, B, 
and C, that could be a one-page application. The average 
person will pick it up and he could. It’s a patent test. 
Are you with me? The more complex it is, the more you want 
it supported in this text. 

Simon Bernstein: What if it is basically simple, and he just wrote it 
as basically simple, does that support our position anyway 
though? 

Boehm: Does that support our...Sure... 

Simon Bernstein: I mean, if we were to litigate against another person 
that infringes on our... 

Boehm: An infringer. 

Simon Bernstein: Supportable for the sake of argument? 

Boehm: Right. Yes. That is a fair argument 

Simon Bernstein: OK so then I don’t know that, at least from first 
blush


Bernstein: That’s the provisional you’re reading though, right?


Boehm: Aren’t they the same? I think they’re identical, aren’t

they?


Boehm: You can check in his notebook.

Boehm: Are there differences?


Bernstein: Where did you find that piece that you just read?


Wheeler: Is the reason...now continue answering my question...is the

reason we came to the formal in March of this year, which I

didn’t realize that Joao. I thought that we had agreements

for doing everything, but apparently Joao filed...


Boehm: For that one, yes.


Wheeler: But he didn’t bother telling anybody.


Boehm: That’s the one that we didn’t find out until way late.
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Wheeler: Okay, perhaps the reason that he did that was that was the 
easiest way to do it and the course of least resistance, 
and he thought he could go back...is there an amendment 
procedure? 

Boehm: Yeah, there’s an amendment procedure. 

Wheeler: That he could do it a few months later or something like 
that? 

Utley: We had a conversation before the formal filing, and, in 
fact, I have my notes here from that conversation. 

Wheeler: Okay. 

Bernstein: And you mentioned that there was no zoom. 

Utley: Yeah, I said... 

Bernstein: Claim one. 

Utley: Yeah, Here are my notes. This is my original copy. Claims 
do not reference stitching. The patent app does not cover 
providing enhanced digital image with zoom and pan 
controls. It covers for creating enhanced images to show 
zoom and pan functionality without distortion.” Those are 
my notes. 

Bernstein: And you told him that. 

Simon Bernstein: Here’s a man that was cognizant of what was necessary

to be in there. How did a guy to file a patent without any

of us—obviously, not me, but Eliot, Brian.?


Boehm:	 Jim wasn’t around yet.


Simon Bernstein: Okay, but Chris was and so on and so forth—how did

they get through the crack that he did this?


Wheeler:	 It didn’t get through the crack. Brian addressed it with

him.


Bernstein: And everything is shredded now, too. Everything else is shredded.


Utley:	 Kind of what he was going to do—his time factor—he was

going to...he didn’t think he would get this in. He would

submit it and then would turn right around and amend it.


Boehm:	 Did he really say that?


Bernstein: Yeah.


Utley:	 I wouldn’t say amended, it was because of the stuff that

was coming...


Bernstein: It was supposed to be in there.
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Utley: ...he was going to smash that all together and file it.


Simon Bernstein: Was that the same time, Brian, that he was leaving

the firm?


Bernstein: Yeah.


Simon Bernstein: So would you say that probably…


Utley: he knew at the time that he probably would be leaving?


Utley: Right.


Simon: But he wanted to get all of this in place so he could do

the billing and get that part of it in...


Utley: I don’t know that.


Boehm: Just speculating.


Eliot Bernstein: What day did you give him those notes?


Simon Bernstein: I don’t ever have to speculate on billing


Utley: I don’t have my address book with me...I didn’t write the

date down, but it was the date that he was here. He came.


Wheeler: He wanted to get it done to take care of you, make sure it

was filed for you.


Simon Bernstein: That could be too. One other reason is...


Wheeler: We’re just speculating.


Wheeler: And I’m not trying to... <Everyone talking at once.> I

thought he was trying to work on our best behalf, but one

time or two times that I met him, it seems like he was

earnestly trying to help. Who knows? Maybe he was

incompetent. I mean we’re only suggesting that it would

have been incompetence


Bernstein: Well, the fact that it’s not in your patents, right up front,

this is the invention, is a gross neglect. And the fact

that it doesn’t say, “this is what the invention is trying

to do. This is the feature...”


Simon Bernstein: The point is not whether it’s gross neglect or not,

it’s what the damage is if there is...if, one, gross

neglect is of any import; and two, what is the damage? it

has caused iviewit. That’s what I think we need to

ascertain here, and if we can ascertain it.


Utley: How do we fix it?


12


eliot
Line

eliot
Line


eliot
Note
Utley in deposition states he was unaware of any problems with Joao work



Simon Bernstein: Of course lets try to fix it, if we can’t fix it then we’ll 
worry about… 

Eliot Bernstein: Well 1st lets fix it 

<Everyone talking at once.>


Boehm:	 Let me go over the procedures so everybody’s clear. Again,

on one end of the spectrum you file a very sparse, like a

one-page provisional application, and it’s cheap, and the

purpose of the provisional is to get you in line...it is to

protect your date. What you’re trying to do is get the

benefit of your priority date. When you invented it. When

you’re in line in terms of whose the next guy that invented

it. Whose the first inventor?


Simon Bernstein: Someone comes after you the second day after…


Boehm:	 Who’s the first inventor, that’s what you’re after.


Simon:	 I understand. I really understand...you don’t physically

stand...


Boehm:	 Not physically in line in the patent office is right, not

or even in physically in line in order as well. Okay. One-

year letter, the provisional expires and you have to file a

non-provisional patent application, okay? Many times it’s

identical. If you do a good job up front, you just file

that, but you need to put claims on at this time. When I do

a provisional, I try, if there is money and time up front,

to do it once up front. I even write the claims. As a

matter of fact, I don’t even like to file provisionals

because there’s not much of an advantage. If you’ve got the

time and the money up front to do a good job, well then,

just file it as a regular application.


Simon:	 Understand that at the beginning, the time and the

money...I mean, the time was certainly available, but the

money was a short substance. So it was obvious that Ray

would be working in a most expeditious way.


Boehm:	 Well, that’s why the..


Simon: Which might have short-circuited us because of all of the lack of

funds.


Wheeler:	 Well, that’s true because the filing date is 3/24/99 to

endorse that...that was very early in the game.


Simon:	 We did it in your office Chris in your library...in your

conference room. The only meeting I had with him was while

we were going to file the patent and that was in your

office.


Boehm:	 Okay, 3/24/99 is the provisional application.


Bernstein: That’s what I’m saying. Well, Chris,
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Boehm: So even at a year, he filed the second one with claims. 

Buchsbaum: Yeah two things happened during the year. One, the Company was 
doing other things, even though they knew that was coming 
up, and two, I guess there wasn’t a whole lot of money to 
allocate towards doing that much. 

Simon: Here’s what we did. We hired Ray Joao on the monies that 
were raised by the investors; and then when Huizenga was 
coming in with their money, and when that money came in, we 
made a company decision that the first and foremost thing 
was to get the patent filed properly. So the fact that we 
were going to spend more money and get them completed at 
that point had already been made. 

Simon: Okay, but prior to that, we were working on short forms. Then 
after that, we started to raise capital, and we always knew 
that the priority was intellectual property, so were going 
to make sure that those got done right. Brian’s been 
working on it ever since, and I felt comfortable...I never 
did feel comfortable with Ray Joao...just an observation. 

Boehm: Hmmm....is it all patent attorneys? <Laughter> 

Simon: No, no, there’s nothing wrong. He came in, he’s a nice guy, he 
tried hard, you know, all the nice things, but his work 
always appeared sloppy, okay? And that’s the only thing I 
can say. You’re a patent attorney, you see what he did. If 
I’m wrong, then let me know; but to me, it looked like it 
was a little slipshod. And then he made some statements 
that really bothered me, too, that I don’t think he should 
have made to a client, and that is that he was filing his 
own patent. <Chuckling.> I mean, horseshit personally, I 
haven’t heard of a patent attorney in my life telling me 
that he’s an inventor filing his own patent. It really did 
bother me. 

<Everyone talking at once.>


Bernstein: Transmitting video files on a communication network for airlines

and...


Simon: It probably meant nothing because I don’t think the guy was of

the nature to be stealing from us, but I don’t know! But

I’ll tell you this, it did ring a bell. From a pure novice,

it made me a little nervous. I asked Eliot why he was

dealing with somebody, but we were assured that this was a

good firm...


Boehm:	 Let me look back in my own spiel...here with the

provisional. You file a provisional, then within one year,

you file a regular application with the claims. You can add

claims to it; but if you add subject matter to it—in other

words, if the zoom and pan concept wasn’t well described,

you have lost the benefit of that first phase. Right. Now
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why is that going to hurt you? Two main reasons. One is if

you put it on sale—offered it for sale— or you publicly

disclosed it, there are certain regulations that say you’ve

got to get something on file, so if you had publicly

disclosed it, that would protect...getting the application

on file will protect you from losing your date because of

public disclosure and offer for sale. I think that’s what

he was trying to get the earlier dates for.


Simon:	 Sure.


Boehm:	 I spoke with Ray when I was trying to get all of these

files, and his comments to me were...when we were on the

phone—you remember, we were asking him where was this

stuff, and he said, well, he kept building on and he

learned more it got in there. After I reviewed these

applications, I agree that you’re learning more as you go

along. I’m doing the same thing. So it’s kind of a learning

curve.


Bernstein: If they ever find a zoom description that adequately

makes...especially in the claims...I mean, if you’re

reading the claims...


Boehm:	 But Eliot, he’s going to say that the claims are of no

import right now. All you have to do...


Bernstein: In the filings?


Boehm:	 In the filings. I can go amend those right now. We can sit

down today and re-write them.


Simon:	 If it can be amended amend it. There’s no problems.


Boehm:	 There’s no problems.


Simon Bernstein: There’s always maybe a little money that’s been

duplicated and that’s it.


Boehm:	 Here’s the problem, and that’s what I want to get across

about that. If he’s trying to claim zoom and pan and I

rewrite the claims to claim zoom and pan, and the examiner

says, that’s great, but it’s new matter


Bernstein: But it’s in the provisional that you can zoom up to 1700 times.


Boehm:	 If my claim is supported by the spec on that date, then

you’re fine.


Bernstein: Isn’t it?


Boehm:	 I can’t answer that without going into the...


Bernstein: But when we read the provisional and we see that, it says...
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Simon Bernstein: Before this meeting took place, before we called this 
meeting, aren’t you privy to everything that’s been done? 

Boehm: Oh, sure. I have everything. 

Simon Bernstein: So when Eliot asked you that question, why can’t you 
answer it? 

Boehm: Because there’s no...in my opinion, there’s no clear-cut 
answer, yes or no, on the quality of the work product. It’s 
a judgment call.


Bernstein: So that’s an exposure, and what if the judgment is against us?


Wheeler: It’s [an examiner] judgment call is what we’re saying.


Boehm: The damage?


Wheeler: No, the examiner. <Everyone talking at once.>


Wheeler: Whether the subject matter is new or not.


Boehm: The examiner would...hold on...it’s...


Wheeler: whose judgment call is it?


Boehm: It could be the examiner’s, if he catches it. If it’s not

caught, and you get it to patent and you litigate the

patent, ... at court. Or if the examiner catches it and I

want to appeal it to the board of appeals in the patent

office, it’s their judgment call


Wheeler:	 Okay, so we go to court and we’re fighting over the patent,

we would argue that it’s supported by the zoom 1700 in our

language, and the other side would, say that’s baloney

that’s too broad you didn’t describe it enough


Boehm: You didn’t have your invention...


Bernstein: Then you lose.


Boehm: We would lose only if you had a bar date come in there if

somebody else invented before you, or if you put something

on sale...or if we offered something up for sale.


Bernstein: Which we did.


Boehm: But the offer-for-sale date from our first meeting is not

until September.


Bernstein: Right.


Boehm: So the offers for sale won’t normally kick off a foreign...


Simon Bernstein: Could you explain to me what offer for sale means?
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Boehm: Sure. As soon as you...you can’t get a patent on a product 
after you’ve been using it for more than a year. As soon as 
you publicly disclose your invention, you’ve got one year 
in the United States to get a patent on file, okay? Even if 
you don’t publicly disclose it...let’s say I’ve got a 
method of making [ ] in my factory, but it never gets 
outside. I’m starting to commercialize it, I’m making money 
off my invention...the commercialization date a year later 
is you can’t patent it in the U.S. So that’s that one-year 
grace period. 

Simon Bernstein: Aren’t we within that period? 

Boehm: Yes. As far as we know, yeah. As far as we know. 

Utley: Yes-yes we are within that grace period 

Simon: Okay, somebody explain to me, what am I doing here? Why am 
I sitting here? Are we saying that Ray Joao, other than 
being sloppy, but there’s not much damage that could have 
been done or can be done because we can fix it, which 
really would make me the happiest to hear that. 

[not in transcript: PSL look at change above although minor it indicates

perhaps the change in text to match new text]


Utley:	 Can I jump in? Let’s just say there are two steps. We’re

going to make a filing this week; and to the best of our

knowledge, we have swept up all this in this filing, and

that will be within the commercialization period. The

second thing that we’re going to do is we’re going to look

at filing an addendum to the original formal filing to

strengthen the claims – broaden the claims ... to the

maximum extent that we can.


Boehm:	 if we need it...if we need it.


Boehm:	 It’ll be a lot of this was swept up into the application.


Utley:	 What we’re trying to do is protect the date day of March 24


Boehm:	 The original...


Utley:	 The original date as March the 24th, but filing should

remain an objective.


Simon Bernstein:	 Brian, if you broadened the language now, would that be a

red flag to the commissioner that you should have done it

earlier? Or should we just say that this has always been

there?


Buchsbaum:	 You mean the examiner of the commission


Bernstein: We’re not going to be able to say it was in the claim.


Simon Bernstein: What happens when you start those amendments or

broaden them is you start to admit that you didn’t do it.
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Boehm: Um, yes and no. We...I do that all the time.


Simon Bernstein: It’s common then?


Bernstein: If they do it all the time, then we have to do it.


Simon Bernstein: But not until I feel more comfortable with it. 

Boehm: We normally have a search done. The patent examiner will do 
a patentability search, and he will come back and reject 
it. The problem is if the claims are too narrow to begin 
with, he will not come back and reject it, he’ll allow it, 
and boom! Now I can’t amend it he’s in. [ ], we’re done. 
But I can file an continuation on it. I can keep dragging 
this out and get broader claims as long as the subject 
matter is... 

Wheeler: So that’s why he stated it broadly versus narrowly? 

Boehm: No. 

<Somebody comes into the room to take food/and or drink orders.>


Boehm:	 No, but as far as, doing it broadly, if you’re saying to

claim it broadly it’s our job to claim... as prior art

which I doubt the claim is as broad as the [ ] allows...


Wheeler: Right. That’s what I’m saying.

Boehm: And this is claimed broadly.


Wheeler:	 Right.


Boehm:	 And that’s the normal tactic, to claim things broadly, and

then wait for the examiner to come back and say, “Oh, you

can’t get it that broad,” and then narrow down your claim.


Wheeler:	 Okay, so isn’t that what he was in part trying to do?

That’s what he’s been saying, yeah.


Boehm:	 Yeah.


Wheeler:	 Well, would that not be consistent with how patent

attorneys try to do things?


Bernstein: Well, claim one, if you look at their claim one, Chris, that

they’ve written, it identifies...


Wheeler:	 Who’s they?


Bernstein: Foley & Lardner. It identifies what you’re trying to do.

[not in transcript: Stephen note how Dicks name is deleted and Foley’s name


is screwed up, may indicate who was changing this

transcript]


Wheeler:	 Okay, so maybe it should have been written differently.
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Boehm: You won’t get two patent attorneys to write the same 
claims. 

Bernstein: Well, no, but you try to write the claim, and that’s the teaching 
you and Steve both represented us here, to describe in its 
broadest term... 

Boehm: Right. 

Bernstein: ...the invention. 

Boehm: Well, I can’t say that this isn’t broad. This is very 
broad. This might be rejected for indefiniteness...I don’t 
know what it is...but now he’s got the opportunity to go 
back and... 

Bernstein: And Brian, you know, there’s print film image in here, it’s all 
supposed to be out of here. 

Wheeler: What you’re telling me is that in your forum of law there’s 
always going back and refining and refining and refining 
that was wrong. 

<Everyone talking at once; two different conversations going on at once.>


Bernstein: This is like he just completely ignored what we said over a year.

He didn’t do a thing. Nothing. No comments, nothing.


Utley: Almost nothing between the provisional and the formal

process.


Boehm: And some people intentionally file narrow just to get

something on file. Then they can come back and repair it

without damage to it.


Bernstein: But you don’t know that because an examiner...


Simon Bernstein: You’ll never know that until you have a litigation.


Bernstein: And then the question is what potential damage does that...


Simon: That damage potential and that remedy will be then taking


7

place at that time, not now.


Boehm: That I agree with. Even if we decide something now, you

won’t know what the outcome is for five and a half months.


Simon Bernstein: ...wouldn’t happen anyway. You wouldn’t even know

that.


Utley: Let me come back where I was. We are going to file on the

th, Wednesday. As far as we know, that will cover every


element of this invention that we have our arms around at

this point in time.


Boehm: I believe so, yes.
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Utley: And we should go back and address what amendments we can 
make to the claims in the filing of March this year and 
determine within the spec of the filing how broad those 
claims can be. I mean, that’s going to be the test. Within 
the spec of that filing, how much leverage have we got to 
broaden those claims so that we do have a priority date 
which is back about a year ago last March. 

Bernstein: So we want to insert everything going into this one into that 
one? 

Utley: No, it’ll be... 

Utley: It’ll be based upon the preamble, if you will, of what’s in 
here. 

Boehm: We do reference it. As a matter of fact, this is the cover 
page, Brian, of the application we’re going to file. 

Utley: Yeah, you reference it right there. 

Bernstein: But you can add claims to that one that you’re referencing that 
would encompass what we have in today’s filing, which is 
really...we do want it in there. 

Boehm: Yes, I can claims to the zoom and pan to get you back to 
the original date in this one since I claim to this onto 
his. 

Bernstein: Well, we should do both. 

Boehm: Well, you can’t get two patents on the same invention, so 
it depends on where we want to go. 

Bernstein: Well, we want to definitely get it in on his because it gets us 
an earlier date. Correct? 

Boehm: No. It’s a mess with these dates. What will happen 
is...nobody will worry about the date unless there’s an 
occurrence, and that occurrence might... it’s a major 
problem. You won’t find out about that occurrence until you 
sue somebody, and then they go search in Australia, and 
they find a reference that somebody’s done this before in 
the library, and then you worry about the date. Were you 
before him? 

Bernstein: Well, that’s what I’m worried about. I’d like to go back to our 
earliest date. 

Wheeler: Can I point out one other thing? I know we look for the 
word...Eliot looks for the word...I know we look for the 
word “zoom,” but there’s also other language in here too. 
Sometimes we get caught up in a word “zoom,” when what is 
zooming other than enlarging or reducing? And he does have 
language in here, “when enlarged or reduced, these pixels 
of the digital image becoming distorted a feature which 
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typically results in the digital image being fixed to an

original size or being available at low magnification, such

as, for example, magnification from 200 to 300 times. These

digital images are also difficult to enlarge to a full

screen without a tremendous amount of distortion present in

the end product.”


Wheeler:	 I mean, he’s describing I mean that’s zooming. Reducing and

enlarging is zooming.


Bernstein: But he’s not putting it in your claims, that’s what he’s saying.

You see, this is different.


Boehm:	 But it doesn’t matter right now


Wheeler:	 But it doesn’t have to be if you’ve made mention. The

opinion is that it doesn’t have to be as long as he’s ...if

you made mention...if you’ve gone on record of having

described this


Boehm:	 This is the background that’s…problem. He’s got….


Boehm:	 That kind of invention, right, it’s got to state...


Wheeler:	 Well, I didn’t get to that either.


Bernstein: Right. And that’s where it’s not.


Boehm:	 I pointed out a couple of things. It’s not as...


Bernstein: Within the claims, the claims I’m reading, you could not...


Boehm:	 The claims really don’t matter.


Bernstein: In the patent?


Boehm:	 The patent claims on a pending application basically don’t

matter.


Bernstein: No, the ones he filed.


Boehm:	 Yeah, they basically don’t matter. I can go back and change

them.


Bernstein: Okay. Why? So we want to change back to the original one he’s

filed, put as much language as we can that we have

today...oh, it’s all supported. Everything you wrote in

that new one is supported in this one because it’s the same

process.


Boehm:	 That’s the ultimate problem that Steve and I—Steve is

Becker, the other patent attorney that actually wrote these

patents <in audible>—but that’s the ultimate problem that

we’re worried about, and that’s the problem that you always

worry about unless you first of all have a handle on the

invention, inside and outside, and second of all, unless

you really have a handle on Prior Art so you know where you
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want to go with this. Then you spend the time and the money

to do a good original provisional filing. You’ve got a

pretty good shot that it’s supported then. But when you

file as, oh, I’ve got to try and cover this base, and when

you do this kind of stuff, there’s always going to be a

question of what was supported when.


Bernstein: But that’s fine. It is supported.


Simon Bernstein: We’re off the subject matter.


Bernstein: So we should definitely claim back to the earlier date? 

Boehm: We may get a rejection, or you may find out in litigation 
five years from now, that none of this was supported. Some 
court may say that you never talked how to do this because 
your software wasn’t in the patent application. 

Bernstein: It is, though. 

Boehm: Well, the code isn’t. They might say that these broad 
diagrams and these flowcharts aren’t good enough. There’s 
always that risk. 

Bernstein: But we’re trying to say that if they accept it, we want it to be 
to the furthest filing date that we can, which is March 3, 
2000, and that’s where it should lie; and if it’s going to 
get argued let it live or die at that date. 

Boehm: That’s what we’re trying to do right now. 

Bernstein: Okay, good. So I’m under the impression from this point that 
we’re going to encompass what we’ve learned what we’re 
filing even in this other one even into the original one so 
we can claim back to a March 3 filing date that claims back 
to our original March patent... 

Boehm: March 24th , yeah, all of that will go back toward what is 
supported in here, in the original. Not supported in ours. 

Bernstein: Okay. And it’s all going to be supportable because you’re going 
to be able to pull up an image of the nature that we are 
discussing, and anybody with an eye can see that you’ve now 
done this. 

Boehm: <Inaudible comment.> 

Bernstein: Well, you’re going to be able to show your invention, aren’t you? 

Boehm: No, no. 

Bernstein: You can’t? 

Boehm: You live or die on what’s in the specs. That’s why... 

Bernstein: Then get it in there. 
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Boehm: Yeah. 

Bernstein: You can’t bring it in as evidence what the invention is? 

Boehm: Only outside evidence of what the average level of skill in 
the art is, okay? If somebody says that the flowchart isn’t 
detailed enough, I’m going to go, “Oh, yes it is. Here’s 29 
programmers who are going to testify and say yeah, I can do 
that in my sleep with this document.” So, there’s always 
going to be a battle about the level of support. 

Simon: Maurice and I—that’s why I asked him to come in—Maurice and 
I were talking because neither one of us understands 
patents or how you file them or invention actually. What we 
do understand a little bit about is the theory in business; 
and now that we know that Ray Joao was somewhat sloppy—I’m 
not suggesting that he’s not a fine attorney or anything 
else—you have been...you have reviewed all these patents 
that we have, whether there are eight or ten of them... 

Boehm: There were eight original filings, and then...eight 
original filings. 

Utley: Okay. And then how many do we have now? 

Boehm: Let’s look at the chart right now, but it’s basically. 
We’ve got 17 applications that have been filed. These old 
ones are dead now because they were provisionals, and we’ve 
basically covered all...we pointed out basically covering 
two, maybe three inventions, so there’s not...I mean, if we 
were to start over, maybe you’d do this with two patents, 
maybe one patent. So.


Simon Bernstein: Who owns them?

Boehm: Who owns it? iviewit Holdings, Inc.


Utley: Owns all of them?


Boehm: Except for...<Pause, and then text comes in that doesn’t

seem to be answering this open question.>


? Video playback over a network


Wheeler: How did he get in? [not in transcript but this refers to

Jeff Friedstein on an invention]


Bernstein: He’s part of the invention.


Boehm: An inventor – inventorship.


Boehm: So I’ve so I’ve got a document right here for him to sign.

If he signs, then I do a couple of things.


Bernstein: He signed that when you faxed it to him originally.
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Wheeler: I have copies of each one of these. Can I get a copy of 
your [ ]? 

Boehm: of this? Sure. 

Wheeler: I have a copy of each one of these, I believe, or most of 
them... 

Buchsbaum: Can I ask you a question? Your saying everybody that has an 
obligation to sign is on the list of names in these patents?

Boehm: You preferably don’t...well, unless you have the new 

ones... 

Wheeler: I don’t have the new ones, but... 

Bernstein: That’s an old one. That’s old. 

Buchsbaum: You’re saying everybody that has an obligation to sign is on the 
list of names in these patents right, because the company 
was part because the Company was doing, is that what you’re 
saying? Because I don’t even know if everybody has signed 
because you may due corporate due diligence for financial 
reasons or if...and they will say has everybody signed off 
on these patents, and if three people don’t...if one person 
hasn’t, he has an obligation to sign? 

Boehm: Brian, have you signed? 

Buchsbaum: Has everybody signed off on these? Brian? 

Boehm: 

Bernstein: 

See these tabs [refers to tabs for inventors Bernstein, 
Shirajee, Friedstein and Rosario to sign] right here? 
That’s what I’m trying to do today. As soon as...I’m going 
to have people sign, me sign...all the inventors sign. I’ve 
got to get a hold of Jeff 

I thought we did that when we filed. 

Boehm: You only signed one real document, didn’t you? Did you 
actually a declaration? I know you didn’t sign an 
assignment over but you’re real clean on it because these 
are all based on the original filing , which is assigned to 
iviewit holding already 

Bernstein: What’s that mean? 

Boehm: So all of the other inventors would have a helluva problem 
trying to say they owned anything. 

Simon: Again, this is a little off the subject matter, but I have asked 
Chris about it before. If something were to happen to 
iviewit, and it were it went into bankruptcy, what would 
happen to those patents? How would those patents [ ]? 

Wheeler: It depends on which at iviewit you’re talking about. 
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Simon Bernstein: The one that they are held in. 

Wheeler: Well, first of all, holdings is held separately 
versus...we’re operating the company out of a separate 
entity, correct? iviewit.com. So, let me think there...


Buchsbaum: The operating company is iviewit.com.


Simon Bernstein:	 All I’m concerned about is, for example, that the largest

creditor...it wouldn’t be a creditor, it would actually be

an investor...would then...


Bernstein: They’re not a creditor.


Buchsbaum: Okay, then the largest creditor could come in and pierce the

corporate veil of iviewit.com and say that this is just a

way of protecting the only valuable asset of the company

away from creditors. Is there a possibility of that?


Boehm:	 Obviously there is.


Wheeler:	 There is a possibility, but that’s one of the main reasons…

But the loan, they made the company who wrote the patent,

join in as a guarantor anyway on it.


Bernstein: Well, that would be all of us. All of those would be all of the

investors getting a piece back?


Wheeler:	 No, no, no. On the $800,000 loan, those people, it’s

secured by the patent.


Simon Bernstein:	 What about the $600,000...or the other $800,000 loan?


Wheeler:	 The others weren’t loans. The others were equity, as I

recall.


Simon Bernstein:	 No, no, they have claims.


Bernstein: Well, they’re supposed to be converted to equity, which is

another issue.


Utley:	 But there where note holders


Wheeler:	 No, because there was no quid pro quo at that time. The

note holders I mean you can’t go back and do it, we had

that talk Si


Wheeler:	 I mean, you can’t go back...


Bernstein: The note? I believe they’re not final, even though we told people

they would be by this time.


Wheeler:	 The note holders took their money in without taking

security. Now you...<Indecipherable. Everyone talking at

once.> ...new considerations...I said now you can’t … back

to a failure to the corporation
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Simon Bernstein:	 …Board if everybody that was a creditor found, everybody

that was a note holder at that point there was no what

would you call it - problem


Buchsbaum: and that would be protected by the courts anyway usually. The

court would see this probably as a you know a fraud


Wheeler:	 You could have two frauds: fraud of creditors and fraud of

shareholders.


Simon:	 No, Chris I’m not worried about fraud. I’m really concerned

with the fact that what we did here, the last loan that we

took in, from...


Bernstein: Crossbow.


Simon:	 No, not from Crossbar...


Bernstein: Crossbow.

Wheeler: Crossbow


Simon:	 ...is secured by the...


Wheeler:	 ...the term of the deal, right.


Simon:	 And that’s perfectly acceptable to me except that everybody

else that had loans prior to that at that time should have

been considered with the same equity because …posses able

and Chris told me that that was the perfect time to get it

done


Bernstein: Yeah, but would Huizenga lose his?


Bernstein: Would Huizenga lose his stake in it to Crossbow?


Wheeler:	 No, no, no, it wasn’t...I said that if there was going to

be new considerations from those people, we all could of…??


Simon: We all could have put in another $10. I mean, at the time we did

it with Crossbow, we should have made sure that our other

people...


Bernstein: Are protected.


Utley:	 No, no, no. We would have had to issue new contracts out

for everyone.


Wheeler:	 There would have had to have been some material

consideration, not just $10. It would have been…


Simon:	 So it would have been $10,000...


Wheeler:	 Well, then, you could have...Crossbow, we didn’t even talk

about Crossbow at that moment, and I said you couldn’t go

back and just collateralize. You couldn’t go back for money

that you already put in. But if you put in new
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considerations that you could demand as a condition to be 
collateral. 

Simon: What we should have done, or what we maybe we still 
should do to protect our original group of investors, is to 
have them pony up a few more thousand or whatever you think 
is legitimate, and amend the contracts to protect them as 
well. 

Utley: That’s new subject matter. 

Simon: Well, I only brought it up because it had to do with the 
patents. 

Utley: I know but can we finish the patent discussions before we 
bring up new subject matter. 

Simon: You can, but I want to make sure that we do finish. 

Utley: No, I agree with you Si. 

Si: The problem is that I made claims to certain people like 
Don Kane, who put op $100,000, who thinks... 

Bernstein: Let’s get back to that. No, let’s get back to it. It’s a definite 
point. There are people. 

Buchsbaum: This is a business issue for later. 

Bernstein: No, we’re asked by these very people these questions. 

Boehm: Did you get your question answered on the... 

Buchsbaum: Yeah, I just wanted to understand...you know, I got an answer. It 
had to do with the obligations Si I was trying to 
understand if somebody does due diligence now with regards 
to understanding what is there and what has to be done, 
like those yellow tabs. [Yellow tabs indicate signatures of 
missing inventors] 

Boehm: Yeah, but after...I find everybody, we can get guys to 
sign. 

Buchsbaum: We aren’t that many. I don’t know on that sheet what you have, 
but I don’t think there are that many names. There’s what 
about five names? 

Buchsbaum: Therearen’t that many...you don’t have that many. I don’t know on 
that sheet you have, I don’t think there’s that many names. 

Boehm: No, there’s not. 

Boehm: So we have everybody but Jeff, if we can get Jude and Zak. 

Buchsbaum: You just have to get people around and sign. 

Boehm: No, that should not be and issue. 
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Buchsbaum: That might be questions brought up when people do do due 
diligence. Is everybody else on these? 

Bernstein: That’s why we’re closing it. Right? 

Boehm: We’ll record what was in the patent office(…???) can do. 

Utley: The other piece that’s not in any part of the original 
filings, which is the reduction of the technology to a 
disciplined process—the mathematical representations of 
what’s in and how it works and stuff like that. 

Wheeler: (…???) 

Buchsbaum: That will also be included in there, right? 

Utley: We’ll put it in the new filing...one of the new filings. 

Wheeler: I form my opinion of everything, and we can talk about post 
solutions but I think Brian wants to get this back on 
track, but to me there’s bad news and there’s good news in 
this. The bad news is, just like anything in life, perhaps 
we would have liked to have tidied up some things better, 
like to have had Mr. Joao tidy them up. The good news is 
considering the state that the corporation was in in the 
early stages and the variable limited resources that it 
had, I’m glad that we have an awful lot on record that we 
do have on record, to be honest with you. 

Simon: As long as it’s not to the detriment of what we thought we 
were filing, I have no...I couldn’t agree with you more. 

Wheeler: But I think I like your approach, and I assume it’s your 
approach, too, in that I assume that you’re doing a fairly 
comprehensive new one, but then you’re going to probably... 

Utley: Claim priority back to the old one. 

Wheeler: Right, but you’re also going to do your amendment because 
now we’re finding out that it’s not an uncommon procedure 
and it’s not a red flag. 

Utley: Two things: the new filing on Wednesday will claim priority 
all the way back for as much as possible back to March 24th 

last year. Second, we will look at the March 24th year 2000 
filing and determine how we should amend that to include 
additional claims and broaden that filing so that it more 
fully represents the knowledge of the invention as of that 
time. 

Bernstein: Does it claim all the way back? 

Wheeler: It’ll go all the way back... 

Boehm: as long as you don’t go outside what was described. 
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Bernstein: No, the math is just describing the original invention. 

Boehm: We’ll, I’ll never know the answer to that until it’s 
litigated. 

Utley: Due diligence. 

Bernstein: Right, but from your perspective here, that’s what we’re setting 
up. Correct? 

Boehm: We’re going to try. 

Bernstein: Okay. 

Boehm: The question never even gets answered half the time in the 
real world. I will claim priority back on the document, and 
then if the examiner doesn’t care, nobody cares 

Bernstein: It gets through. 

Boehm: It gets through. 

Wheeler: Would it be a fair assessment—I’m posing this more as a novice, 
not as an attorney here—since we’re not at IBM and we don’t 
sit down at the very beginning and work out all these 
equations and all that, that in an invention such as this 
by a Ma-and-Pa type of inventor, and now since we’re 
getting into the nuts and bolts and really uncovering, in 
essence, what’s behind it, as Brian dissected it as we 
moved along, but that’s all we’re doing? I mean, that Ma-
and-Pa inventors do that as they go along? They add the 
flesh to the bones as they go along? 

Boehm: Boy, that happens, and we try not...we try to minimize the 
amount because if the flesh that you have to add is new 
subject matter and you’ve already sold your invention a 
year ago, you’re dead. 

Wheeler: Well no, Let me at it a different way. It does this, but I can’t 
describe how it does this. But now we find out...we tell 
you what it does, now we’re telling you in detail how it 
does it. 

Boehm: Yeah, in terms of we claimed it properly. 

Wheeler: So I’m not adding flesh in defense... 

Simon: New flesh. 

Wheeler: ...new flesh. I’ve got the box, now I’m disclosing what’s in the 
box including the gears and how it works. 

Bernstein: No. 

Utley: No. Here’s what the big difference is. The original filing 
claims a process for print film imaging. 
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Bernstein: Well, that was all stricken, by the way. That’s why I’m having a 
big problem. I was going to get to that next, Brian. 

Utley: Okay, good. 

Bernstein: But we have discussed with Ray Joao numerous times to take out 
the references to print images out of this right here. Over 
the course of the year in the 59,000 modifications back and 
forth, we continuously pushed him away from the words that 
I see in this filing, and that’s what’s so disturbing to me 
because we sat here when... 

<End Side 1; begin Side 2>


Buchsbaum: That would be conditional, probably. 

Simon: Right, they probably will. 

Wheeler: Their not going to want in fact their going to say take it 
off aren’t they 

Utley: No Crossbow notes would be converted to equity when someone 
else comes in. 

Si? Of course, and that’s gone. And those issues are gone. 

Wheeler: Well, Yeah, so that it was the …it was intelligent way to 
do it...and I’m not... 

Buchsbaum: Crossbow would probably manage the million dollars anyway 

Wheeler: By the way, if we did do a deal by which we tried to 
collateralize it even further, then we’d have to have some 
sort of provisions as well to get rid of your collateral. 

Simon: Yes, of course. As soon as it converts to equity, it’s gone. 

Wheeler: But I mean, what if you didn’t convert yours to equity[ ]? 

Simon: Then you’d have to lose it anyway. 

Wheeler: But at a point. 

Utley: It just becomes a normal stockholder... 

Simon: Right. 

Wheeler: It would have to drop away or something. For 
instance, it would drop away when theirs drops away. 

Utley: The stockholders, in the event of a default, the 
stockholders, the distribution that takes place, includes 
all the stockholders according to the rank of the 
preference. So the preferred get first cut, and the common 
stockholders get the second cut, whatever is left for 
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distribution. But of that amount[ ] unless there’s nothing 
to distribute. 

Simon: Not if one of the preferred stockholders has a 
collateralized position and the others don’t. If one of 
these preferred stockholders... 

Utley: There’s no stockholders that have a collateralized 
position. 

Simon: That’s true. 

Buchsbaum: You’re talking about the small amount of money, that have any 
value, it should be reasonable value, and those would be 
taken out anyway. 

Simon: Except that we seem to feel that we have an obligation to 
those, to protect the other stockholders who...had all 
good…I think its prudent anybody to ask permission 

Buchsbaum: A good way to do it is the way he said to do it, and that’s to 
[?]. 

Utley: Will you look it up and see what it’s going to take to do 
it? 

Wheeler: I’ll coordinate that 

Utley: I’m not clear. What are we trying to do? Are we trying to 
provide for collateral for new money coming in, or are we 
trying to...? We’re not trying to collateralize money which 
has already been... 

Simon: I don’t know. Can you handle the old money the same way? I don’t 
think so. 

Wheeler: We have to see. We might be able to consider it for the 
full amount in the view of the fact that if you had enough 
substantial new consideration, ... 

Buchsbaum: The problem is that you may have to go back to Crossbow to do 
that, and you may be better off just to do it on subsequent 
money. 

Simon: Well, but to ask Don Kane to put up $10,000 when he’s got 
$160,000 in the...$135,000 in the company, and then he only 
gets 10%...$10,000 worth of consideration...I’d like to 
protect his whole $165,000, which is what he has. 

Buchsbaum: The answer is you go back and ... 

Utley: I don’t think you can do that because that’s equity. It’s 
in common stock. 

Bernstein: It’s not equity. It’s a loan. 
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Bernstein: Don had the stock prior to his putting up the money. These 
are loans. There’s $400,000 that’s on the books. Then 
there’s another $100,000 besides what he put in originally. 
Sal has a loan on the books of $25,000. Your guy should 
have had a loan on the books for $250,000. 

Utley: No, that’s equity. Okay. 

Simon: At any rate, <tape cuts out[tape does not cut out on my 
tape]>...While I got Chris here I’m going to take advantage 
of his being here. 

Simon: One of the issues we tried to do when we raised the last $80,000 
that came form Eliot’s two friends Anderson and Mitch 
Welsch. [ ] 

Bernstein: Ken Anderson. 

Simon: It was my knowledge, according to Jerry, that those monies 
were to go to Eliot, and then Eliot was theoretically to 
loan the money to the company so that Eliot would have a 
loan on the books and he would have sold his stock because 
Eliot has some personal needs that he needs to accomplish 
as soon as we get funded or we get some money in here. I’m 
under the understanding again. It could be way off. 

Bernstein: How do we work that out, Brian? The 10? A loan? 

Utley: Yeah, that’s better because otherwise you will get taxed. 

Bernstein: Will they loan me $10,000 to pay the taxes? 

Simon: Who loaned you? 

Bernstein: The company just today? 
Utley: So I took that as a loan? 

Utley: Yes. 

Bernstein: The money went to the company, which spent the money already—the 
stock money—from Ken and Mitch. 

Simon: You haven’t sold any of your stock? 

Bernstein: No. 

Simon: You just made an officer’s loan. 

Wheeler: Right. 

Simon: Is that how you handle it? 

Simon: You loan the loan back by some method at some point. 

Bernstein: Right. Correct. 
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Buchsbaum: That’s the way to do that? 

Utley: Well, there’s no tax impact... 

Simon: but he would have had a [ ] gain. 

Bernstein: Right. And there were other things at the time...right, things. 
At the time, the company needed the money and I 
didn’t...not that I didn’t 

Simon: Sure, I just wanted to make sure that it was done. I didn’t 
even know ….???that bank account 

Bernstein: Not that I didn’t. 

Simon: Let’s finish up. 

Utley: Eliot, let me summarize. I want to make sure we have an 
agreement of this meeting. Let me interject two final two 
points that we kind of skimmed over. One is you said that 
we want to go ahead and change the claims to go all the way 
back on this US, but we have sort of got covered on the one 
we’re filing? The one we’re filing is a PCT. It won’t pop 
to the US for 18 or 30 months. Or we could file another PCT 
and a US, then the claims would hit the US. In other words 
what I’m saying is it would matter if we do the claims 
here. We could either fix up the claims here or file a PCT 
and a parallel US if you want US patent protection sooner. 
The PCT will split out to US, but not until later. You can 
file a US anytime... 

Simon: Let me ask you. You’re not a lawyer, what do you recommend? 

Boehm: Well, it’s more money up front. 

Simon: How much money? A great sum of money? 

Boehm: No, it’s another grand to file. 

Simon: For what we’ve spent already, let’s do it. 

Bernstein: And that protects us better? 

Boehm: Quicker. You’ll get a quicker US patent. It’ll get you in 
line quicker. 

Utley: The other point that you’re making because in this week’s 
filing we are going to claim all the way back... 

Boehm: We’re going to claim all the way back but this is what is 
supported 

Utley: Right. So if we claim all the way back to March of last 
year, do we need to touch the filing that’s already in 
motion? 
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Boehm: The one that’s out there? 

Utley: Yes the PCT. Do we need to touch that? 

Boehm: No, no. There’s a PCT and a US. 

Utley: Right. 

Boehm: The PCT, we will get a search back. In fact, we should get 
it in a month or so, and then you’ll decide what you want 
to do with that, what foreign country and possibly the US, 
but he files the same thing basically in the US, and now 
it’s in line in the US. 

Utley: Right, right. But what I’m saying is if the new filing that 
we make this week creates priority all the way back and 
embraces all of the teachings of the prior... 

Boehm: Zoom and pan stuff. 
Utley: Zoom and pan stuff, filings, do we need to go and modify 

and update and amend those earlier filings? 
Boehm: Those other two. 

Buchsbaum: That’s a good question would there be new recommendation? 

Boehm: It depends on two things. One is how quickly do you want to 
get the US for the new filing? This is a PCT that we’re 
preparing right now. If we file the US right away with it, 
then it makes less difference. 

Bernstein: Less? 

Boehm: Less difference because he’s in line sooner. That’s all. It 
just depends on how soon you want to get your patent. 

Bernstein: Well, we want to go for the sooner. 

Utley: The sooner the better. 

Boehm: The sooner the better then let me play with this 

Bernstein: Right. 

Boehm: Plus you’re gonna get an office action back from the patent 
office on him... 

Bernstein: On that. 

Boehm: For free. There’s nothing involved. 

Bernstein: Right, but it doesn’t claim anything. 

Boehm: I don’t know yet. It claims...he’ll get this blasted. It 
will will be rejected. 

Bernstein: Yeah. 
34 



Boehm: It will be rejected. The question is do we want to fix 
this, or where are we with the other things? So there’s no 
decisions to be made now on this, it’s just that do you 
want to file a US and a PCT? 

Utley: The answers yes 

Boehm Yes 

Bernstein: And we do want to fix the original work? 

Boehm: We can decide that later. 

Bernstein: Well, why would we leave it unfixed? 

Boehm: Because you can’t get two patents on the same thing. So if 
we fix this, you’re not going to get it over here. 

Bernstein: But then we lose the date. 

Buchsbaum: No we don’t. 

Simon: That’s what he’s saying. 

Buchsbaum: You really don’t lose the date. 

Wheeler: So were not going to…??? 

Utley: Because he’s claiming all the way back. 

Boehm: We may not. It depends on... 

Bernstein: May and less, these are words that scare me. 

Boehm: You don’t like that, do you? 

Bernstein: No, I do not. 

Boehm: But I don’t think this is the right time to make that 
decision now. 

Utley: What is the right time? 

Boehm: When we get some office action back on this patent. And 
when we hear from the patent office, we’ll sit down say do 
we want to fix this, or do we want to fix this, or have we 
uncovered some killer Prior Art that blows this whole thing 
out of the water? You don’t want to spend money right now 
if you can avoid it. 

Wheeler: We’ve never done a search, have we? 

Boehm: We did a search...I’ve done a search on...<Everyone talking 
at once.> on a dozen patents that really weren’t on point. 
We didn’t find any close Prior Art; and all I can tell 
these... 
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Wheeler: This was on imaging and video? 

Boehm: Yeah. 

Wheeler: That’s incredible. 

Buchsbaum: Yeah, it was huge. 

Bernstein: If it is found impossible to do these things, why would people be 
doing them? 

Boehm: I want to make...the tape recorders off, right? <Recorder 
turned off> 

Buchsbaum: What does PCT mean? 

Boehm: Patent Cooperation Treaty. It’s a formal filing process for 
filing foreign patents. 

Buchsbaum: Oh, that’s the thing with the different countries? 

Boehm: Yeah. So we file one application that splits out later to 
different countries. 

Buchsbaum: Two years? 

Boehm: Yes, but we’ll get indicators before that. Our search comes 
in nine months, which is three months from now for the 
first one. But, Brian, they’re searching this claim; this 
claim is crap. You’re not going to get a good search on it. 

Buchsbaum: So what? In six months or nine months, we’ll start hearing from 
them? 

Boehm: Yeah. 

Bernstein: Well then we should do an alternate search on what you have. 

Boehm: It’s a judgment call. I mean, you asked me this question a 
while ago, and you said what would it take to get me 
comfortable because I’m kind of a pessimist and I’m an 
engineer, so I have that background where I look at it that 
it’s half empty. It would take more searching, and it would 
take more searching inside the technical articles. And it 
would take quite a bit of work. I mean, I guess $5,000, I 
don’t know. It depends on what happens. Then, again, that 
will only raise you to a different level of comfort, that’s 
all. 

Bernstein: And then they’ll say the same thing, and for another five grand, 
well get Rays to another indiscriminate level of comfort. 

Boehm: Exactly. But we don’t have to do that because we will be 
getting an article... 

Bernstein: Right, from the searches. 
36 



Boehm:	 And from your investors because if I was working for

them...


Buchsbaum: Let me put it another way. If you have somebody that will take

this company and auction off the technology, okay? As it is

existing...as it is unfolding, okay? And as the licenses

come along. It’s strategy. Some of these people bid on

that. What are they really bidding on? It’s potentials,

right? Basically?


Boehm:	 Well, no, there’s a present value of the technology. If

you...


Buchsbaum: Well, not if you don’t have patents issued on it.


Boehm:	 Well, sure there is. Sure there is. If he can get a royalty

based on 2% of their products—or whatever it is—per minute,

whether or not it is patented, absolutely.


Buchsbaum: My question is at what point does it become...is the efficacy

there significantly enough from the standpoint of others

now that would be doing their own review. You know, like,

say a firm that would do the option. They’d have their

patent lawyers take a look at what you’re doing to see if

they think it has a real good value. At what point does

that come along? Is it six or nine months from now,

basically? Is that when that probably would start to unfold

as far as having a real relevant potential value? I’ve been

trying to get a general..


Boehm:	 I understand your question. I guess I would answer...


Buchsbaum: General idea.


Boehm:	 If your licensees are spending a lot of money...


Buchsbaum: On your technology.


Boehm:	 On your technology, they’re going to have their patent

attorneys right now, today, go do a search, and they will

have a good indication. They may come up with Prior Art

that blows you out of the water. They may find nothing.

They may not search it. They may say, we don’t care about

patents; it’s the technology.


Buchsbaum: Reality, though, this is not the...more likely six to nine months

as some licenses start to unfold here and as things start

to come back, and that’s when this thing will start to have

some relevance more than it does right now? From the

standpoint of the...


Boehm:	 That the patent will have relevance?


Buchsbaum: No, no. The technology has a value that can be created in the

marketplace and turned to bidding.
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Wheeler:	 Well, you can look at the technology as almost value added

to the company. I mean, the company has worth because of

the process and what we can provide and we can build it up.

But it’ll even astronomical more worth assuming that we

have...that it’s totally proprietary to ourselves. Now some

companies have great technology that’s proprietary to

themselves, and it doesn’t earn them money. For instance,

Wang Laboratories went down the tubes. They had the best

word processing, and they had the best of everything else.

And, of course, a lot of their technology is licensed out

there, as I understand it, to VisionAire and to...they did

the true ones, and...


Buchsbaum: It’s was also to get to the possible strategy for the company’s

investors, okay?


Utley:	 Right.


Buchsbaum: Or it may be at some point a window of huge value placed on this

technology where you may take advantage of it.


Wheeler:	 Well, and to our investors, we have said, and we can

continue to say, we are attempting to create a pool of

intellectual property and protect it.


Buchsbaum: Okay.


Wheeler:	 But there can be no assurances that this will withstand the

test of time.


Boehm:	 That is exactly it. And you never want even when it issues.

You will get a good comfort level when you have a US patent

issued in your hands.


Bernstein: Why?


Boehm:	 Because you’ve had an examination.


Buchsbaum: Because you’ve got some review.


Boehm:	 Because you have a presumption of validity.


Bernstein: That’s why I’d like to get that first one corrected because

that’s the first one that’s going to be examined.


Boehm:	 No, we’ve got one...oh, yeah, it is. It’s the US.


Bernstein: And therefore I want that to be approved. The investors are going

to say...


Buchsbaum:	 The first one that we’re going to be issued will be issued

in May.


Bernstein: And the investors are going to say what happened to patent one.
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Boehm: 3/10 of 2000 was when it was filed. Typically a 
year...they’ll get around to it within a year. Maybe it’ll 
issue in. 18 months to two years 

Buchsbaum: From right now or from then? 

Boehm: From 3/10. 

Bernstein: What is the process speed up? If you can show... 

Boehm: If you can show somebody’s infringing, you can have an 
expedited examination; but that doesn’t always buy you much 
time, and you really have to get into the patent office the 
first time, and I’m not sure we can do that. 

Wheeler: Wouldn’t a good example of one way be that Apple had really 
great patents, and Microsoft was still able to come in and 
duplicate it, even though everyone knows they violated the 
hell out of the patent of Apple. 

Boehm: Um, hum. 

Wheeler: So I mean you could have a good patent and it could still 
go down the tubes. But another one I’m thinking of that did 
stand up was Polaroid had patents and Kodak tried to come 
in and do everything to distinguish, and wasn’t able to and 
got clobbered, right? And there’s probably a lot of every 
variation in between. 

Boehm: Yeah. Wheeler: [Not in transcript this is strange here] 

Wheeler: Are those the two extremes? 

Boehm: Yeah, 

Wheeler: those would be the two extremes. 

Utley: Especially when it comes to method patents and software 
patents. 

Wheeler: Yeah, what was the first thing that Brian 

Boehm: ...and the more patents you have, the less chances. It’s 
like putting out mine fields...less chances people to get 
around you. But if the original concept is broad enough and 
claimed right, Yeah, we can be okay. 

Boehm: But what, the test - I guess what you’re asking for is when 
we have that first claim promised, probably within two 
years of when you filed, which is March 10, 2000, I would 
probably say 

Utley Doug come back, close it out again.

<Inaudible comment.>
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Boehm: There were two points. One was the PCT and I got that in 
correct. 

Buchsbaum: Right. 

Boehm: The second point was everybody was saying you don’t destroy 
documents. Lawyers do destroy documents; and in the patent 
realm, it is common practice to get rid of all of our 
attorney notes, but it depends on what the practice is in 
your law firm and your corporation. Most patent attorneys 
who use this practice that I’ve seen, it happens after it 
issues. You never do it before. I don’t even like to do it 
then. I like to do it after all the... 

Bernstein: I don’t even understand why you’re destroying it. If you’ve got 
nothing to hide and everything’s on the up-and-up. 

Boehm: But throw in the concept that I’m leaving the law firm. 
Let’s say I’m leaving the law firm, my notes, who’s going 
to follow up and destroy my notes to benefit you, because I 
do want them six months from now. Maybe that’s what he’s 
doing. 

Wheeler: Yeah, he could have done it to protect you. He didn’t want 
them around in the other office. 

Bernstein: I don’t know. I don’t know. I don’t even know if he knew he was 
leaving then. 

Boehm: Now it’s intentional! 

Utley: But I want to comeback were going to file PCT and US on the 
new one. We’re going to wait for the old one to get kicked 
back; and when it gets kicked back by the examiners, we’ll 
then determine how we want to amend it. Is that what you 
said? 

Boehm: No, I want to say something on that again. I think if you 
want a patent to pop quickly—if that’s the goal, which 
sounds like it’s a good goal—then, no, I think we should 
amend the claims with a preliminary amendment before the 
examination. 

Utley: A preliminary amendment? 

Boehm: A preliminary amendment. 

Bernstein: Encompassing everything we can throw in there? 

Boehm: Yeah, whatever support there is. But a preliminary 
amendment on whatever it is on the... 

Bernstein: So we’re going back to the original 

Boehm: So I’ll fix the 119 case yeah 
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Bernstein: March 3, 2000, to encompass what we’ve embraced. 

Utley: When will you be in a position to recommend what that 
amendment will look like? 

Bernstein: It should look a lot like the one we just did. 

Boehm: Yeah, that’s... 

Bernstein: That’s my guess. 

Utley: When will you be in a position to... 

Boehm: I’d have to...a few days... 

Utley: About a week or so? 

Boehm: Oh, Yeah, within a week, sure. 

Bernstein: Okay. That’s good. 

<End of meeting.>
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not specifically identified, transcriptionist has made an attempt to identify 
based upon comments made in conversation but cannot guarantee that each speaker 
has been accurately identified. 

Armstrong: Are we aware of all the important dates I know you probably are, but are we [
]Brian made aware of all of our deadlines and contingencies relative to
those deadlines [ ]that we that we’re not left with...I was a little 
surprised that a final pack that’s been in the works for a year, and I
know you weren’t involved for a year, but in the works for a year required
that Eliot and I spent the entire night and morning reviewing it in order
to get it done. 

Bernstein: What bothered me about that as well is that we’d go through the math, and then
suddenly you have a document Brian sent you several days earlier regarding
the math that has a bunch of changes in it, and none of that’s in there. I
mean, I don’t understand that. 

BeckerArmstrong: ...was changed from that document anyway. 

Boehm: Yeah, it was changed from that document anyway. I was working with Brian, who I
thought was the master of that math, but... 

Bernstein: But he had sent you an updated map math three days earlier that didn’t appear in
the final document that we were trying to... 

Boehm: Okay, I don’t know. Steve was handling that. I don’t know whether...you know,
Steve says he did put it in there, but then I don’t... 

Bernstein: But then we go through the document that we’re filing, and it’s not there. 

Boehm: Okay, but we were on the third draft when I took it over. You guys had
opportunities like crazy to... 

Bernstein: But that’s the thing. Brian had sent it to you earlier, and it still wasn’t
appearing in final drafts. 

Boehm: If that’s true, then something crossed in the email because Steve said he put it
in there, and maybe there’s a piece of the math missing between the
crossing the emails. You’re right in terms of... 

Bernstein: Is Steve there? 

Boehm: I don’t know. He probably is. 

Bernstein: And then my other question is quite a simple question my dad asked about
electrical engineers being mathematicians and said, “Didn’t they sit and
pencil out the math of all this themselves?” 

Boehm: Uh, huh. Here’s what happened on that. Steve was filling the application. We
worked with Brian and you, Eliot, on the application. In some of the
letters and emails he said that he doesn’t understand the math. 

Bernstein: I’m not getting any of those. 

Boehm: Huh? 

Bernstein: I’m not getting any of those emails.
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Boehm: Well, then, talk to Brian because we were corresponding with Brian on that, and I
don’t know why you weren’t getting it if that was the case, and I don’t
know which letter went to who, blah, blah, blah, but I do know that we
mentioned that we didn’t understand the math, and we were up to the third
draft, if I recall; and you’re right, Jim, that it shouldn’t have
taken...it shouldn’t have been last minute and you should have had time to
do it. I totally agree, but I can’t take total blame for that... 

Bernstein: But wait a minute. Steve has fundamental errors on understanding the math, and yet
we’re going to file it with him having math problems? 

Boehm: It’s your duty to either help us to understand... 

Bernstein: But then I’ve got a point. We did help you. We sat on the phone for an entire day,
walked through this... 

Boehm: The day of the filing you mean? 

Bernstein: And if this math is still wrong, I mean, there’s something really fundamentally
wrong here. 

Armstrong: Let me check it again. 

Bernstein: Yeah, let us call you back in a while. Is Steve in today, too? 

Armstrong: I didn’t get involved until Wednesday. 

Boehm: Right. 

Armstrong: I’ll tell you one thing, Doug, that you should do as just a matter of course going
forward. Eliot being the owner of the company and the person that Brian
reports to is any future email correspondence should always be copied to
him. That’s kind of just a standard practice we all do in the company. 

Boehm: To copy? 

Armstrong: Yeah. 

Boehm: Okay. I didn’t know that. 

Bernstein: You ask me to review and sign these patents, and you’re not sending me
information. What do you mean. 

Armstrong: I think had we known that there was a question of validating Brian’s math, Eliot
would have brought me in a lot earlier. 

Bernstein: I would have brought a mathematician in. I mean, this is ridiculous. 

Armstrong: Yeah, I’m just a friend that’s good at math, not a mathematician. 

Boehm: Right, well. 

Armstrong: Go to your meeting. We’re going to check theis patent stats out, and we’ll talk to
you letter. 

Boehm: Well, you’ve got to talk to Brian, too. 

Armstrong: Yeah. 

Bernstein: I think because I now seriously have to report a lot of things to a board of
people that we’re going to have to have a meeting at some point either
today or Monday with a few of the key people in the company who are
investors, etc., so that they understand what they are investing or not
investing in. 

BeckerArmstrong: Don’t jump to conclusions. 

Bernstein: No, I’m not, but if this is correct, we’ve got some fundamental things that need
to be discussed. 
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Boehm: If what’s correct? 

Armstrong: If he’s correct about the math being wrong, but let’s check it... 

Boehm: No, I’ll bet we could get a good patent if the math is totally wrong. I think
we’re barking up a tree here that’s not a big wall. 

Bernstein: But wait a minute. The question is if it still remains wrong and we gave you the
right changes, it should have been filed right. All the sudden I’m left
with a patent that... 

Boehm: Okay, talk to Brian. 

Bernstein: I will. 

Boehm: Brian gave me the right changes. I filed what Brian gave me. 

Bernstein: Okay. 

Armstrong: Okay. 

Boehm: And I don’t mean to...you know...yell out of that, but that’s what happened. 

Bernstein: That’s no problem. I totally hear that. 

Armstrong: Thanks, Doug. 

Boehm: Okay. Talk to you Monday. 

<Hang up phones.> 

Bernstein: 8/4/2000. 8:30 Doug Boehm conference call. Jim Armstrong, Eliot Bernstein. Steve,
Jim, everybody, I’m taping the conversation, 8/4/ patent discussion
regarding Docket 57103-120 with Brian Utley, Steve Becker, Jim Armstrong,
Si Bernstein, and Eliot. Okay, guys. 

Becker: [ ], too, if that’s all right with everybody. 

Bernstein: Yeah, did you get the fax from Jim? 

Becker: I haven’t received it yet. 

Armstrong: It was sent actually to Doug on the “cc” line, but to a machine at 297-4900. 

Becker: That’s right. It’ll go to our central fax department, and I just phoned up there
and asked them to deliver that to me when it comes in. 

Bernstein: Okay, but you’ve got the patent in front of you? 

Becker: I don’t. I don’t, but I can get it. 

Bernstein: Okay, well, let’s do that. 

Becker: 
Bernstein: 

Okay. I’ll need a minute. I’ve got to go over the Doug’s office.
Okay. 

Armstrong: The fax is on its way to you now. 

BeckerSimon: It’s on the way to me? 

Armstrong: Yeah. 

BeckerSimon: Okay, then I’m going to put you guys on hold... 

Armstrong: It’s not done yet. 

Becker: Well, I’ve got to go upstairs and get it, so hold on. 

Armstrong: Never a dull moment. 
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UtleyBernstein: They didn’t put...they didn’t put in what we corrected them on... 

Bernstein: <Inaudible comment.> 

Utley: And I did it again on Wednesday night. 

Bernstein: And he said to me all these changes were in when I went through them at 11:15 at
night with them. That all the math has been changed. I was looking at him
and said these haven’t been changed. He said, “No, I’m working on a copy
that’s been changed. I’m going to send it to Brian, and sign off...” So,
well, now, again, we’re back at this same thing. How do we change things?
What effects does it have on us? 

Utley: This has no effect. Mathematically, that’s... 

S. Bernstein: Were those faxed? 

Bernstein: YeahYes. 

S. BernsteinArmstrong: Okay. Nine pages.  

Utley: But obviously this has an effect. 

Bernstein: A huge effect because you have completely altered numbers. 

Utley: Well, you could explain it; but the only way you could derive this is by having
that be the square root. 

Bernstein: But this is wrong that he missed this, and isn’t that on your current math? Do you
have your sheet that you did...current math...that he said he didn’t have,
had, whatever? Brian, do you have the patent book? 

Utley: Yes. 

Bernstein: Okay. I need to borrow that. 

Armstrong: I would think that in a patent document being as important to us as it is, there’s
not an acceptable level of error. It’s either got to be all right, or it’s
not acceptable. 

Bernstein: Oh, and that’s what we heard from Doug this morning. So, I mean it’s hard to
fathom this. 

S. Bernstein: You know what guys? I don’t understand. Why doesn’t somebody... take five minutes,
and tell me what...because I saty it in a meeting with all the lawyers,
and... 

Bernstein:  Here, Dad, let me give you an example. Is 2,560,000 times .8 the same as 2,560,000
times 1.25? Yes or no? 

S. Bernstein: I doubt it! 

Bernstein: Okay, well, that’s the fuckin issue. That’s how far off these are. 

S. Bernstein: Okay. 

Becker: This is Steve. I’m back, and I can’t seem to find that file. Doug is out today.
You guys may know. So, I don’t know how much help I’m going to be. 

Bernstein: Okay, well, do you have the fax? Hey, DB-Man, you’ve got the file right there.
Just email it to him. 

Becker: Here it is. I’ve got the fax now. 

Bernstein:  Okay. Steve, Doug also mentioned that you had emailed some correspondence to us
that you didn’t think the math was right earlier? I have no records of any
of that. 
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Becker: No, what I did was I faxed the draft over on Monday night, which incorporated some
additional disclosure that Brian had sent. Basically, it was examples. It
had the equations set out for both print film and digital examples, and
then he had three examples for print film and one example for digital, and
I essentially...I exactly basically cut and pasted that into the
application. 

Bernstein: Well, the application we got from Doug didn’t have any of that. cut and paste
because what it had was the old stuff and Brain referred to having sent
this to you several days earlier and yet it wasn’t in there. 

MISSING SECTION GO BACK 

Becker: I don’t really know because at that point Doug was down there with you guys, and I
presumed you were reviewing it on like Tuesday and Wednesday. And the Doug
said he would take care of just...because we figured there would just be
some minor changes after we’d incorporate all of that. 

Bernstein: Well, it wasn’t incorporated, so there were huge changes. 

Becker: Oh. 

Bernstein: And it would have been filed completely wrong had it not been for Jim Armstrong
reviewing it. Everybody would have nodded off on this and accepted wrong,
completely wrong, filings. 

Becker: Maybe he should be part of this conversation. 

Bernstein: He’s on this conversation. 

Becker: Oh, good. Hi, Brian. 

Utley: Hi, Steve. 

Bernstein: Brian’s here and Jim Armstrong’s here. 

Becker: Okay. Well, the only link we’re missing here is Doug because Doug took the last
few steps of incorporating comments and actually filing the application on
Wednesday.

Bernstein: Hey, EB...EB-man, forward him a copy of the final draft, would you? 

Armstrong: And that, Steve, I think the most important question to have answered is what are
our rights and obli1gations and opportunities relative to correcting this
without any ill effects to us? 

Becker: Yeah. There’s plenty of opportunity essentially. We can file...if there are
substantial errors in the application as it was filed, we can simply file
a new application as soon as we get those fixed either on Monday or
Tuesday or what have you. The goal of filing on Wednesday was to maintain
priority back to the provisional application, which was filed a year ago. 

Bernstein: So, did we lose that if they’re wrong? 

Becker: No, because we can only claim priority back to the extent that the subject matter
was originally disclosed in the provisional filing of August 2nd of last 
year, and none of these equations were filed back then. 

Bernstein: But the original process was. 

Becker: Right. And the original process is the [ ]preserved in the application. We’re just
talking about the details of the math examples that are in here. So we
haven’t lost anything. 

Bernstein: Will we lose claiming back to the priority of the original provisional? So we did
lose something, or am I incorrect in what I’m hearing. 

Becker: Yeah, No, we didn’t lose...the original provisional can only provide priority for
what was originally disclosed, and the math was not originally disclosed,
right? 
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Bernstein: Well, no, but the math is a subject of the invention, not vice-versa. 

Becker: The reason I’m putting the math in there is essentially to provide concrete
examples... 

Bernstein: Of the invention. 
Becker: Right. 

Bernstein: But the invention was in there as of the priority date, and we had already talked
with Chris Wheeler and everything regarding this. Were you on that
conversation? 

Becker: I don’t remember. 

Bernstein: Well, Brian, you were on that conversation. It’s the conversation where we were
going back to try to get the soonest date on the filing and correcting the
provisional to encompass all of these things. 

Utley: Well, you can’t correct the provisional, but you can...what it does is it claims
back for everything that references back to the original, but then
incorporates all the new elements to bring it into...to make it into more
of a complete statement. 

Bernstein: I’m not sure I understand this. It was my understanding that we were going back to
Ray [Joao’s] patent and fixing it by inserting what we have here. When I
talked to Doug, that was what he was under the impression we were going to
do, and now that’s all changed as of today. 

Becker: You really can’t fix a provisional application. 

Bernstein: Not the provisional–the regular Ray Joao filing of August whatever–whatever day it
was. 

Utley: No, in March. March 24th . 

Becker: Oh, okay. Yeah. 

Bernstein: And that way, if that patent gets approved with all this in it, that’s what we
were doing, and we wanted that one to be approved first correctly because
it obviously expedites our life by a long way. 

Becker: This is the PCT application file of March 23rd. Is that what we’re talking about? 

Utley: Yeah, but the way that I recall the conversation, the spec cannot be changed... 

Becker: Right. 

Utley: ...but the claims can be. 

Becker: Right, and they can be changed as long as they’re supported by teachings that are
in that specification. 

Utley: Right. 

Becker: Which is why you really... 

Bernstein: And the specification can’t change? 

Becker: Right. 

Bernstein: Why? 

Becker: Because it would be kind of like... 

Bernstein: I thought that was based on new matter. 

Becker:  That’s exactly why it can’t be changed. 

Bernstein: So it can be changed if it’s still the same matter? 
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Becker: The claims can be amended as long as they are still fully supported by the matter
that’s in the specification that’s originally filed. Now, if you want to
change your claims and they’re not supported by the specification as
originally filed, then you have to file a whole new application adding new
matter to your specification that will support those claims. 

Armstrong: Does the fact that a direct interpretation of what in general amounts to typos and
oversights, but a direct interpretation of that affect our ability to
change that supporting matter of that matter? Because if we directly
interpret the math in the certain circumstances here, it will bring you to
a wrong conclusion if it’s a direct interpretation without having to
reverse such an error butengineer what was meant to occur. 

Becker: Well, I see. Then we need to get the math right, but it doesn’t affect our
priority. Only by a few days essentially. 

Bernstein: Well, do we lose the ability to claim priority to what we were trying to claim
here... 

Becker: No. 

Bernstein: ...by that date? So you can go back in and change the matter of this? 

Becker: You don’t go back and change the matter, you just file a new application which
claims priority back to a prior application only for the subject matter
that was... 

Bernstein: But we missed that application. 

Becker: No, we’ve got it in the form of this continuation, or this PCT, that we filed
claiming priority back to that patent application. So we’ve preserved that
chain of priority. 

Armstrong: Are you then completely confident that errors that we need to correct right now
then are not going to hurt us in any way, shape, or form as being able to
claim as part of our invention all of the correct things that we want in
there? 

S. Bernstein: That’s what I heard at that meeting, that we could go back and re-do that at a
later date without having any implication. 

Bernstein: As long as it wasn’t new subject matter. 

S. Bernstein: Exactly right. These are just corrections to the... 

Bernstein: They’re corrections, they’re math, whatever. 

S. Bernstein: Okay, but we’re not saying this is a new way to get to that. 

Bernstein: No. 

S. Bernstein: Okay, that’s what I heard. That’s the notes I took. Eliot, you should have that on
the tape recorder so that we know that. 

Armstrong: Well, we do, and that would also support, I think, another issue, which is that we
now have to go through the refiling of something else which was originally
corrected several days ago and was somehow ignored so that this whole
refiling shouldn’t even cost us anything. 

Bernstein: Well, and beyond that, Doug <sic>, what I’d like to really get down to is a letter
from you, in writing, explaining all of my, you know, both from the Ray
[Joa] patent forward, and I think you need to talk to Doug about it, of
what our potential pitfalls are here with these filing errors, what our
potential pitfalls are, what it caused to happen with that priority,
priority equals, and if there’s any harm to us. Because we keep just
slipping back by these things. This should have been right. I mean, we
have well documented, and Brian’s well documented, that these changes were
sent, and now we’ve missed a priority claim to that by not being able to
go back and change our last filing. I need to know the liability here. 
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Becker: You know, I was not there on Wednesday night. Brian talked to Doug on this and
then made final changes, and then... 

Utley: Yeah, Doug sent me a next-to-last copy, which I went through and there were a
number of errors—I have my notes on each one of those at home—and then I
reviewed each one of those with Doug, agreed on what they were, and then
Doug was going to send me the last copy, which apparently he didn’t
because I never received it. At that point in time, it was, I guess, about
11:30 or 11:45 our time. 

Bernstein: And these were also discussed in great length with him for a whole day on the
phone. 

S. Bernstein: Yes, well, how about in the... 

Bernstein: 

Becker: 

No, no, Dad, this is separate. But at great length this was discussed, every one
of these changes.

The changes you sent me here, is this Brian’s handwriting? 

Utley: No, some of it isn’t. Isn’t correct. 

Bernstein: Well, let’s go through it because I’d like to... 

Armstrong: Yeah, let’s go through it. 

Becker: I don’t know if that’s going to help that much because it’s a question of what
actually was filed and whether it incorporated the changes that Brian
asked for the last minute. 

Bernstein: It didn’t. 

Armstrong: We know that. This is what was filed. 

Becker: Brian, didn’t you just say that Doug didn’t send you the final draft of what was
filed? 

Bernstein: He did it the next day. 

Becker: Oh, he did the next day? 

ArmstrongBernstein: Yeah, Jim, can you forward that to Steve real quick? 

Armstrong: What? 

Bernstein: Email it to him...the final draft? 

Armstrong: Yeah. 

Becker: Well, I’m not going to question... 

Bernstein: Okay, but we need to go through and get the changes acknowledged, accepted, have
you put it into the next whatever you’re going to do to solve this, with a
letter explaining what we’ve lost here. 

Becker:  All right. 

Bernstein: Okay. Any liability, potential liability where we’re exposed to from this. 

Becker: Oh, I wouldn’t worry about it. You guys are making a mountain... 

Bernstein: Well, you know, I gotta tell you, I worry a lot about it from what Doug told us.
So, you know what I mean? You tell me not to worry, but then you tell me
it’s very important that we’re accurate in this filing; and then we’re
very inaccurate in the filing, and then we’re not supposed to worry. I’ll
feel much better not worrying with a letter from you explaining why I
shouldn’t worry. 

Armstrong: Steve, what’s at your email? 

Becker: Sbecker@foleylaw.com. 
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Armstrong: Sbecker? 

Becker: Yeah, “S” as in Steven, “becker.” 

Armstrong: Got it. 

Bernstein: Okay. Let’s just go through this with you, Steve, so we can get the next step
done. 

Becker:  All right. 

Bernstein: Which is correcting the issues. Are you with us on page 13? 

Becker: Right. 

Bernstein: Okay. Jim? 

Armstrong: On page 13, line 19, the expression of VWH should follow the way we express it in
our definitions, which is VIH. Even though the two are equal, let’s just
follow the way that we have it expressed in our definitions on page 12. 

Becker: Oh, I see. Okay. 

Armstrong: Then on line 23, each of those expressions is not congruent with the way we’ve
defined them. Despite the fact that we arrive at the same results, it
doesn’t apply the formula in exactly the same way. So for a reader, it
ought to be the same. So for line 23, it should be the “square root of
2,560,000 times 1.25.” 

Becker:  All right. 

Armstrong: Okay. Not “2560 divided by .8.” 

Becker: Okay. 

Armstrong: On line 24, it ought to be “1789 divided by 1.25.” 

Becker: I see. Okay. 

Armstrong: Then on line 25, it ought to be “1441 divided by 4.” Again, the results are the
same; the expressions are not. 

Utley: Now,on that last one, Jim, it’s correct. 

Armstrong: It’s what? 

Utley: The scan density is 1789 divided by 5. 

Armstrong: Okay, hold on. Scan density is defined by us as being...where the heck is it...oh,
it’s right up above...”target image height...” right up above on line
7...”minimum scan density is target image height,” which in this case we
just defined to be 1431... 

Utley: Where are you reading from? 

Armstrong: Line 7 of the same page. Line 7, page 13. So target image height is 1431 divided
by the source image height, which is 4, so it should be 1431 divided by 4. 

Utley: Well, the...yeah I guess that that equation, “MSD equals TIH/SIH,” did not come
from my documentation. 

BeckerArmstrong: Hold on, let me look at this documentation. I’ve got it right here,
too. 

Bernstein: Well, Steve, you have copies of this, too, that were sent to you... 

Becker: Right. 
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Bernstein: 

Utley: 

Becker: 

Bernstein: 

Utley: 

Becker: 

Utley: 

Becker: 

Utley: 

Becker: 

Utley: 

Armstrong: 

Utley: 

Armstrong: 

Bernstein: 

...of what Brian’s looking at, several days ago. So how isn’t this stuff flowing
forward into the patents, especially when we pointed it out two times
before filing? I mean, I’m just dumbfounded at this. 

There was a change, Steve, which you were not involved... 

The proper equations, that I wasn’t there the last night when the last changes
were put in, so I can’t really speak to it. 

No, but he sent you his changes several days ago. 

Steve, there was a change that we decided on uh on uh Wednesday afternoon, which
was to reflect aspect ratio as width divided by height, which uh I uh 
made, and that was created by the desire to reflect aspect ratio the way
that displays are uh uh uh expressed as opposed to the way photographic
images are expressed. Photographic images are expressed the opposite way,
and that’s the way the documentation uh uh had been originally prepared.
But it was thought that it was uh perhaps more consistent with current
technology to express it the way that displays are expressed. So I went
through and changed... 

You mean from that change in [invention? convention?]?convention? 

Yes. So that caused the equations to be reconstructed to reflect the uh uh inverse 
of what was there before because the affect ratio now is inverted. 

 I see. 

And what happened was Doug apparently did not pick up all of those changes, even
though I went through them very methodically the last thing uh Wednesday
night when he sent me his his uh his uh almost-final draft. 

I see. 

Uh And uh, Jim, just for your uh edification, that also affected the MSD shifting
from a height to a width orientation. The number is the same, but it
changed it from a height to a width. 

So what’s the correct formula for MSD? 

It’s TIW/SIW. 

Okay. 

So, you made this change with Doug, and it’s still wrong in the patent? 

Utley: Right 

S. Bernstein: I’m a little concerned about the proficiency of the legal aspect of this. We sat
there for hours, and then Brian stayed late into the night with this guy,
and then he comes back and we don’t file it right anyway? It seems like
there’s something wrong here. I mean, ... 

Bernstein: I mean this is, yeah... 

S. Bernstein: I mean, I’m just budding in because I have little or no knowledge as to what the
numbers mean, I’m just listening to a conversation in which I’m hearing is
that after four or five hours in a room locked together with lawyers and
everybody else, we reach an agreement that those changes will be made.
Now, my understanding is Brian stayed and made those changes, and then the
lawyer didn’t file the changes? What’s the sense of that? 

Bernstein: These are good points. Let’s move forward, Jim. 

S. Bernstein: These are points that have to go back to stockholders with money invested. 

Bernstein: That’s why I’ve asked Steve to send us a letter of what’s happening, what our
exposure is, by Monday or Tuesday, explaining how this didn’t occur, get
in, and what we’re going to do to resolve it, and what that resolve
initiates in the chain of events. 
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S. Bernstein: Well, the other side of it is this. If after all of this precaution has been
taken—and Brian, you can correct me if you think different—but after all
of this precaution has been taken, it appears that the fallacy of worrying
about it ever gets accomplished. Brian stays, everybody works on it, it’s
still filed wrong. Now what if Jim Armstrong hadn’t caught it. Brian was
on a plane today... 

Bernstein: Then none of Brian’s changes even sent several days ago even would have even been 
in there. Math would have been wrong, equations would have been wrong,
verbiage would have been wrong. 

S. Bernstein: Am I right, Brian, in having this concern? 

Utley: Uh Well, yeah, obviously it’s uh clearly uh uh a major concern because there’s
nothing more disciplined than the uh uh mathematical expressions. 

S. Bernstein: And you’re comfortable that what you did, even if some of them were wrong, that we
could have later corrected... 

Bernstein: No, Dad, we sat here with Brian and Jim and Doug, and we went through it, and we
all agreed it was right, and those changes do not appear. 

Utley: No, we...uh uh 

S. Bernstein: That makes me very nervous. Well, it makes me nervous to the extent that are all
of the other patents done right? 

Bernstein: Well, that’s what I’m...I’m going to start having somebody review all of this. I
mean, obviously there’s...it opens up a whole can of worms. 

S. Bernstein: Well, the other thing that I heard was—and not negatively or anything else—but I
heard that perhaps Ray [Joa] o did this work and he was either concerned 
about it being a bit sloppy, blah, blah, blah, blah. What is the excuse
for this law firm? 

Bernstein: Well, let them write us what’s happened here. I mean, I definitely need to see on
paper, Steve, some kind of report on this. That it describes what
occurred, why it’s not reflected in the patent filings, and what our
exposures are, and that’ll tell us what we’re dealing with in firm, etc.,
liabilities. I mean, we don’t know that. 

Armstrong: We should continue to look at the changes so that he’s copy that reflects
everything. 

S. Bernstein: Well, even if there is no liability, what I’m still concerned about, even if it
can be corrected, it’s the exact same position—Brian, am I right?—that we
found ourselves in with the last lawyer who did it. Okay, thank God we can
make changes, but that isn’t the answer. Why not just get it right, get it
filed... 

Bernstein: No, don’t just say thank God we can make changes, Dad, because all of that brings
additional liability to you. You miss dates, you miss claiming, you miss
this and that—words that are very tricky and confusing, and only these
guys can understand. So that’s why I need it to be put in writing so I can
have it analyzed... 

S. Bernstein: Absolutely, I want it definitely, because I need to take it...you know, I need to
have board member approval... 

Bernstein: Oh, I think our board is going to be disastrous with this stuff about several
things when we take this to them. And we need to know from the Ray [Joao}
level to the Foley-[Lardver] level, how this is going to be cleared up and
what the problems were that occurred. 

S. Bernstein: Okay, let’s get that part in process; and it’s unfortunate that Doug’s not here
because maybe it’s something he could explain. 
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Bernstein: No, I talked to him this morning; and as a matter of fact, he said Steve had the
math from Brian days before and by the time he got it, he thought it was
all input correctly, and that was his excuse. 

S. Bernstein: Well, what was he doing here with Brian? 

Bernstein: Well, then we spent a whole day with him correcting it all so that it was right;
and then by filing time, none of it was right. So, let’s go forward. Let’s
just stay on track. We’ll deal with all of these issues on Monday. 

Utley: Uh I just say one thing. Uh Fortunately, uh I don’t know The most important part
of the math is all of the definitions. The examples are examples; but the
most important part of the math is the are the definitions. 

S.BeckerBernstein: Okay, are those right? 

Armstrong: No. Well, there’s one that’s not, ,we just found out which is [ ]. Line 7 of page
13... 

Bernstein: Is wrong. 

Armstrong: Is wrong. It should read... 

Bernstein: ...”[ ] equals TIW/SIW.” 

Utley: They are mathematically uh uh equal. Both will give the same results. So It’s a uh 
consistency question as opposed to an accuracy question. 

S. Bernstein: And for a reader, it would probably be easier to be consistent. 

Utley: Absolutely. 

S. Bernstein: That’s what we want. As long as we’re spending all of this money and everybody’s
devoting their time to it, we want it to right—as right as you can
possibly get it at any rate. 

Bernstein: Okay, Dad, let’s move forward. 

Armstrong: That changes one thing on line 25. The expression on line 25 is now correct as it
was typed, so scratch out my handwriting. Okay? All the other corrections
stand as I explained them earlier. Now, on the last line of this page,
that should read: “480 X 320.” 

Utley: That’s correct. 

Armstrong:  Okay. Then on line 6 of page 14, I think we should consistently state which is
width and which number is height because it’s such an important
distinction in the calculations. We did it on the previous example, but
not on this one. 

Bernstein: This then is width height 

Armstrong: Width is [} height is 4 

Utley: And that is what we had agreed upon on Wednesday afternoon. 

Bernstein: Right. That changes again in a minute 

Armstrong: Okay. Line 17, again we’re just missing that square root symbol in order to make
that equation work. Without the square root, it’s millions instead of
thousands. Now, in line 19, I had originally indicated this was correct;
it’s now incorrect because of our change in the formula for the density
for the maximum scan density. 

Bernstein: Steve, are you getting all of these? 

Becker: Yep. 

Armstrong: This should now read in line 19: “1789 divided by 5 equals 358.”
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Becker: 

Armstrong: 

Becker: 

S. Bernstein: 

Becker: 

S. Bernstein: 

Bernstein: 

S. Bernstein: 

Bernstein: 

S. Bernstein: 

Becker: 

S. Bernstein: 

Becker: 

Bernstein: 

S. Bernstein: 

Bernstein: 

Armstrong: 

S. Bernstein: 

“1789 divided by 5 equals 358?” 

Yes. 

 All right. 

Steve, I have a question to ask you. 

Yes. 

When Jim or Brian or anybody gives you these numbers, are they checked out by
anybody, or do you just copy what we say and that’s it? 

No, they definitely don’t copy what we say. That’s an initial problem here, Dad. 

Okay, I don’t mean to be sarcastic. 

No, but they would normally as mathematical people add up the equations. 

Yeah, because your partner was telling me that most patent lawyers are engineers,
which would lead me to believe that somebody would say, “well, I better
check the math to make sure that guys who are not engineers know what the
hell they’re talking about.” Is that done by your firm, or is it just
accepted as gospel what we give you? 

We don’t have engineers or technical people check the math that you provide us. 

Okay, so what we provide you, then, we live and die by? 

Okay. Your job is to get that right. 

Right, but what we did give you, you didn’t provide in the patent. 

Okay, we’re trying to say the same thing. 

Okay. 

Let’s just get it right. 

At this point we’re only interested in getting it right. 

Armstrong: Line 27, that should be “360H” for the height. 

Bernstein: Which page? 

Armstrong: Line 14, third-to-last line of the page. 

Bernstein: Okay. 

Armstrong: Now we’re onto page 15. Again, we just need that square root symbol as indicated
there. 

Becker: Okay. 

Armstrong: Then there is nothing on the next few pages until we get to page 18, this is an
important omission for our calculation standpoint, but we need that square
root symbol. 

Becker: Okay. 

Armstrong: Then I’m going to skip for a second this discussion on minimum scan density here
because I want to talk to...go with Brian’s comments, too, but on line 10,
the correct figure is “1.33 equals 1.33.” 

Becker: Okay. 

Utley: Yeah, that wasn’t picked up from the other...from above, the aspect ratio. 
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Armstrong: Line 15, the square root symbol again is missing from that same equation. And then
finally, I don’t see why, in this example, or any digital example where we
have no scanning to do, why we should even include any reference to
minimum scan density because the only application of scanning in a digital
world is if we were to print a digital photograph and later scan it, in
which case we’d follow the print formulas, not the digital formulas. So,
my suggestion here is that we change the sentence, beginning on line one,
to end after the word “dimensions”...actually, strike the words “and
minimum scan density” and also to eliminate line 23. Do you agree, Brian,
that there’s no reason to have that there? 

Utley: It certainly doesn’t add anything. Uh It doesn’t uh uh subtract anything. 

Armstrong: It just added confusion to me as a reader when I thought, “How do I calculate
that?” and then realized it’s not...we’re not scanning anyway. Why ask
someone to determine something that is not included as a step of the
process? So I think if everyone agrees, we should strike the words “...and
minimum scan density” in line 1 and 2... 

Utley: No, what I would do, I wouldn’t do that. What I would do is simply say, “...image
size and dimensions” and then add a new sentence which says, “Minimum scan
density is not required since we are dealing with a digital image.” 

Armstrong: That’s fine, too. Then let’s strike line 23. 

Utley: No, I’d leave that in. 

Armstrong: It’s redundant, but that’s okay. Do you see any other problems with the formulas?
Did you review all of this again today, Brian? 

Utley: Uh I’ve  just uh uh I have not reviewed anything today. I wasn’t aware of the
problems until about three minutes ago. 

Armstrong: Okay. So that covers my comments on that. 

Bernstein: And, Steve, do me a favor. When you guys draft this letter, draft it to Si and
Brian. Okay? I’d like to be cc:’d on...and by the way, I’d like to be
cc:’d on any correspondence of anybody to do with the patents. 

Becker: Okay. 

Bernstein: One last thing. Doug mentioned that you had a file from Brian, a spreadsheet that
part of the spreadsheet matter is not incorporated in here. He didn’t know
why...he couldn’t explain why. I was wondering what that matter is, and
where is it? Are you aware of that? Because he referred to you. 

Becker: Did heTo me? 

Bernstein: Yes. 

Utley: Uh uh That’s probably the image sizing spreadsheet. 

Becker:  Image sizing? 

Utley: Yeah, I sent you two files on Monday. 

Becker: Okay. Actually, you sent three all together. Oh, you sent three emails, and then
the last one had two of them. 

Utley: Right, the last one had two files: both the image sizing and the process. 

Becker:  Oh, you’reve got the macro, and then you’ve also got the description of the math.
Now, what did you want included that wasn’t? 

Bernstein: Well, Doug said it should have been included, but it wasn’t...the rest of that
sheet. 

Becker: What? 

Bernstein: 
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Armstrong: Hold on one second...I don’t want to confuse Steve. We do not want you to cut and
paste out of those documents into thise patent filing. Those documents do
not reflect the way we want to express the math. 

Bernstein: Right, but we might want them in there, B, correctly. 

Armstrong: What? 

Bernstein: We might want them in their correctly... 

Armstrong: They’re not in there correctly. We just went through it. It’s now correct. If he
employs all of the changes we just all agreed to... 

Bernstein: No, but there’s another sheet that’s not reflected here. 

Armstrong: Well, yes, I do want to talk about that. The macro, right? 

Bernstein: Right. Can you forward that file to us—the Excel sheet—to Jim, me. 

Armstrong: Just have Steve forwarded the whole email back to you. 

Bernstein: Well, he doesn’t have it in front of him, and Brian’s got it right here. 

Utley: No, I sent it to you. You were copied on it. 

Bernstein: Okay. Let’s just get the most up to date...any changes. 

Becker: Yeah, Brian, remember, we made a decision not to file the claims directed to your
macro—we made that decision last...a week before the... 

Bernstein: Why? 

Becker: Because it was going to involve some additional work, and we didn’t have time at
that point; and it was all new matter that wasn’t going to claim priority
to anything, so... 

Bernstein: Well, what’s new matter? If the math is part of describing the invention, then
it’s not new matter, according to what Doug’s told me four times now. 

Becker: Well, Eliot, as you recall, you always have to look at the claims of the
application, and that defines the scope of your protection. The claims
will also define...also have to be supported by the specifications. We
were going to direct claims to the idea of using...of having a macro
program, which is useful as a tool, to do these calculations in a rather
simple process. 

Bernstein: Okay, that’s fine if you want to just claim a macro. That does it as a simplified
process and add that as an additional patent for us, but the underlying
math of it should all be applicable to the invention since it’s just
derived off the invention. 

Becker:  Yeah, math... 

Bernstein: So it’s not new matter, it’s just an understanding of the matter. I mean, I swear
we went through this four times the other day with that conclusion. 

Becker: There are two files that Brian sent me. One of them was an Excel spreadsheet
having six pages, and all of that material was included in the application
in pretty much cut-and-paste format. His pages 2, 3, 4, and 6 were the
examples, which I just cut and pasted as soon as I got them from Brian
because they defined it all very particularly. 

Bernstein: Okay, now you need to get back your record of that because 2, 3, 4, 5, and 6 that
Brian is sitting here showing me, were never in these patents yesterday.
So cutting and paste, you must have put them in the wrong document. 

Utley: Those are the examples. 

Bernstein: But those weren’t...that’s not what ended up in there.
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Utley: They pulled these pictures out and put them as a uh uh uh figure sheet on the
back, uh and then uh uh we re-entered... 

Bernstein: Wrong math. 

Utley: ...the formulas in the body of the... 

Armstrong: Hey, right. B, are those images...are you looking at the figures? Are all of these
figures in the patent application. 

Utley: We should be on figure 7. 

Bernstein: Steve, figure 7? 

Becker: Okay. 

Bernstein: Are you looking at it? 

Becker: Not in front of me, but I recall writing it. 

Bernstein: Jim, figure 7, what do you see? 

Armstrong: I don’t have a figure 7...because that was part of...that didn’t come in the
patent application, that I was mailedbut [ ]. 

Bernstein: It’s not part of that final patent? 

Armstrong: I don’t know about that, but it didn’t come as part of that Word document. 

Bernstein: That’s what I just sent you, Tthat’s supposed to be the final revision of the
patent. 

Becker: We have to scan the drawings into a Word document; so if you just mailed the Word
document, you probably didn’t get any figures yet. 

Armstrong: Probably the figures were left off of that El. 

Bernstein: Okay, do you have your patent application? 

Armstrong: I’ve go the one we reviewed on Tuesday Wednesday. 

Bernstein: And what’s in there? 

Armstrong: All the figures. 

Bernstein: Right or wrong? 

Armstrong: You know, I don’t know. I didn’t...Brian, was figure 7 changed at all with the
restatement of our aspect ratio?

Utley: Yeah There were some additions that I made for clarification purposes. Uh If you
look at the first page of the imaging process, where it says, uh uh the 
third box down, it says “viewing image,” uh I inserted uh “SIR less than 
DWR” to tie it to the equation above it. And then in the one, the bottom,
,uh uh it has the expression “SIR greater than BWR,” again, that is to tie 
it to the equation above it. 

Armstrong: Yeah, because those two don’t have a distinction, figure 7 as it is now. 

Utley: Right. So that simply ties the image to the equation. 

Armstrong: So do they have...have you sent them an updated amendment? 

Utley: Yeah, that went out uh uh late Wednesday afternoon. 

Armstrong: Okay, we’ve just got to make sure that the corrected figure 7... 

Bernstein: Steve, can you fax us the filed patent? 

Becker: No, I can’t find it. I guess Doug took care of this from...
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Bernstein: Does his secretary have a copy? 

Becker: ...Monday night on. I spoke with her, and she wasn’t clear...she wasn’t able to
find it. 

Bernstein: Do we have a filed patent? 

Becker: How certain would you like me to answer that question? I mean, Doug sent me an
email saying we filed the patent. 

Bernstein: Well, what he sent me that he said he filed is missing the diagrams. So, I have a
final patent document missing... 

S. Bernstein: When is Doug available? 

Bernstein: Yeah, does he got a cell phone or something? 

Becker: I don’t know. I don’t know. Maybe I can help clarify this...I mean, Eliot, you
sound like you’re really upset at us. 

Bernstein: You know, I’m not a person to get upset until I see that I spend a lot hours going
through this, Brian spends a lot of hours, we make all of these global
changes... 

Becker: Eliot, I’ve heard that a couple times already. Let me try to explain a little bit
about patent law and maybe help everyone understand what has or has not
happened. Okay, there’s a lot of rhetoric being thrown on there, but
there’s... 

Bernstein: Yeah, because we’re blind. 

Becker: I don’t think all of it has a lot of basis in patent law. 

S. Bernstein: That’s good to hear, so let’s hear that. 

Becker: Okay, and Si, I thought you in particular might be interested to hear that. 

S. Bernstein: Yeah, that’s, you know, I’m not sure that adds any comfort because maybe what
you’re saying is it’s not an exact science and then you move along... 

Becker: Well, I’m going to go well beyond that. 

S. Bernstein: Okay. 

Becker: Does anyone have a copy of claim one they can read off of? 

Bernstein: Yes. 

Utley: Uh uh This is only a piece of it, right? 

Bernstein: Yeah. 

Armstrong: It’s Page 22. 

Becker: I’m working off what you emailed me, Jim, and I see page 24, lines 1 through 7. I
guess they could have repaginated, but... 

Armstrong: Oh, but Eliot had mailed you...or faxed you... 

Becker: I’m sorry, what you emailed me. 

Armstrong: Oh, okay. So it’s changed then. I don’t know why, though. 

Becker: On the top of the page says “What this claim is.” 

Armstrong: “What this claim is”... 

Becker: Do you have that? 
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Armstrong: Yes, page 22 in my printed on. 

Becker: Okay. 

Bernstein: Okay, hold on one second because I want to get my notes. 

UtleyS. Bernstein: What page is that, Jim? 

Armstrong: Page 22 You don’t have it, BrianSi. 

S. Bernstein: Because I don’t have 22. 

Armstrong: Want me to fax it... email it to you? 

S. Bernstein: No, that’s okay, he’s going to explain it to me. I want to see if I can’t
understand this. 

Becker: Sure. It’s very sort claims, seven lines long. It actually defines the scope of
the patent protection that we are trying to obtain in this filing. 

Armstrong: Who are we waiting for, Eliot? 

Becker: I think believe so. 

Bernstein: Yeah I’m up front. We’re waiting for Brian again. 

Becker: Let me know when you’re ready. 

Bernstein: Okay, Steve, Brian stepped out for a minute, but I still want to address this
issue. We invent something. I hire a mathematician. The mathematician
solves the X, Y, and Z of the invention. Does he claim a new patent for
himself? 

Becker: Probably not. [Inventorship] typically follows with the conception of invention. 
If somebody else figures out how it was done, generally speaking that
would. 

Bernstein: Well, I want to be very colorclear on this because Doug’s thinking...I don’t even
know if then the next statement is correct or incorrect, but if a macro
was created using the math that comes from the invention, where does it
follow? Brian, I just asked him, if I hired a mathematician to do the
math, put all of this into a thing, where does this follow. He says the
invention, the inventor, etc. The guy you hired to do math wouldn’t claim
a new patent or a new invention, which is confusing to me because Doug
now, as of this morning, told me that you’re planning on filing a separate
patent as inventor of a macro that just spawns off the math entitled to
this invention. So I’m confused, and I want to be very specific on this of
what our strategy is here on all of these peripheral pieces. 

<End Side 1; begin Side 2> 

Bernstein: Why don’t you explain that to me again. 

Becker: Can we go ahead with describing the claims? 

Bernstein: Well, do you want to just finish that real quick, and then we’ll go right back to
the claims? 

Becker: Okay, now what was the question you posed me, Eliot? 

Bernstein: I hired a mathematician to solve for what I did. He comes up with an equation.
Where does that equation belong? Does it belong filed as another patent?
What’s the inventorship, so to speak? And then, I design from that math a
macro that solves that math with input formula. How should we be
protecting that the whole way through, because I seem to be very confused
about what I’m being told each day. 

S. Bernstein: Okay, let him answer the question. 
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Becker: Inventorship follows whoever conceived the invention as claimed, and that’s why
the claim is so important because when you set forth in your claim what it
exactly is that you’re claiming, you have to ask who conceived of that
idea—who was the first one to come up with it. So, typically if somebody
really reduces your idea to equations that describe why it works or how it
works, typically they would not be named as a co-inventor because they
really didn’t invent the idea. Now if you wanted to claim a macro which
has user-input displays for receiving certain data that can be used by,
say, a technician to determine the scan density of a print film image that
would allow for the desired enlargement ratios and the desired target
image size, that kind of is a separate idea, and that’s why we thought it
would be useful to claim that as a tool as well. 

Bernstein: Okay, and I understand that part. I don’t mind claiming that all day long. 

Becker: Brian really was the one that built that and came up with it. It’s based on
principles that you learned, you know, a few years ago that maybe you
didn’t understand the math behind them, but certainly, I would think, be
named an inventor on that. 

Utley: I think that would probably claim both Eliot and myself as it relates to both
aspects. 

Becker: Right. But the important thing with the patent office is that it is...the patent
office realizes that it is a bit of a grey issue in terms of who conceived
what, so the important thing is not to have any deceptive intent. 

S. BernsteinArmstrong: I think the most important thing is the distinction between inventorship 
and ownership. As I understand, all of this, every one of the patents that
we have filed, all rights, title, and interests are iviewit’s, regardless
of who the author/inventor is; and any revenue stream derived therefrom
are iviewit’s, and that’s the important thing. Is that true, despite and
in light of the [__]?

S. Bernstein: Well Jim that’s Mmy very next question 

Armstrong:  , because we could put anybody as an inventor; but as long as that doesn’t
entitle them to a disproportionate share of any revenues derived
therefrom, then I don’t care. 

Becker: Yeah, inventorship or ownership initially vests in the inventor or inventors who
are named in the application; but typically, inventors are under some
obligation to assign to a corporate entity, either written or by cause of
their employment—and you can get into the issues of shop right...you know,
if somebody invented something on the corporate time and then went
and...you know, it wasn’t really part of his job description, I know this
issue’s going to be a little more tricky. But I think in this case...what
we do typically as a practice to confirm ownership is to have the
inventors sign a written assignment document over to whichever corporate
entity they want to... 

S. Bernstein: But haven’t we followed that? 

Becker: We’ve got those documents. I don’t think we have them all signed and filed yet. 

S. BernsteinArmstrong: Let’s get them. 

Utley: Well, Doug was doing that on Tuesday while he was here. 

Becker: Okay. Did you do some signing of documents, Jim and Eliot? 

Bernstein: Yeah. Right. 

Becker: Okay, so that’s in process. 

Bernstein: Okay, and wasn’t really the intent of my question. The intent of my question is to
define, for my understanding, what should claim back to Ray [Joao’s]
patent, and that means that everything other than a macro shell should
define back to the original patent and be filed, corrected, amended,
however we get it in to the original patent documents since none of it’s 
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new matter, it’s just an explanation mathematically on every equation of
what happens. 

S. Bernstein: That’s what I heard at the meeting. 

Bernstein: And that is exactly what I’ve heard, repeated; and then this morning, it was
completely opposite, and yesterday is was a little opposite—a little—and,
you know, I’ve become very confused about which strategy we’re taking,
which road, because we decide something, and then it’s changed, and we’re
doing something else, and I’m completely lost. 

Becker: I think I can make this very clear for you if you’ll give me an opportunity. 

Bernstein: I will. 

Becker: Let’s take a look at claim one. Claim one states that what you’re claiming is a
method of providing a digital image file for viewing on a user display in
a viewing window that has a predetermined size, and the method includes
one step. The step is, very broadly stated—so bear with me here—providing
a digital image file having a image size comprising a fixed number of
pixels representative of an image wherein that image size is greater than
that of the viewing window size. Now the broad concept that we’re trying
to claim here is being the first ones to provide a digital image file that
has more data than is needed for the window size. And why are we trying to
claim that? Because that allows you to zoom into the image without
pixelation, and it allows you to pan around the image to corners that
maybe are not shown in the original viewing window. Does everybody
understand that? 

UtleyS. Bernstein: I think so. 

Armstrong: Yes. 

S. Bernstein: I think we’re on the same line. 

Becker: Okay. So now the question becomes: Did we support that claim with relevant
descriptions in the specifications. And what’s our standard? Our standard
is that we have to provide enough disclosure in the specifications to
enable somebody to make and use that invention as claimed. This person
needs to be somebody of ordinary skill in the art—in other words, somebody
who can read this document and maybe has some technical background in
imaging or image processing, for example, and can read what we’ve put in
our document and can perform our methods claimed. Okay? Everyone with me
so far? 

Bernstein: Um, hm. 

Becker: So we look back into the document that was filed on Wednesday and we say to
ourselves, “Did we provide enough information in that document to allow
somebody to teach somebody how to make and use a digital image file that
has an image size greater than the viewing window size?” And one might
argue that stating the solution in itself almost provides enough
information to one of ordinary skill in the art to actually reduce this to
practice and to make and use one. However, we’ve provided not only a
description of several different ways of doing it, but also some examples,
including math, that should make it abundantly clear to one of ordinary
skill in the art how to do it. The test is whether it would require undue
experimentation on the part of this fictitious person of ordinary skill in
the art to make and use a digital image file having these characteristics.
So the question you need to ask yourself with respect to this application
is: “Okay, maybe there was an error or two in how it was expressed in
examples or the number of pixels counted or division here or subtraction
there, but was there enough in there to enable somebody, based on those
teachings alone and, of course, their background, to make and use an image
file having those characteristics?” 

UtleyS. Bernstein: Okay. 

Becker: And I think, based on a reading of it and based on what Jim just walked me through
in these corrections that need to be made, that there probably was enough
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in there. That there probably is. I mean, we’ve described in several
different ways how to do it with print film images or with digital images.
We described in generally, and then we went and described it specifically. 

S. Bernstein: Okay. Can I ask you a question? 

Bernstein: Wait, Dad, because that still doesn’t answer my question. That answers this issue
here. 

S. Bernstein: Let him finish with it. 

Bernstein: Okay. Are you going to take this back to Ray’s original filing on our... 

Becker: Let me do that next, okay? Now, with respect to Ray’s original filing on August 2nd 

of last year, we asked the exact same inquiry when we review the
specification that we filed on Wednesday: Did Ray’s filing back on August
2nd of 1999 provide enough disclosure and enough teaching to enable one of
ordinary skill in the art to make this file? 

Bernstein: And we have a lot of disputes on that because it doesn’t even cover zooming. 

Becker: Right, but what it does describe, if I recall correctly, is it does describe that
you want to enlarge a print film image to a certain size and then scan it
at a high density. Now it doesn’t tell what density, it doesn’t give a
number of pixels, .... 

Bernstein: It doesn’t talk about zooming in on the image. 

Becker: It doesn’t tell the number of pixels, but it does show one way of doing it with a
print film image. It doesn’t talk about digital images...doing it
specifically with digital images. It may refer to it generally, I don’t
know. But that is the inquiry. 

S. BernsteinArmstrong: If I hear you correctly, it is less important in the claim to say anything 
relative to zooming was in the claim to illustrate or to claim that the
target image size is larger than the viewing image window because that is,
in itself, your ability to have the zoom capability. 

Becker: You’re right. You can claim it all different kinds of ways. This was one way that
we worked out in conjunction with Eliot and Brian two weeks ago. This is
one of the ways we worked out claiming the invention. 

S. BernsteinArmstrong: Because ultimately zooming is simply a feature of the invention.  

Bernstein: Okay, hold on one second. Steve? 

Becker: Yeah. 

Bernstein: When I look at Ray’s claim one, “What is claimed: An apparatus for producing a
digital image comprising a device for generating a digital signal file
from a print film image and a processor for processing said digital signal
file and for generating an image file wherein said processor generates a
first signal file from said digital signal file, and further wherein said
processor processes said first signal file and generates set image file.” 

Becker: Okay. 

Bernstein: Okay, we all agreed that that is completely insane...to describe anything about
our invention...whatever. 

Becker: I know it’s all completely insane; but I think that with the claim that we
drafted, ... 

Bernstein: Yeah, he missed the point. 

Becker: Okay. 

Bernstein: Well, then, the claim we drafted, this was my question. It should be right here,
in this claim, in the patent he filed to date back as far as I can to
protect our dates, should be changed to the claim we just created.
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Becker: Oh, no, this application died on Wednesday, and it doesn’t proceed to a patent. A
provisional application... 

Bernstein: No, no, this isn’t provisional. This is a filed patent. I’m doing dealing with
one. 

Utley: This is the one that was filed March 24th. 

Becker:  Oh, okay. 

Bernstein: By Ray [Joao]. 

Utley: So this was the PCT filing on March 24th.

Becker:  Okay, thanks. 

Bernstein: And my question is shouldn’t the claims in this patent we just filed be exactly,
if not identical, to the one...or should they be transposed to Ray
[Joao’s]? And it was my understanding from Doug that for speed and if the
patent gets through, etc., that we would rather have it be based on that
first patent filing. 

Becker: That could be a recommended course of action. 

Bernstein: And this is going to get dejected. 

Utley: What we discussed on Tuesday...no, on Monday afternoon, was that uh one of our 
action items was to go back and review the uh March 24th filing and decide
exactly how we were going to integrate into that filing the uh the uh 
claims that are that should be in there vis-á-vis the specification. 

Becker: Okay. 

Utley: That was one of the action items that we uh uh covered on Monday afternoon. 

Bernstein: And now my question further goes to say that once we amend the claims, is there
any way to amend the body? 

Becker: No. 

Bernstein: Even if we’re not adding new subject matter? 

Becker: You can amend the body if you don’t add new subject matter. 

Bernstein: Okay, so we can fix Ray’s mess. 

Becker: You can’t add what we added in this application. 

Bernstein: Which part? The math is just a description of the old matter, so therefore we
should be able to add it. 

Becker: It’s not supported. It’s not suggested in the prior applications. 

Bernstein: Oh, it’s all suggested because by the nature of the invention it’s suggested. 

Becker: I think the patent office will never allow us to add all of that matter into the
application. 

Bernstein: Okay, but we should add as much matter as we feel comfortable with to buff up
Ray’s original filing. 

Becker: Sometimes if you change a word or a sentence in a specification... 

Bernstein: Yeah? 

Becker: The examiner will outright reject it for new matter. 

Bernstein: Well, who cares? He’s going to reject this for insanity in the first place. I
mean, he’s going to reject this for “what did you patent? Nothing?”
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S. Bernstein: If I’m hearing Steve right, there’s very little we can do to change the language
and content of that particular patent... 

Bernstein: No, you’re not hearing him right because he just said you could change all of the
claims whenever you want as long as the examiner hasn’t approved them. And
right now before the examiner starts approving...looking at this and
saying it’s nonsense, I’d rather get the right stuff in there. Now, we can
get most of this stuff in there, albeit I’m going to need good
argumentation as to why we can’t get it all in there. 

S. BernsteinArmstrong: Steve, is that correct? 

Becker: We can change the scope of the claims of the prior application...I mean, that’s a
good action item, a good thing to do. You know, as I mentioned, it’s
unlikely we’ll be able to change the specification substantially; and if
we don’t quite... 

Bernstein: Well, we should throw in the word “zoom” if we can. 

Becker: At some point it becomes a question of language and what language you’ve used. If
we come in and start saying, “Well, what we really were talking about is
zoom and pan,” Yeah, it’s possible we could get some of those arguments
through the examiner, but... 

Bernstein: Well, we sure as shit should try. 

Utley:Bernstein Well, it looks like Ray took all of this out of here. 

Becker: It’s not as critical as getting one good filing on like we did on Wednesday. 

S. BernsteinArmstrong: Yeah, but the date’s what’s important. 

Bernstein: Right. 

S. BernsteinArmstrong: If this March one...we have one good filing, but it’s dated August 2nd. 
That’s the difference. 

Becker: But it claims priority back to... 

Bernstein: The original provisional. 

Becker: The original provisional, which is before this date, again to the extent that
it’s... 

Bernstein: Right, and that’s the strategy I have been hearing is the correct approach here,
is that we should be cleaning up Ray’s filed patent as best as we can
without adding subject matter—and I don’t think we really have any new
subject matter other than a macro shell to re-widget our math, which is
okay, we’ll leave that out. But I definitely want the underlying math,
because that’s just not new subject matter, that’s just old subject matter
defined, and try to get as much of this in that examiner’s hands as fast
as we can because that is our first patent and we’d like it to approve.
And then you know what? Leave the macro in this one, and then you’ve got a
reason that you’ve got new matter in this one that doesn’t conflict with
your old matter. I mean, the math, I sat through with Doug, went through
this with Chris Wheeler, my father, I heard all of those things, and then
I’m hearing that that’s not our strategy. So I just want to be very
specific on this so that we get that completed in time. I know there are
issues to timing, etc., that we don’t want to wastewait. 

Now, I’m also confused of how we particularly predicted our date as well
on when this was first exhibited. According to my last notes of when you
guys were down here originally, we kind of went through a timeline; and
that timeline has now been changed to September, when, in fact, we felt it
was more like April or something as the first commercial advantage. Now
Doug’s talking to me about September dates, and I can list you fifty
things that occur before then that will be detrimental. As a matter of
fact, the first one really being something like 8/10, which only gives us
six days, if my numbers are correct. We signed a license contract with
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[Centrec? Centrack?] to use and distribute your product. So that’s well
before 9/1; and these are some real critical things that depend on that
date, if I’m not mistaken. 

Utley: What contract? 

Bernstein: [Centrec? Centrack?]. The license agreement was signed on 8/10. 

Utley: The only thing we signed was a demo. 

Bernstein: A demo license, yeah. Well, you were putting it up to commercialize on their site—
on a public site. 

Utley: But there was no charge. 

Bernstein: But it’s not a question of charge, according to Doug. Correct, Steve? 

Becker: I need to have some facts. 

Bernstein: Okay. We signed a demo to put up on a company’s Web site, and we did, our
materials for public viewing so that they could identify customer
response. 

Becker: Oh. When was this? 

Bernstein: 8/10. 

Becker: Okay. 

Bernstein: Now, there were conversations prior to that. 

Becker: Well, the upside is that we’ve got an application on file as of this past
Wednesday. 

Bernstein: Well, what about changes? 

S. BernsteinArmstrong: We have to deal with that one year of commercialization. 

Bernstein: If we’re not wrong, and I hate to preach to a lawyer, but that seems to be my
understanding. So I’d like to get what is claimed in this one into Ray
[Joao’s] immediately, if not, somehow sooner. 

Armstrong: Well, hold on, let him answer the question about commercialization. Would that be
considered the first date of commercialization or a date of 
commercialization if there’s one prior to it? 

Bernstein: There’s not, but... 

Becker: Again, we have to start with the claimed invention... 

Armstrong: This was [ ]zoom & pan imagery that we did for him. 

Becker: Okay. And the inquiry is whether or not... 

Bernstein: No, it’s video, too, B, that we did. 

Armstrong: There was video, too? 

Bernstein: Sure. 

Becker: The inquiry was whether or not the claimed invention was on sale more than one
year before the filing date of the application. 

Utley: This was a test program to determine feasibility. 

Becker: That actually works in our favor. The laws recognize sort of experimental use as
sort of being a mitigating factor in some types of public disclosure.
Typically if it’s a commercialization use, or to test the
commercialization of the invention, they’re less likely to find it to
be... 
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Bernstein: Well, then, that’s definitely what it was. 

Becker:  ...commercial use. 

Utley: Is there any difference, Steve, between...we signed an agreement to do that. 

Becker: Okay. 

Utley: There was no public visibility for another month. So which date will be the
reference date? 

Becker: Would you call that a sale, that agreement? 

Utley: No. 

Becker: Okay. 

Armstrong: Were we ever paid anything by [Centrec? Centrack?]? 

Bernstein: No. 

Utley: No. 

Armstrong: Never. 

Becker: Okay, that certainly works in our favor if it wasn’t an actual sale of your
product. In that case, you look more at the public disclosure date. 

Bernstein: Well, that was the public disclosure date. 

Utley: No, that was September. 

Bernstein: No, it was this date because...well, whenever you put it up on the site publicly. 

Becker: When did you put it up on the site publicly? 

Utley: It was in September. It took us awhile to get there. 

Becker: Okay. No problem, then, right? 

Bernstein: If that’s...I’m hanging my hat on a lot of things right there. 

Utley: If that’s the date of reference... 

Bernstein: You know, I want to beat the 8/10 day of signing a license agreement because I
don’t know how that’s going to be construed in court, nor do I care, when
I can beat it right now. 

Becker: Let me ask the question again, Eliot, do you think that the application that we
filed on Wednesday does not provide enough information to enable somebody
of ordinary skill in the art to practice or to make and use what we claim
in claim one? 

Armstrong: I could argue it doesn’t. 

Becker:  Go ahead. 

Armstrong: I might just simply because the actual deployment of it...or employment of
it...does require the correct execution of those formulas; and other than
one particular error that is very, very difficult to understand unless you
have been part of one of these conversations about the formulas. I mean,
that you have to reverse-engineer the formulas to find out that the square
root in that definition is missing, otherwise you’ll end up with target
image areas of an enormous size and be totally lost. You’ll end up just
having a goofy result. I mean, I think it could be argued, that you need
to be able to apply the math to create the image. It could be argued that
you can conceptually create what it is that we are conceptually defining,
but it’s more difficult to do that without a precise understanding of the
relationship of targets of subject images and viewing windows.
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Becker: Well, let me turn it against you, Jim. That’s a good analysis. I think it’s
interesting, but let me turn it against you and say if that’s true, then
our August 2, 1999, filing doesn’t provide enough disclosure to enable one
of ordinary skill in the art to make this claim. 

Bernstein: On Ray [Joa’s]? 

Becker: 

Bernstein: 

Armstrong: 

Bernstein: 

Utley: 

Bernstein: 

CorrectRight, what he... 

Yeah, that’s why we want to change it before August 10th . 

You said the August 2nd filing. This is the one we just did. 

No, the March 3rd filing you mean. 

March 24th . 

March 24th, whatever. 

Becker: Well, I guess I’m going as early as I can, which is why we tried to file on
Wednesday...which is why we filed on Wednesday, so we could get the
priority on the provisional application which, if I recall, read very much
like the March 2000 application. 

S. BernsteinArmstrong: The one you’re referring to is the original provisional from August of 
1999. 

Becker: Yeah. 

S. BernsteinArmstrong: Saying that if my argument holds, we have nothing of solid validity in 
that particular document. 

Becker: No, what I’m telling you is that that document won’t provide priority to this
claim. In other words, our priority date will be Wednesday of this year,
not Wednesday of last year...or not... 

S. Bernstein: Because that provisional didn’t provide somebody with ordinary skill in the art
the ability to replicate what we did? 

Becker: That’s exactly right. 

BernsteinUtley: March 24th 

Bernstein ...isn’t that the one we’re looking for? 

Utley: 

Bernstein: 

Utley: 

Bernstein: 

March 24th? 

Oh, no, that’s the... 

We’re looking for the August one. 

No, I’m looking for the provisional this claims to.
<Two separate conversations going on at once; difficult to hear and follow...> 

Becker: Let me ask you this... 

S. Bernstein: Then that’s to say—and maybe I’ll question my own logic now—is it enough to say
that somebody understands that in the viewing window that you create zoom
and then create [ ] ability? 

Becker: As long as we just... 

Armstrong: That optimized the particular... 

S. BernsteinArmstrong: And all we did was help to clarify... 

Becker:  I think that’s pretty convincing. You know, you don’t have to enable all the ways
of doing it; you just have to enable essentially one way of doing it. 

26



Bernstein: Okay. Despite all of this, I still want a firm yes or no. 

Becker: I think was actually critically really finally getting to the issue. 

Bernstein: No, yeah, we are. 

Becker: Away from the rhetoric of accusations and... 

Bernstein: Okay, okay, right, but... 

Becker: And fear-mongering and calling the investors. I think we’ve gotten to... 

Bernstein: Well, I mean, we’ve got to deal with things. These are real fears meaning we
definitely have real issues. But looking beyond that, which is fine, I’ve
got still an unanswered question: Does Ray [Joao’s] set of claims change
tomorrow, Monday, whatever, so that we can protect ourselves? Now you’ve
agreed that’s a good strategy, Doug’s agreed that’s a good strategy, but
yet I hear no execution strategy, and that’s what I want to make 100% sure
that I can get as much of what we’ve discovered into Ray’s incompetent
work, and I will call it that, as possible. And your work is far more
superior. These are some issues, but, you know, there’s issues...it’s a
large thing to grasp, and we’ll get through it. But I want to change what
Ray [Joao’s] done, and that was my understanding that we’re going to take
the claims that we’ve discovered in this application you just filed and
put them into that one, and that the worst that’s going to happen is that
the examiner will approve the earlier one of Ray and yours will fall away,
the second one. 

Armstrong: Did somebody just join this call? 

Bernstein: No. 

Armstrong: Did you hear that beep, beep, beep? 

Becker: I did. I don’t know if anyone has joined. 

Bernstein: Si? Si? 

Armstrong: Maybe he got off. 

Bernstein: Yeah. 

Armstrong: Okay. 

Becker: Well, let’s do this, Eliot. Let’s say that...I know you are concerned about the
August 10th date, why don’t we say that we will make some amendments to the
claims in the prior filings you’re referring to, and we’ll clean that up
as best we can and make sure that we have the claim amendments... 

Bernstein: <Aside to Utley> This is the one we filed? 

Utley: <To Bernstein> That’s the provisional. 

Bernstein: <To Utley> That’s the provisional? 

Utley: <To Bernstein> Right. 

Armstrong: What about correcting the math in the one from two days ago? 

Becker: Yeah, then again, I don’t know what was filed; and again it appears...I really
need to consult with Doug on that. 

Armstrong: Yeah, but if we’re of understanding what we talked about today is what he filed,
and I believe that’s it, then what do we do to correct that? We should
probably correct that by the 10th as well. 

Becker: Okay. Right. That actually was more important with the 8/10 date because these
changes are considered to be better, then we need to get a filing out by
that date. 
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Armstrong: Okay. 

Bernstein: And Steve, just to remind you on this point, I still definitely for a comfort
level and to keep accusations at bay, just a letter of what’s occurred,
what my risks are, and what our strategies for execution are on this
filing relating to as well fixing this one as well as relating it to Ray
[Joao’s]. If you could write that clearly to us, that gives us a lot of
comfort level. 

Becker: All right. Hopefully what I explained today about priority will help. 

Bernstein: Well, this gives it the final touch of you can rest assured, I’ve got it in
writing. That’s what I need to comfort me that I’ve got a strategy, that
everybody’s on the same page, so to speak, so that page doesn’t shift, so
that we don’t get off that strategy and we all stay focused on that one
sheet. So that would be critical. And what is our next due date? Is that 
on the 10th or the 8th or something, or am I missing... 

Utley: Well, the only reason the 10th has any potential bearing is because that’s when the
test license... 

Bernstein: I’d like to beat that here, on this claim; because if we can beat the 10th here on 
Ray [Joao’s] filing, that’s what we need to do there, right? 

BeckerArmstrong: That’s actually not an important date for Ray [Joao’s] filing. 

Bernstein: Yes, it is. 

BeckerArmstrong: An important date for the filing that we did a few [weeks? days?]
ago. 

Bernstein: No, no, it’s the same date. Commercialization is commercialization, and how it
relates is the same here to us. 

BeckerArmstrong: Okay. 

Bernstein: You know what I mean? 

Becker: Yeah, I guess I do. 

Armstrong: I’ll make just one other general comment, Steve. Everyone else knows this, but you
don’t. I was just brought into this process Tuesday as the first time I’ve
ever reviewed any patents. I’ve held them for Eliot in the past but never
reviewed them; and was probably surprised with what I found was that it
was an extremely important and at least, to my understanding, we had very
little time to get it right, and we’re now paying the price, of course. To
the extent that that can be avoided in the future through careful
planning, updates, and contingencies, I suggest we have a plan for that. 

Becker: Yep. 

Armstrong: So. Just an overall comment. 

Becker: That’s a good comment. I think it’s important to get things done as early as
possible, and we certainly have tried to do that throughout the process. 

Bernstein: Steve, can you do me one last favor? 

Becker: Yes? 

Bernstein: Shoot over to Jim the three video patents we filed. He’s signed a disclosure on
it—the one you gave us—encompassing him for all patents. 

Becker: All right. Jim, what’s your role? 

Armstrong: I’m the Director of Sales and Marketing. 

Bernstein: But he’s also a shareholder. 

Becker: Okay. 
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Armstrong: I’ve been with this since before anybody else. 

Becker:  I see. 

Armstrong: It was just basically me and Eliot and Guy before anybody else started, but I’ve
never been involved in the patent review. 

Becker: Now you want me to send a copy of the filings...the video filings? 

Bernstein: Yeah. Can you just fax them to him? 

Becker: Sure. Let me make sure I’ve got this right. Okay. We’ve got three...no, five
applications, about 100 pages. Is that fine? 

Armstrong: Yes. 

Bernstein: We have four. Sorry. 

Armstrong: Are they emailable, or no? 

Becker: Yeah, they are emailable. 

Armstrong: Let’s do that instead. 

Becker: But then you don’t have the figures. We can email.... 

Armstrong: Email those, and then just fax the figures? 

Becker: Yeah. 

Armstrong: Okay, cool. The fax number is 732-747-5569. Email is jim@iviewit.com. 

Bernstein: And there’s five video patents now. Correct, Steve? 

Becker: I’m looking at my chart here: three US and three corresponding PCT [ ]
applications that we wrote, and then there’s a PCT video playback—that was
the video playback invention— 

Bernstein: Right. 

Becker: And I think that’s all. 

Bernstein: Great. Let’s get those out to Jim real quick. I’d like him reviewing those by the
8/10 date. Any changes, we’re obviously going to try to revert to keep our
8/10 day as our commercialization day, giving us a little buffer if we’re
wrong. 

Becker:  All right. 

Bernstein: You know what I mean? I mean because we don’t know how people will interpret in
the end what [Centrec? Centrack?] was, but to beat it would definitely
give us a greater argument. 

Becker: Yep. 

Bernstein: So, all right, we’ll pick this up...you’re going to make those changes on this
patent, correct? 

Becker: I’m going to wait until I speak with Doug. 

Bernstein: Okay, great. 

Becker: To find out what was actually filed, and then we’ll decide how best to proceed
with amending that. 

Armstrong: Steve, one more clarification. Did you say we have or have not had successful
closure on the signing over of inventors’ patents to the company? 

Becker: I can’t speak to that; Doug is working on that.
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Armstrong: Okay, will you put that in our list of things to do...or your strategy that that
gets completed? 

Becker: Yeah. 

Bernstein: Yeah, and B, I just signed as well as Brian and Jude and everybody. It’s a large,
thick document, so Doug should have an update, Steve, as to what is
exactly signed. I think it was everything, correct? And we’ve got
everybody here. 

Armstrong: I’ve got emails that indicate that that was all done nine months ago. 

Bernstein: No, it was, B, but then we filed patents; and then we thought the past was done,
and now these new ones had to be done, so he came here, there was notaries
here...it was, you know, it was a lot, but let’s get an update on it. 

Armstrong: I just want to see it in writing 

Utley: In addition to that, everyone has individually signed a separate agreement with
the company, conveying assigning to the company any intellectual property
that’s created as a result of their employment. 

Armstrong: That I know. The key inventions, I just want to see that they’ve signed over
because that’s the value of the company right there. That’s what I own
stock in. 

Bernstein: Correct. Okay. So let’s get an update, and I think we’re pretty close. 

Armstrong: Okay. 

Becker: Eliot, why don’t we go through the list of things that you’ve asked me to do so we
can be perfectly clear on this? 

Bernstein: Okay. 

Becker: The first is to amend Ray’s PCT application, at least the claims, so that we have
a good filing there, at least based on whatever Ray has in his
specification. That’s task #1. 

Bernstein: Claims plus any additional language that’s not new matter. 

Becker: All right. 

Bernstein: Okay. 

Becker: You want a letter describing the...what was omitted or what was incorrect in this
application filed Wednesday and to what extent that may have any bearing
on rights. 

Bernstein: Correct. 

Becker: And also a course of action we feel is necessary to file new applications to amend
these, make these corrections, or if there’s something we feel we can do
in an amendment that would not introduce new matter. 

Bernstein: And our strategy going forward on this. By the way, that would mean our strategy
as well on the video, correct? Because if there needs to be changes and
the date did stick at 8/10, we need to make any changes we find by 8/10,
correct? 

Becker: Only if the changes are so substantial that they would jeopardize the ability of
one skilled in the art to understand. 

Bernstein: Okay, so critical errors. Okay. If we find them. 

Becker: And that’s why I think, you know...and if you’re describing in your specifications
how to make one, how to do it, provide most of the details. I mean, we’ve
done a very detailed job of ... 
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Bernstein: No, I agree. I’m not...I agree. I see all that here. 

Becker: Any time whatever we can get out of you guys in terms of describing how it
works...that, in there when you describe a claim and there’s an error, you
know, there’s an error in the math, will that dramatically affect and make
it so somebody can’t practice the invention at all, I don’t know. 

Bernstein: Right. So if it’s critical by 8/10, it should be resolved. Correct? 

Becker: With the video application, it doesn’t help for us to go back and look at those.
You guys go back and look at those and see if there’s anything in there
that you don’t like. 

Bernstein: Right. And if we find something in the claim, for example, that we don’t like, we
need to amend it by 8/10, right? 

Becker: No. 

Bernstein: Why? 

Becker: Because the claims have to be supported by the specification as filed back on
those dates, which were sometime in June... 

Bernstein: Okay, but let’s say all that fits, we also have the commercialization date. 

Becker: The commercialization date... 

Utley: I though <inaudible comment to Bernstein> 

Bernstein: So we can go change the claims. 

Becker: Typically [ ] prosecutions, as long as they’re still supported by the
specifications filed... 

Bernstein: Right. So if we find any mistakes, we should change them, correct? In the video
patents? 

Becker: Yeah, as a general principle, that’s a good idea. 

Bernstein: Okay, good. All right. I think that sums up what we need. Send the letter to Si,
myself, and Brian. 

Becker: That’s not a complete list of what you asked for me to do. 

Bernstein: What else have we got? Sorry? 

Becker: You’ve asked me to email to Jim Armstrong the three video applications and the
playback application—the one playback application— 

Bernstein: Right. 

Becker: Now with respect to the video application, we have both PCT and US filings. Do you
want us to send both of those? They’ve essentially identical—in fact, they
are identical except the... 

Bernstein: No. Just one. 

Utley: Send the US. 

Becker: All right, we’ll send the US versions of those two. And we’ll fax the figures. And
element #4...Item #4 is to provide a written letter to Jim Armstrong
regarding the assignment status of... 

Bernstein: Well, that’s to everybody. That’s to Brian, Si, myself, Jim. 

Becker: Brian, Si, Eliot, and Jim. 

Bernstein: Right. Just giving us the update of where we are. 

Armstrong: I think it’s helpful to communicate to the shareholders.
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Bernstein: Well, let’s get it first, then we’ll communicate at discretion, but I think we’re
there. 

Becker: Okay, then, in terms of general things going forward: Eliot needs to be cc:’d on
all correspondence relating to patents. Should we continue our practice of
sending things to Brian? 

Bernstein: Yeah. 

Becker: All right, we’ll continue our practice of sending things to Brian and cc:ing Eliot
with copies. 

Bernstein: Right, and I’d appreciate if all that email comes to iviewit.com. Therefore, I
have copied records. 

Becker: Are you saying you only want us to correspond with you via email, not letters?
Not... 

Bernstein: No, but if it is emails, iviewit.com emails because that gives me complete copied
records on tape backups. 

Armstrong: Do don’t send anything to any of us at a domain name other than iviewit.com, if
you send it in email. 

Becker: That’s the instructions? 

Bernstein: Right. 

Armstrong: Correct. 

Becker: Don’t send to any other email address besides one of your names at iviewit.com. 

Bernstein: Correct. 

Becker: Okay. Anything else in addition to those items? 

Bernstein: Nope. Steve, I appreciate your taking the blunt end of this, I really do. 

Becker: Well, I just wish you would not... 

Bernstein: Well, we freaked out a little bit. You can understand that there’s a reason to 
freak...I’m not just making this up. So based on that, let’s try to
resolve and move forward. 

Becker:  Anything else? 

Bernstein: Nope. Thanks very much. 
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Q. Okay. Other than that, he never 

represented you as an attorney; he never 

represented you in any case, nothing of that 

sort? 

A .. No. 

Q .. Now, when Mr. Wheeler first 

introduced you to Iviewit, did he specify, other 

than what we've already discussed, the purpose 

for his introduction? Did he talk to anything 

about a scope of employment or what your purpose 

would be at the company, other than what you've 

already described? 

A. No. He said he was looking for 

someone with a technology background who had the 

potential to run the company. 

Q. Now, with regard to Eliot Bernstein, 

Jude Resario and Zakirul Shirajee, am I 

pronouncing that correctly? 

A. Why don't you spell it. 

Q .  Let's see, I got Z-A-K-I-R-U-L, last 

name is S-H-I-R-A-J-E-E. Do you remember meeting 

with those gentlemen, Eliot Bernstein and Jude 

Resario and Zakirul Shirajee? 

A. At a later point in time, yes. 

Q. Okay. What was the time that you 
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A. It was after I agreed to join the 

company. 

Q. Okay. So that was in the latter 

part or the middle part of 99? 

A. That was late August 99. 

Q . And what exactly were meetings 

consisting of when you met with those three 

gentlemen? 

A. Well, Eliot introduced them to me 

and introduced them as having worked with him on 

feasibility studies relative to his invention and 

he indicated that perhaps we should consider them 

for employment by the company. 

Q - Okay. Did he ever mention to you 

anything of their status as any inventors of any 

IP or anything of that sort? 

A. Well, they were, I believe, they 

were named on several of the provisional patent 

filings that had already been made. 

Q. If you could, I mean, since you were 

acting as president of the Iviewit entities, I'm 

presuming that you're aware of all the inventions 

or all the intellectual properties for which 

Iviewit has filed patents; would that be a 
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Q - I hate to be repetitive, but I'm 

working from what I got. 

A. Okay. That was, that should have 

been July of 1999. 

Q - How about Jude Zach, was he one of 

the people involved with the development of the 

Iviewit technologies? 

MR. BERNSTEIN: That's two people, 

Proskauer Rose vs. Iviewit.com, et al. 8/23/02 

- 

Jude and Zach. 

By MR. SELZ: 

Q . I'm sorry, Jude and Zach? 

A. That's what I was told. 

Q . So, again, that's before your 

at Iviewit? 

A. Yes. 

Q. How about Todd Kloslosy, I th 

K-L-0-S-L-0-S-Y, at Web Cast? 

time 

A. I don't recall anyone by the name of 

Todd at Web Cast. 

MR. BERNSTEIN: Scott. 

By MR. SELZ: 

Q - Scott. It's hard with the speaker 

phone. 

A. I'm sorry. 

Pat Carl & Associates (763)591-0535 or (800)591-9PCA (-722) 
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